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PART I 


IS BIG BUSINESS BAD?—FACT vs. F. T. C.* 
By Robert E. Wilson** 


My subject—‘“Is Big Business Bad’”—is an appropriate one for this group. 
Trade-marks are intimately associated with the growth of our large enterprises. 
It is through his trade-marks that a seller’s products are differentiated from those 
of his competitors. Trade-marks have made possible the mass distribution, the mass 
markets, without which mass production would not have been developed and 
sustained. Quite accurately, therefore, trade-marks have been called the “Life 
Blood of Free Enterprise.”! 

There are many, even among trade-mark owners, who do not realize the value 
of this form of property. An amusing example of this viewpoint is the story about 
the famous designer, Sir Edward Burne-Jones. When he visited the United States, 
he one day received a circular letter from a firm engaged in the sale of dried fruit, 
inviting him to compete for a prize to be given for the best design of a trade-mark 
submitted. The circular stated that only one prize was to be given and all unsuccess- 
ful drawings were to become the property of the firm. 

After reading the circular, and not to be outdone by the audacious request, 
Sir Edward sat down and wrote the following letter in reply: 

“Manager, Dried Fruit Co. 

Dear Sir: 

I am offering a prize of fifty cents for the best specimen of dried fruit, and 
shall be glad to have you take part in the competition. Twelve dozen boxes of 


each kind of fruit should be sent for examination, and all fruit that is not adjudged 
worthy of the prize will remain the property of the undersigned.” 


I am particularly glad to address this meeting on the subject of Big Business 
because it is a subject about which misinformation is rife. Unfortunately, much 
of this misinformation has been put out deliberately by governmental agencies to 
whom we ought to be able to look for facts. That is especially true of the Federal 
Trade Commission, which is supposed to be particularly charged with determining 
the facts about such matters as competition, concentration of economic power, etc. 
However, in recent years it has apparently become largely a political propaganda 
agency dedicated to building up prejudice against business, and particularly what 
it calls big business. 

Business has, in my opinion, not been articulate enough in pointing out the 
fallacies in these attacks. We need more spokesmen like Clarence B. Randall and 
more books like his fine recent volume, “A Creed For Free Enterprise,” where he 
Says at page 5:18 


“What a change would come in this struggle for men’s minds if suddenly there 
could pour out from the world of American business a torrent of intelligent, for- 


*Address before the Seventy-fourth Annual Meeting of The United States Trade-Mark 
Association, June 24, 1952, at New York City. 

**Chairman of the Board, Standard Oil Company (Indiana). 

1. George B. Kotchkiss, Trade-Marks: Life Blood of Free Enterprise, Sales Manage- 
ment, January 15, 1945, p. 104. 

la. Little, Brown and Company, 1952. 
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wardlooking thinking, flowing straight from the hearts of thousands of the fine men 
who lead our institutions, that would tell not only the miracle of production, but 
the hopes and aspirations for a better world which I know these men actually to 
hold. The mass impact for good of that leadership would be irresistible.” 


I believe the reluctance of most businessmen to speak up has been partly 
because they feel inadequate to cope with the economic lingo and the loaded phrases 
cooked up by the New Deal economists, and partly because they feel that anything 
they say will be heavily discounted merely because they are businessmen and not 
economists. Fortunately, however, within the past few years, several notable uni- 
versity economists have made detailed factual studies of many of the false charges 
against business, so that today we need not be on the defensive, but have a great 
mass of documented material with which we can carry the fight to our traducers. 


Not Defending Monopoly or Collusion 


I want to make clear at the outset that I am not attempting any defense of 
monopoly, or of collusion to restrain competition or fix prices—which are clearly 
against the public interest and banned by the Sherman Act. Modern American 
businessmen fully support our basic anti-trust laws in order to insure to the economy 
the benefits of competition, but they do object to the growing body of contra- 
dictory laws and regulations which tend sharply to limit the ways in which they 
can compete. 

What I am concerned with today are the problems of “bigness as such” in 
the absence of monopoly or agreements or understandings among competitors. I 
shall address my comments to four questions: 


(1) Is bigness in itself any menace? 

(2) Is there any basis for talking about increasing economic concentration, 
even taking into account corporate mergers? 

(3) What are the facts about that ugly term “Oligopoly,” and its alleged 
concomitants, ‘Price Leadership,’ and “Conscious Parallelism of Action”? 
and finally, 

(4) What are the facts about that recently hatched-up complaint and 
demand for action against so-called “Indirect Interlocking Directors’’? 


I shall, for illustrative purposes, draw largely upon the facts of the petroleum 
industry, with which I am most familiar. The petroleum industry provides good 
testing material in any discussion of bigness. It is one of our biggest industries, 
especially from the standpoint of invested capital. It includes eleven of the twenty- 
five largest individual manufacturing companies of the country, measured by total 
assets. Furthermore, the petroleum industry is seldom overlooked when any attack is 
made on bigness. 


Is Bigness in Itself a Menace? 


If bigness in itself is bad, the petroleum industry must plead guilty to the 
charge. But, given the total size of the industry, which is of course determined 
by public demand for its services, and the way in which it must be organized to 
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be reasonably efficient, “bigness” of some units in an industry is a necessity. It 
takes enormous amounts of capital to provide for the discovery and production of 
crude oil, the transportation and processing of that crude, and the transportation 
and marketing of finished petroleum products. A single 780-mile pipe line recently 
proposed involves an investment of $100,000,000. The total length of crude and 
product trunk lines in this country as of January 1, 1950, was approximately 92,000 
miles. A single ocean tanker may cost over six million dollars. There are over 550 
tankers owned in the United States. A refinery large enough to be reasonably efficient, 
running about 30,000 barrels of crude per day and making the usual products, now 
costs about $40,000,000. Maximum efficiency and minimum costs require through- 
puts several times this, and as a result several refineries have been gradually built up 
to handle over 200,000 barrels per day——but even such refineries are small compared 
with total United States refinery capacity of over seven million barrels per day. 

Also, further economies may be achieved when a company operates more than 
one refinery in different areas. In addition, for the most efficient operation it is 
essential that refineries be served by highly specialized pipe lines and other facilities 
for the transportation of crude oil and finished products. 

The result is that companies which do less than one percent of the total 
producing or refining business of the country nevertheless have total assets running 
into the hundreds of millions of dollars. They are large companies; but it certainly 
does not follow that because they are big, they are bad. 

What basis is there for the insinuation that our large firms, merely because of 
their size, are causing harm to our economy? 

Do large concerns provide relatively fewer jobs, lower wages, or less adequate 
tools and working conditions for their workers? Does the employee of a large 
company enjoy less opportunity for advancement and security? I’m sure no one 
here questions that any fair analysis of the factual answers to such questions would 
prove favorakie to big business. 


With respect to the interests of the consumer, our large research laboratories 
and our mass production methods—characteristic of big business—have provided 
the consumer with an ever-expanding variety of new products, of constantly increas- 
ing quality, and at lower prices. Yes, I said lower prices; but I speak not in terms 
of the present depreciated dollar, but in terms of the purchasing power of an 
hour of labor. An hour of work today will purchase more for the working man 
than at any other time in our history. Taking gasoline as an example, the average 
hourly wage in the manufacturing industries today will buy six gallons of gasoline 
as compared with 3.6 gallons only eleven years ago. The figures for the relative 
quantities of gasoline purchased by a bushel of corn are quite similar. 

Our large enterprises also provided new and expanded markets for the raw 
materials and products of thousands of small businesses. And they have provided 
sound investments and dependable sources of income for investors, including many 
who depend on income from modest savings for their livelihood. And when war 


comes, it is the large enterprises which are most urgently pressed into service to 
provide the needed weapons and other facilities. 
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In sum, big industry has contributed more than its share to an improved 
standard of living and greater security for all of us. 


Are We Really Threatened with Increasing Economic Concentration? 


Rather than challenge directly the contribution of our large enterprises, our 
critics frequently prefer to conjure up a picture of big business concerns gradually 
engulfing our economy. Increasing concentration of economic power into the 
hands of a relatively few large firms, we are told, threatens to eliminate the small 
independent businessman. 


In my opinion, the small businessmen are today much more worried about 
big government than about big business. But the House Committee on Small 
Business complains that “small business has been faced with ever increasing con- 
centration of economic power.”? A justice of the Supreme Court says somewhat 
recklessly in a dissenting opinion that “Monopoly has flourished. Cartels have 
increased their hold on the nation * * *. There is less and less place for the 
independent.”? The President of the United States refers to “the growing con- 
centration of economic power and the threat to free competition in private 
enterprise.”’* 

Quotations such as these could be multiplied—in fact they are multiplied, 
ad nauseam. Nevertheless facts to support them are notably absent. This is un- 
consciously admitted by the Trade Commission’s chief economist when he expresses 
doubt that we can afford to take time out to learn the true facts. He fears that 
“before the diagnosis of big business is completed, the independence of small enter- 
prises will have been desroyed, * * *.”® In other words, he would destroy big 
business before he found out whether it was good or bad. 

Surprisingly enough, however, plenty of data are presently available to those 
who really want the facts and they point in only one direction: the charge of 
increasing economic concentration is utterly and completely without foundation. 


Actually there are more small enterprises in this country today than ever 
before. According to the Department of Commerce, the total number of business 
enterprises in this country has increased from approximately 3,000,000 in 1935 to 
4,000,000 in 1951.6 Furthermore the frequency with which small companies grow 
into large ones, sometimes at a phenomenal pace, is everywhere apparent. 

An interesting comparison of the rate of growth of thirty leading oil companies 
was made a few years ago by The Chase National Bank. Their study showed that 
over a seven-year period, including the war, which some claim benefitted the larger 
companies, the companies with assets of less than $100,000,000 had increased their 





2. Final Report of the Select Committee on Small Business, House of Representatives, 
Pursuant to H.R. 22, Jan. 1, 1951, p. 97. 

3. Standard Oil Co. of California v. United States, 337 U. S. 293, 315, (Mr. Justice 
Douglas). 

4. Hearings before the Subcommittee on Study of Monopoly Power of the House 
Judiciary Committee, Serial No. 14, Part I, p. 68. 

5. Corwin Edwards, Maintaining Competition (McGraw-Hill, 1949), p. 109. 

6. November, 1951, Survey of Current Business, United States Department of Com- 
merce, and 1951 Annual Statistical Supplement. 
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net income by a percentage nearly two and one-half times as large as the companies 
with assets of more than $500,000,000.7 

At the time of the dissolution of the Standard Oil Trust in 1911, Standard 
of Indiana was the only large oil company in the Middle West, doing about 
80 percent of the business. Over the years we have seen one company after 
another, both new and old, grow and prosper. Today 22 of the companies which 
compete in this area have assets of over $100,000,000, and while Standard has also 
grown rapidly, today it does less than 20 percent of the business! Most, if not all, of 
the principal Standard Oil companies have also grown less rapidly than the industry 
as a whole, and many of the once small independents have greatly outstripped them 
in rate of growth. All this is a picture of growth, yes—but certainly not one of 
growing concentration. 

Furthermore, each large company is also directly responsible for the existence 
of numerous small businesses. The large oil companies, for example, sell to many 
thousands of independent jobbers and dealers. They purchase from thousands of 
independent producers, and employ the services of other thousands of small business- 
men in connection with their own production activities and in the transportation of 
their products. Incidentally, very many of these small businessmen have built up 
personal estates that the executive of even the largest companies can never approach. 

The Department of Commerce, in its summary of a speech by Secretary 
Sawyer, said: “The development of big business has been accompanied by growth 
in the size of the market and by increased competition, with the result that the 
relative productive share of the larger corporations is substantially less today than 
it was half a century ago.”® 

It is over two years since the Secretary of Commerce exploded the myth 
of increasing concentration. To my knowledge, neither any committee of Congress 
nor the Federal Trade Commission has directly challenged the Secretary’s con- 
clusion or his data. The practice has been rather to ignore the Commerce Depart- 
ment data, and to continue with even greater fervor to repeat the discredited 
charge of increasing economic concentration, in a manner suggestive of Hitler’s 
theory of the Big Lie. 

A devastating indictment of the government documents devoted to charges 
of increasing economic concentration is contained in a recent study by Professor 
Adelman of Massachusetts Institute of Technology. From a critical analysis of 
all the available data, he concludes that evidence to support any charge of increas- 
ing economic concentration is entirely lacking. The available evidence points 
strongly, he finds, in the opposite direction. And this is true whether comparison 
is made with the year 1901, 1931, or the period just prior to the last war. Says 
Mr. Adelman: 


“Reference to ‘the growth in economic concentration,’ or statements that ‘during 
the past 16 years (1932-48) big business has been getting bigger and little business 
littler,’ or that ‘the forces of concentration (are) growing stronger by the hour,’ or 
that ‘concentration of industry is increasing so fast that no half-measures can stop it,’ 


7. Pogue and Coqueron, Growth of 30 Oil Companies Classified by Size Groups Decem- 
ber 31, 1940 to December 31, 1947, The Chase National Bank, Petroleum Department, 
beer em * 18, 1948. 

8. S. Department of Commerce release concerning address of Charles Sawyer, before 
pisidoeethe Chamber of Commerce, April 13, 1950. 
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and many others of like tenor—these must now be dismissed as unfounded. Concen- 
tration may be a problem, but for better or worse it is not threatening to engulf 
the economy.’’9 


Mr. Adelman’s criticisms of the methods employed by the government agencies 
in drawing up their reports on this subject are also interesting. His analysis of the 
Attorney General’s report to the President and Congress on the asserted accelera- 
tion, during the last war, of “the long standing tendency toward economic concen- 
tration” presents a particularly ludicrous picture. It seems that the Attorney 
General’s report was based on a report of the Trade Commission which in turn 
adopted, without critical scrutiny, the findings of the Smaller War Plants Cor- 
poration. This latter organization you will identify as having been created as the 
self-avowed protagonist of small business. Its findings, Adelman points out, were 
based on data that were “simply irrelevant.”!° Thus Congress was bombarded by 
a whole series of official reports—all false, all based on the same irrelevant data. 


Have Corporate Mergers Contributed Toward Increased Concentration? 


If there has been in fact no tendency toward increased economic concen- 
tration, it would seem to follow that corporate mergers have not contributed to 
any such trend. Adelman expressly so concludes. Directly challenging still another 
report of the Trade Commission, “The Merger Movement” (1948), he says: 
“There has been no increase in concentration, and mergers have not been im- 
portant enough to be of any effect, one way or the other.”!1 This conclusion is 
fully supported by the scholarly work of Professors Butters, Lintner (of Harvard), 
and Cary (of Northwestern), whose painstaking analysis of mergers taking place 
between 1940 and 1949!* would seem to merit at least some degree of recognition 
in Washington. 

Nevertheless, within the past few weeks a release!® issued by the Federal 
Trade Commission quotes its Chairman as calling attention to “another great 
wave of mergers” which “may very well lead to even greater concentration of 
economic and monopoly power over the nation’s industry and commerce.” Fur- 
thermore, the statement continues, “Unless the trend of corporate mergers is 
checked, it may bring about such extensive suppression of competition and entrench- 
ment of monopoly as to endanger the foundation upon which our free enterprise 
system rests.” It is even threatened that unless we do something about mergers, 
the Communists will get us, for the statement adds: “As the point of monopoly 
control is approached, alien or communistic systems find fertile soil for their 
propagation.” There you have in sharp contrast the difference between utter 
propaganda and scholarly analysis of the facts. 

The Chairman of the Commission stresses the fact that in one-half of the 
merger cases, the acquiring company had assets in excess of ten million dollars, 


9. Adelman, The Measurement of Industrial Concentration, The Review of Economics 
and Statistics, November, 1951, at p. 296. 

10. Id. p. 284. 

11. Id., p. 295. 

12. Butters, Lintner & Cary, Effects of Taxation, Corporate Mergers (Harvard Business 
School, 1951). 

13. Federal Trade Commission Press Release, November 20, 1951. 
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and in one-fourth of the cases the acquiring company had assets of more than 
fifty million dollars. It would be much more significant to know how big the 
acquired company was in each case, and what the competitive picture was. For 
example, some time ago one of our marketing subsidiaries acquired a small 
company which made oil burners. The purchase price was about $150,000. We 
have spent similar amounts on various occasions to acquire a company owning one 
or more service stations. All these, I assume, in the eyes of the Trade Commission 
were mergers involving our own company, and therefore alarming examples of 
acquisitions by a company having over a billion dollars of assets, cited in an attempt 
to stir congressmen to fear for the future of the country. 

Furthermore, it is not significant that mergers are currently taking place at the 
rate of one a day, as the Chairman of the House Judiciary Committee says,!* or at 
the rate of two a day as claimed by the Chairman of the Federal Trade Commis- 
sion.'° If many of the so-called mergers are of the kind I have just described, as I 
believe is the case, two or three times that many would have negligible significance 
when you consider these facts:1® (1) there are 4,000,000 business enterprises in 
the United States; (2) there are over 400,000 corporations in the country; and 
(3) new enterprises are born in this country at the rate of over one thousand per 
day. The merger rate is much less than one percent of the birth rate—certainly 


no cause for alarm. 


Furthermore, the mere fact that a merger takes place does not prove or even 
suggest that economic harm has been done. I do not deny that some of the mergers 
that took place in the first quarter of the century may not have been socially 
desirable, but I am confident that at least 99 percent of the mergers that have taken 
place since I have been active in business affairs have been unobjectionable, and 
for the most part socially desirable. Mergers among really large concerns are 
almost unheard of these days.!7 Usually, it is a small company that wishes to sell 
out to a large company, rather than vice versa. A flat prohibition of the acquisi- 
tion of smaller companies by larger ones would unquestionably cause greater injury 
to the small ones. The small businessman may have to sell for reasons of health, or 


may wish to sell for tax reasons, or simply in order to realize the benefits of his 


success and to convert them into a more secure type of investment requiring less 


personal attention. 


An instance of the sale of a prosperous small oil business for tax reasons is 
found in the statement published by Mr. W. W. Vandeveer,!® in which he explained 
why his company sold out to another moderate-sized oil company. He said in part: 


14. Emanuel Celler, The New Antimerger Statute: The Current Outlook, American 
Bar Association Journal, December, 1951, at p. 898. 

15. Federal Trade Commission Press Release, November 20, 1951. 

16. 1951 Statistical Supplement to the Survey of Current Business, United States 
Department of Commerce; June, 1951, Survey of Current Business; November, 1951, Survey 
of Current Business. 

17. Butters, Lintner & Cary, Effects of Taxation, Corporate Mergers (Harvard Business 
School, 1951), at p. 312. 

18. National Petroleum News, Vol. 41, No. 33, August 17, 1949, p. 25 et seq. 
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“We were not the victims of unfair trade practices. We were not gobbled up 
by any private monopoly. We were not threatened by any of our competitors— 


big or little. * * * 


“We were ready, willing and able to carry on for many more years of successful 
business life. We had faced the business hazards of depression years, war years, and 
years of post-war reconstruction. We were not a couple of doddering old men looking 
for a safe, quiet place to piece out the rest of our days. We knew we could continue 


to increase our service to our community—and do it profitably—but Uncle Sam’s tax 
laws backed us into a corner where we had only one of two choices: sell out or face 


, 


the risks of personal bankruptcy at the time of our respective deaths.’ 


In the oil industry, frequently small refineries serving a local area become un- 
profitable due to the drying up of local oil fields, or to inability to make quality 
products with rather antiquated equipment. The company lacks funds to build a 
pipe line to bring crude from distant points or to install catalytic cracking and other 
modern equipment. At the same time a larger refiner may have decided to build 
a new and modern refinery in that general area, with pipe line connections. He is 
of course quite free to do this, but if he should find that considerable money could 
be saved by buying the old refinery in order to use its tankage, water supply, build- 
ings, etc., what possible public interest could be served by telling him that he cannot 
buy the old refinery that the small refiner is anxious to sell, but must build his own 
and let the old one rust away uselessly? 


Or take service stations. Hundreds are built every year by enterprising men 
with modest capital, usually partly borrowed, who want a business of their own. 
Such a small businessman usually makes arrangements to sell the product of some 
well-known company, and in general is able to make a good living. But sooner or 
later, age or health considerations make him want to sell out. If he can find some 
other individual who wants to enter the business at that particular time and place, 
fine—but if he cannot, a logical purchaser is his supplier whose products have long 
been sold there. Now if suppliers should be prohibited from buying such outlets, it 
would certainly discourage individual enterprise from building new stations and 
bankers from loaning on them—and what would be the possible public benefit of 
such a prohibition? 


As a matter of fact, if the concentration of economic power refers to the power 
of a relatively few individuals, the actual trend is the other way, due to the process 
of decentralization of responsibility that is currently taking place within most large 
corporations. Take my own company as an illustration. We have fourteen directors 
on our Board, and it could be said that these fourteen men control a company with 
well over a billion dollars of assets. The fact is that by far the greater part of these 
assets is distributed among quite a number of subsidiary companies. Each of these 
companies has its own board of directors and officers, most of them with head- 
quarters in a different city. It is our definite policy to encourage the managements 
of the subsidiary companies to run their own affairs. Actually, most of the responsi- 
bility for handling the affairs of our company is distributed among about 100 indi- 
vidual directors, and to a substantial extent among about a thousand responsible 
department heads in the various companies. So while our company, like most, is 
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much larger than it was 10 or 20 years ago, it is doing a smaller percent of the 
business and the authority is diffused among a far larger number of men. 


What ts the Significance of Oligopoly? 


I have not thus far referred to the effect of bigness upon competition. 

For a long time those who attacked big business tried to refer to all big business 
as monopolistic. When they could no longer sell that moss-covered idea (since 
“mono” means “one” and there is nothing even resembling a monopoly in any major 
industry today), they borrowed from the economists the term “oligopoly” meaning 
control by the few. Then they defined the word “few” to mean whatever number 
of major competitors there happen to be in any given industry. It doesn’t matter 
how strenuous the competition is within the industry, or between it and other in- 
dustries, it can still be called an oligopoly—and that’s an ugly word! 

Thus a Trade Commission economist states that the monopoly problem is “not 
a problem of conspiracy, it is not a problem of control by one company. The heart 
of the problem is control of the market for all practical purposes by the Big Three, 
the Big Four, the Big Five, and the Big Six.”!9 

A short time ago the Federal Trade Commission, in the Quantity Limit Order 
applicable to automobile tires, relied upon the “Big 63” tire purchasers as being an 
oligopoly.2° For sheer absurdity as an oligopoly—this sets a new record. The Trade 
Commission overlooked the opportunity to apply another term, “Oligopsony,” which 
I am told has been created in order to describe fewness of buyers as distinguished 
from sellers. This sounds even more sinful than “oligopoly.” 

That you can and do have the keenest competition even when there are very 
few large sellers is well demonstrated by the automobile industry, in which three of 
the largest manufacturers in the country have 85 percent of the business. 

On the other hand, the mere fact of a large number of small sellers does not 
insure increased competition. This may be illustrated by reference to the retail 
grocery business before the advent of the chain stores. The development of the 


large chain organizations certainly resulted in an intensification of competition, a 


marked increase of efficiency, and a considerable lowering of mark-ups and prices. 

The oligopoly charge is meaningless except for the unfounded assumption that 
fewness of sellers automatically results in lack of effective competition. In my obser- 
vation, the opposite is the general rule. The real question is not whether there are 
five or ten or sixty-three major competitors in a given industry, but whether effective 


competition does or does not exist. 


19. Hearings before the Subcommittee on Study of Monopoly Power of the House Judici- 
ary Committee, Serial No. 14, Part I, p. 206-207. 

20. See the dissenting opinion of Commissioner Mason (p. 17 of the Findings as officially 
released by the Commission). Commissioner Mason states: “* * * It is impossible to place 
an exact numerical value upon the concept of objectionable fewness, but surely concerns become 
few enough to endanger competition when their number is something on the order of three, 
six, or nine and not something on the order of 63. If 63 competitors in a local market are to 
be regarded as few enough to raise an inference of a trend toward monopoly, such a trend 
must be inherent in the fewness of the companies in a large proportion of our manufacturing 
industries; for in 1947 there were 111 such industries that did not have as many as 63 concerns 
altogether. To regard so many enterprises as the objectionable few is to deprive the term 
‘few’ of reasonable meaning.” 
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It is particularly absurd to have the oligopoly charge thrown at the oil industry. 
To make the charge against our industry, it is necessary to talk about several dozen 
companies in order to cover 80 or 90 percent of the business as a whole, and to 
charge that that number comprise the oligopoly. Yet a critic of the oil industry 
writes: “The selling of gasoline and of other petroleum products is everywhere 
characterized by the kind of competitive behavior which would be expected in a 
market of a few sellers.”*! 

Actually there are probably more competing sellers of petroleum products in 
any of the principal markets of this country than there are competing sellers of any 
other important commodity, with the exception of food products; and the facts of 
the oil industry, if objectively studied, show that even the big twenty which may 
predominate in one market are practically at the mercy of any single small seller 
who chooses, for whatever reason, to offer his product at a lower price. The re- 
peated recurrence of price wars in many different parts of the country proves this 


fact. 


What About “Conscious Parallelism” and “Price Leadership”? 


“Conscious parallelism of action” and “price leadership” are supposed corol- 
laries of oligopoly. Both reflect the assumption that, where there are few sellers, 
there must be a tacit understanding on prices. But here again, experience in the 
petroleum industry belies the assumption. 

It is true that in the case of gasoline, just as with other fairly standard products 
of comparable grade and quality, prices tend to be uniform in a given small area 
although they are not nearly as uniform as you are led to believe. Certainly they 
are not as uniform as they would be if the Robinson-Patman Act were 100 percent 
effective in the way in which the Federal Trade Commission has attempted to 
apply it. 

It takes no great perspicacity, however, to discover why gasoline prices tend to 
be uniform. Call it “conscious parallelism” if you wish, but what would you do if 
you were a gasoline dealer and your competitor next door posted a lower price? If 
the quality of his gasoline and its public acceptance were approximately equal to 
your own, you would have to meet his price or lose your customers. But this post- 
ing of the same price does not indicate a lack of competition. Rather, it illustrates 
the effectiveness of competition.?? 

The absence of collusion in gasoline prices, and proof of how sensitive prices 
are to supply and demand conditions at both retail and wholesale levels are shown 
in the factual study conducted in Ohio by Professor Learned of the Harvard Business 
School.?* Professor Learned’s detailed analysis of the facts refutes completely widely 
circulated theories implying that gasoline prices are controlled by the price leader. 
Use of the phrase “conscious parallelism,” with its implication of collusion, should 
not mislead anyone who is looking for facts rather than fiction. 


1. Rostow, A National Policy for the Oil Industry (Yale University Press, 1948), p. 12. 
2. See Clare E. Griffin, An Economic Approach to Antitrust Problems (American 
Enterprise Assn., Inc., N. Y., 1951), p. 35. 

23. Edmund P. Learned, Price of Gasoline: A Case Study, Vol. XXVI, Harvard Business 
Review, November, 1948, p. 723. 
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You have heard a good deal about the theory of “price leadership” from the 
Government’s many propaganda agencies. Note that I use the term “theory” 
because here again fiction often obscures the facts. The experiences of my own Com- 
pany are illustrative. Over the years, my Company has given much thought to 
developing a reasonable system for setting our prices in many thousands of different 
localities. At first, when we were almost the only refiners in our area, we set them 
based on prices at our refinery plus freight to destination. As other refineries came 
into operation we found that we had to reduce prices in various contiguous areas or 
lose our customers. Later, during the depression, we found we were being continu- 
ously undersold by gasoline moving by rail from Oklahoma and North Texas. In 
1934, this competition forced us to adopt a Tulsa-plus method of pricing in order 
to be competitive with the flood of products from that area which was in fact 
setting market prices. 

Subsequently with the development of water and pipe line transportation and 
the building of new refineries and storage terminals at various points in our market- 
ing area, we found that our Tulsa-plus system had become obsolete. Once again we 
were being undersold wherever our competition could deliver petroleum products 
at a laid-down cost substantially lower than Tulsa-plus rail freight. In 1949 we 
were forced to change to a system under which currently we establish individual 
prices for our products locally in each community on the basis of the local economic 
and competitive conditions. 

Here are case histories where Standard was forced to change its basic pricing 


policy because we were generally not competitive and were in the process of “losing 
our shirt”—yet some glib individual will assert that we were the price leader during 
that time. The trouble is that in the oil industry everyone wants to lead and 


nobody wants to follow. 

If you are willing to rely on fiction as a basis for policy decisions, you will find 
unlimited quantities of reading matter on the theories of oligopoly, conscious paral- 
lelism, and price leadership. But if you would base your polocy decisions on facts, 
there is no alternative to painstaking analysis of the economic data relative to each 
industry. 


Then What About Indirect Interlocking Directorates? 


Not long ago the Federal Trade Commission published one of its most extensive 
reports (510 pages) on “Interlocking Directorates.”** This study is pertinent to the 
present discussion because it is in essence another attack on big business. It is of 
interest, too, because it is not only a colossal waste of money to tabulate a mass of 
data which are of no real significance, but because it illustrates once more the 
technique that is increasingly used by the Commission, where innuendo is substituted 
for factual data. It is in essence a smear technique. The Commission carefully 
avoids anything that might be termed factual proof of wrong doing, and relies in- 
stead on terminology and spiderweb diagrams to convey an impression of sinister 
activity, calling for legislative attention. 


24. Report of the Federal Trade Commission on Interlocking Directorates, United States 
Government Printing Office, 1951. 





TRADE-MARK BULLETIN 42 T.M.R. 


Interlocking directorates among competing companies are, of course, already 
barred by statute. The Commission makes no claim that the present law is being 
extensively violated. As usual, its contention is that the law does not go far enough. 
The law should, it maintains, prohibit what it calls “indirect” as well as direct inter- 
locking of directorships. An indirect interlocking occurs, according to the Com- 
mission, when individuals who happen to be directors of competing companies also 
serve on the board of directors of a third company. To use one of the instances 
cited by the Commission, they acknowledge that there are no direct interlocks among 
the meat packers, but state that one of the big packers had an “indirect” tie with 
another large meat packer since “directors from each of these two companies met 
on the board of the Hat Corp. of America.”*° Just imagine! If two officials of 
different meat packing companies happen to be directors of a hat manufacturer, 
this is supposed to imply that competition between the two meat packers is endan- 
gered. In the terminology of the Commission, there is supposed to exist a reasonable 
probability of a lessening of competition. 

Neither in the instance cited nor in any other is any proof offered that there 
was in fact any real lessening of competition. The Commission makes no pretense 
of having inquired into the facts. The report rests almost in its entirety upon the 
premise that where officials of competing companies meet on a common board of 
directors, they could—and therefore probably do—conspire. 

It is beyond comprehension why the Commission believes there is any more 
danger of a conspiracy where officers of competing companies attend the busy board 
meetings of a third company than when they meet on the same train, play golf at 
the same club, are active in the same charity, have lunch together, or attend the 
same church. 

As a matter of fact, the Trade Commission could have saved itself a tremendous 
amount of work if it had simply discovered and reported the sinister fact that the 


largest company in the world had put on the desk of every corporation executive a 
device that in effect “interlocks” him, in privacy, with every other executive with 
whom he wants to conspire. I refer, of course, to that arch-monopoly: the telephone 
company! Here is a telephone directory which covers all the potential interlocks 
in the city of New York—it is far more useful than the long report of the F. T. C.— 
and it didn’t cost the taxpayer a cent! 


Now it so happens that you are looking at one of those suspected creatures 
cited as an “indirect interlocking director.” I am on the board of The Chase 
National Bank, as are an executive of another oil company and two non-oil execu- 
tives who happen to be directors of other oil companies. I attend an average of 
about eight board meetings a year, and they seldom last over forty-five minutes— 
barely long enough to transact the important business of the bank. I can assure you 
that such a meeting offers no opportunity for a conspiracy with respect to the price 
of gasoline. 

The accusations that are inferentially made are the product of suspicious and 
cynical minds which obviously lack even an elementary awareness of the: true facts 


25. Report of the Federal Trade Commission on Interlocking Directorates, United States 
Government Printing Office, 1951, p. 44. 
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with respect to what actually transpires at a bank board meeting. Even worse, the 
entire nature of business relationships as they really exist is distorted by their patho- 
logical suspiciousness. Those responsible for the report appear to assume that busi- 
nessmen concentrate their energies toward avoiding competition and are prone to 
utilize every opportunity to enter into collusive practices with their competitors. 
Whatever may have been the case in the days of Adam Smith, what has brought 
about our great growth and prosperity in this country in recent times has been 
the strong sense of rivalry which dominates American business. 

Those who understand and appreciate how successful businesses operate, and 
have observed the conduct of men who have risen to the top, are conscious of the 
competitive spirit that prevails in American business—the ambition to outdo one’s 
rival rather than to agree with him to restrain trade. It is this spirit of keen indi- 
vidual rivalry which has produced so many new products, so many new methods of 
production, of packaging, and of distribution. In virtually every industry with which 
I have been acquainted over the years, first one competitor and then another has 
been on the top in various phases of the business. To me, this constant drive of the 
individual company to get ahead of its competitors is so apparent that I am im- 
patient with reports prepared by distrustful individuals who evidently do not desire 
to find the truth. 


Conclusion 


I have sought in my remarks to point out the need for more light and less 
heat—more facts and less propaganda—on the consideration of the problems of 
bigness in business. I believe if the facts are examined, we will find that the critical 
generalizations so frequently made about big business are not supported. The prob- 


lem lies in devising ways and means of getting at the truth. 


Certainly the Federal Trade Commission has forfeited any right to speak with 
authority. As Messrs. Butters, Lintner, and Cary have shown with respect to the 


1926 


Commission’s report on “The Merger Movement, as Professor Stigler?7 and 
Professor Heflebower?*® have pointed out with regard to the Commission’s report 
on “Divergence between Plant and Company Concentration,” as Professor Cope- 
land has noted with respect to the report on “Interlocking Directorates,”*® and as 
Professor Adelman has just recently shown concerning the Commission’s “Report on 
the Concentration of Productive Facilities,’ the reports of the Trade Commission 


are misleading, and—in the opinion of many well-informed people—intentionally 


so. It is a pity that the Commission has not sought for itself the great place which 


was intended for it at its birth. Far from being a body of experts, it has become an 


26. Lintner & Butters, Effect of Mergers on Industrial Concentration, 1940-1947, The 
review of Economics and Statistics, Vol. XXXII, No. 1, February, 1950, p. 47-48. 

27. Book Review, Journal of the American Statistical Association, Vol. 46 (September, 
1951), p. 403. 

28. Richard B. Heflebower, Economics of Size, University of Chicago Journal of Business, 
Vol. XXIV, October, 1951, pp. 257-259. 

29. Melvin T. Copeland, The Federal Trade Commission Indicts Itself, Harvard Business 
Review, Vol. XXIX, September, 1951, p. 25. 
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agency of propaganda spending large sums of the taxpayers’ money in an attempt 
to enhance its own importance.*®° 


A clue to the attitude of the bureaus in Washington may possibly be found 
in the admission of a former head of the Antitrust Division (now a member of the 
Supreme Court) that political considerations do enter into the enforcement of the 
antitrust laws.3! In this aspect, however, I am considerably heartened by indica- 
tions that the public attitude toward big business is becoming increasingly favorable, 
so that the politicians may find it advisable to revise their thinking. 


A recent public opinion survey conducted by the University of Michigan*? 
showed that 76 percent of the public believe that “the good things” concerning big 
business outweigh “the bad things.” Only 10 percent thought the reverse to be true. 
The majority credit big business with improving the lot of the worker, with being 
more efficient, and with providing the consumer with more and better products 
at lower prices. The majority of those interviewed displayed a remarkable appre- 
ciation of the contribution of large business enterprises to the general welfare. 


I believe that the back-fire experienced by the government in the A. & P. case, 
amounting to a virtual revolt of public opinion against the government’s attack 
on A, & P., is a strong indication of the trend of public thinking. 

The current articles in Collier’s Magazine by David E. Lilienthal, based largely 
upon his dealings with Big Business as a government official, are most heartening. 


Ignoring all propaganda and looking realistically at the facts as he has seen them at 


first hand, he expounds the vital importance of bigness to our way of life. 


As the atmosphere improves, perhaps we can look forward to more of such 
factual analysis and less ideological propaganda about increasing economic con- 
centvation, oligopoly, price leadership, eonsecious parallelism, and indireet inte 
locking directorates, With diminishing emphasis on political objectives, we may 
he able to count on more extensive scientific study of the effects of bigness on 


competition in the market place 
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has modified the workings of competition in the market as to constitute a threat 


to our economy. 


I am confident that if there is a real analysis of the facts, the petroleum indus- 


try would rank high with respect to each of these criteria. I believe the same would 


be true of industry generally in the United States. 


— —__ ___—_—_ 
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TRADE-MARKS AND THE ADVERTISING PROFESSION* 
By Robert F. Carney** 


It must be clear to all of you that without trade-marks there would be no 
advertising, and without advertising there would be no advertising agencies. One 
of the reasons I am delighted to be here today is that it gives me an opportunity to 
consider with you the very cornerstone of our business. 

It is a real challenge, and a somewhat formidable assignment, to attempt to 
bring to you something fresh on a topic which has been so ably covered by other 
speakers at your meetings. I commend you highly on the library your association 
has built up. Just several hours of reading will amply reward any one who wishes 
to improve his knowledge in this field. 

Any of you here who know me as a lawyer may question my right to speak 
to you today as an advertising man. And those who identify me with an advertising 
agency may question my right to speak as a lawyer. My only “out” was suggested 
by the poet, Carl Sandburg, who wrote of a man who was a devil of a big shot 
in Los Angeles—when he was in New York; and a devil of a big shot in New York 
—when he was in Los Angeles. 

There is one aspect of trade-marks concerning which perhaps too little has 
been said. Usually the emphasis has been placed upon the protection of a right, 
rather than on the development of an opportunity. Since one function of an adver- 
tising agency is to point up the human values in communications between the maker 
and his prospect, I would like to focus my discussion of trade-marks on that area. 

Originally, advertising consisted of nothing more than a trade-mark. The pub- 
lic exposure of the mark was based on a principle at the core of all advertising— 
the principle of familiarity. 

All other things being equal, people will choose a familiar brand over an 
unfamiliar one. The early role of advertising was simply to increase familiarity 
faster than experience or word of mouth could do it. A business advantage was, 
of course, the desired result. And, to the advertising man then, as it is today, a 
trade-mark is the vehicle which makes familiarity with his clients’ merchandise 
possible—and in a way that distinguishes it from the merchandise of others. 

Today we expect advertising to do something more than just familiarize. We 
expect it to sell. But the only way advertising can sell is by enhancing the symbolic 
value of the trade-mark. Thus, the trade-mark is usually the very foundation of 
every ad you see or hear. May I repeat. The purpose of advertising is to sell. Its 
method is to enhance the symbolic value of the trade-mark. 

So it is proper from an advertising point of view to look upon a trade-mark, 
and the advertising which enhances it, as instruments of communication. True, 
advertising is only one of many such instruments. Package design is a form of com- 
munication. So is point-of-purchase material. So is store demonstration and house- 





* Address before Seventy-fourth Annual Meeting of The United States Trade-Mark 
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to-house selling. All strive to enhance the value of the trade-mark. Advertising 
survives as a form of communication, not because there is no alternative, but because 
there is no other such effective form of communication at so low a cost. Almost 
without exception, this is advertising’s only justification. 


With this preface, let me pass here the role of the agency in dealing with 
certain of the obvious legal and economic aspects of the trade-mark, such as the 
right of the fabricator to be identified apart from others; or the role of the trade- 
mark in the inventive system we call free enterprise; and stress only the social 
aspects of advertising and the trade-mark as instruments of communication. 


Advertising’s job is to sell by enhancing the symbolic value of the trade-mark. 
The job is impossible when consumer experience—the stronger teacher—shows the 
product to be inferior to the claims made for it. We can envision this communica- 
tions system as consisting of a wheel, which has no strength with fewer than its 
three spokes: the product, the advertising, and the trade-mark. A satisfactory 
product supports its advertising claims. They both enhance the value of the trade- 
mark, and it in turn makes the product more desirable—and so on with each turn 
of the wheel. 

So when you hear of a successful trade-mark, it is a little like seeing a turtle 
sitting on a high stump. You know it didn’t just get there by itself. Usually, ad- 
vertising gave the trade-mark its symbolic value, and the user’s experience con- 
firmed it. 

It would be wrong, both in theory and practice, to assume that the symbolic 
value of the trade-mark—as built by both advertising and experience—is based on 
material values alone. You need only try to pick your favorite brand blindfold or 
in a blind product test, to have dramatic proof of this. Our experience shows that 
the human values in choice go far beyond features intrinsic to the product, and 
often lean more heavily on extrinsic values. We sometimes refer to these as “per- 
sonality values”—values which fill human or psychological requirements. They are 
sometimes even more important, sometimes more real, than physical requirements. 

A “Cadillac” is obviously something more to its owner than a powerful engine 
under a sleek body. The name itself has value and prestige. 

Take another case. Suppose your purchasing agent bought coal chiefly by the 
cost of a certain size for so many b. t. u.’s. Competitive bids were similar. So was 
service. Wouldn’t he award the contract to the man he preferred to do business 
with? 

To deny this, is to deny some of advertising and salesmanship’s greatest 
successes. Charles Schwab was once told that his smile was worth a million dollar. 
His personality, his charm, his ability to make people like him, were almost wholly 
responsible for his extraordinary sales success. 

Advertising is also a salesman—perhaps too often tough, demanding, and self- 
centered, under the guise of “hard selling”—but its greatest successes have been 
those where its sincerity, its eagerness to serve, or its sheer winsomeness, have created 
a personality for a trade-mark which outshone that of a competitor whose product 
had similar intrinsic merit. Thus, it is neither improper nor insignificant that the 
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broadest type of protection afforded a manufacturer is to be found in his trade- 
mark rights. 

The reward to the buyer is only partly in the material benefits of the product. 
It exists also in the trade-mark—in elements of prestige or other ego satisfactions 
it symbolizes, or in the human wish people have to do business with those who have 
taken the pains to win them. 

So the symbolic values of the trade-mark stand, not only for the quality of the 
product, but also for the quality of the human relationship between maker and user. 

When advertising and the trade-mark build brand loyalty, they reduce distri- 
bution costs. Now repeat-buying is a subject which we study continually. And I 
am compelled to say right now that we have discovered no brand loyalty among 
consumers which can equal the enthusiasm of the manufacturer for his own product. 
Perhaps a more accurate term would be brands loyalty—For the average house- 
wife divides her year’s purchases among any number of brands to which she has 
varying degrees of allegiance. 

Hence, it is a mistake for most advertisers, particularly of packaged goods, to 
think of a “customer” as some one who is irrevocably wedded to his product, and 
whose affections cannot be alienated. The fact is that where many products woo 
for patronage, several are likely to succeed. And, in most instances, an established 
advertiser’s need is not so much to win new customers (in the exclusive sense), as 
it is to increase his share of the total yearly requirements of those who buy any 
of his product. 

In other words, you filled 30 per cent of Mrs. Jones’ requirements for your 
kind of product last year. This year you intend to enhance the value of your 
trade-mark through advertising, merchandising and selling so that you will get 60 
per cent. Then you will have doubled your business. And your ‘‘new” business will 
have come from the increased loyalty of “old” patrons. 

Brand loyalty seldom occurs spontaneously. Like most other relationships, it 
has to be cultivated. For example, some large consumer goods manufacturers speak 
today of “buying a franchise.” This is a kind of short cut and, I think, rather crass 
way of saying that they think well enough of their product to invest in good rela- 
tionships with new customers. 

But, because good relationships require effort and money, advertising and the 
trade-mark have an investment value. Treating advertising as a current expense 
gives it less value in the advertiser’s mind than it would have if he were to regard 
it in its true light—that is, as a capital item which has a hidden, but nonetheless 
real, value that is not disclosed on the balance sheet. While any experienced 
advertising man will agree that advertising has a cumulative effect, the feeling that 


each year’s budget turns over a new leaf sometimes engenders the belief in adver- 


tisers that advertising requires no continuity in content or form with what went 
before. And, of course, this is fortified by the general boredom of the advertiser 
who has labored with every insertion of every ad through two to four stages of 
production. I suppose our appetites would become pretty jaded if we had to look 
forward to eating the identical food three times a day. 

But this is not a constructive psychology, because it encourages novelty to stimu- 
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late the advertiser, rather than a basic human appeal to stimulate the person you 
want to sell. Such an attitude can be most damaging to a trade-mark. I think 
it is a bit of pure good fortune, from the agency point of view, that legal con- 
siderations have forced the complete constancy of the trade-mark, even though the 
advertising which is meant to build its personality may play Humphrey Bogart one 
year and Betty Grable the next. 

I know of an advertiser—not a client of ours—who prided himself on produc- 
ing five campaigns in five years, no one of which had any similarity in “personality” 
to its predecessor. He hired a researcher, when his business fell off, who told him 
that his trade-mark was well known, but that people were confused, not only about 
his product’s uses, but who was to use it when. 

No advertising agency worth its salt would ever resist change out of pure con- 
trariness or inertia. On the contrary, we continually try to improve the way in 
which advertising makes a trade-mark meaningful. But we try to do it experi- 
mentally in small areas. Only when we have something of proven value, do we 
change nationally. I remember a point Claude Hopkins made thirty years ago about 
the indifference of our friends if we changed our faces every day. We would have 
to win them anew. 

Life is added to the trade-mark every time you repeat it in advertising. But 
lack of consistency or continuity in your advertising—which gives your trade-mark 


its personality—undermines its value. The advertising of “Cadillac,” “Kleenex,” 


“Gillette,” ‘Toni,’ “Chanel No. 5,” “Green Giant” peas, “Kodak,” have not 
changed the basic personality of their trade-marks for years. 

Advertising’s job is to build a strong and consistent personality for the trade- 
mark. It must continually strive to improve. But merely rocking the boat only 
frightens the fish. It is a costly and disappointing sport. 

Earlier I mentioned that the trade-mark was really the foundation of nearly 
every ad you saw or heard. But sometimes even our best craftsmen will become 
so enthusiastic about the sales story that they forget to do justice to the product 
name. National magazines are rated by Daniel Starch. Each ad has been the sub- 
ject of a research study to determine how well it has been seen, and how well the 
text was read. Actually, Starch shows two ratings for the visibility of an ad. One 


” and the other he calls “‘seen-associated.” Noted refers to those 


he calls ‘noted, 
who recall seeing anything in the ad. Seen-associated refers to those who noted 
the ad, and also saw the trade-mark or some other feature which would enable 
them to identify the advertiser. 

Now, generally, these two ratings are within two to four percentage points of 
one another—which is simply another way of saying that most ads are so well made 
in this respect that those who remember seeing them at all, also remember the trade- 
marks. But, occasionally, this is not so, because the trade-mark is so hard to find. 
I am mindful of a recent full-page, 4-color magazine advertisement for a major 
pharmaceutical house in which only three-fourths of the people who saw it noticed 
the name of the company. Common sense would indicate that about one-fourth 
of the energy of the advertisement, or $8,000, was wasted. And this could have 


been avoided easily by a little more care in trade-mark display. 
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We sometimes see printed advertisements in which the trade-mark is so well 
protected in the advertising copy, by asterisks and trade-mark signs, that good com- 
munication is interrupted. 

Now, since the prime purpose of advertising is good communication, too many 
asterisks and footnotes can undermine the very thing you are trying to protect. | 
know of no hard and fast rules by which to avoid this, but I have always felt that, 
for both lawyers and copywriters, the problem was susceptible to good judgment 
and taste. 

In passing, I might add that television affords an opportunity for displaying 
and enhancing trade-marks that was impossible in radio. Happily, most TV adver- 
tisers have recognized and embraced this additional opportunity by the active 
visualization of their trade-marks. 

I have talked about the function of advertising in enhancing the symbolic 
value of the trade-mark, of the role of advertising and the trade-mark in lowering 
distribution costs by producing a brand loyalty of sorts, of the capital value of the 
advertised trade-mark, and of the perils of tampering with its personality. Finally, 
I want to say something about the creation of new trade-marks. 

I differ from those who hold that the development of a trade-mark is solely a 
matter for top management, counseled by a battery of lawyers. This is the pro- 
tective point of view. The question I raise concerns the potential value of what 
we are at such pains to protect. If the trade-mark is essentially an instrument of 
communication, and if its meaning will be determined in large degree by the further 
communication of an advertising message, then it seems to me that trade-marks 
should be evolved by the communications experts—the professionals who deal with 
symbols and with meanings. Only when an advertisement has been created is it 
reviewed by management or by counsel. So it should be with a trade-mark. 

Creative people are supposed to, and do have, unusual perceptiveness and 
sensitivity to human values. In reviewing the compilation of trade-marks in prep- 
aration for these remarks to you, I became quite convinced that half of them were 
created—if that’s the word—by people who were not creative and whose chief inter- 
est was in protection and not in good communication. Here the cart was put before 
the horse. 

I know that it is sometimes impossible and sometimes undesirable to use pic- 
torial trade-marks. But when I see the “Bon Ami” chick, the “Kool”. penguin, the 
“Old Dutch” maid, “Prudential’s Gibraltar,” the “Fisk” boy in pajamas, the im- 
mortal dog before the “Victrola,” then I know the communications experts some- 
how muscled their way into the meeting before the board of directors got there. 

And I think that this is exactly as it should be. 


LL 
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TRADE-MARKS AND A FREE PRESS* 
By Edwin S. Friendly** 


All people talk or think about freedom. Some people, like Americans, who are 
privileged to enjoy its benefits, are becoming more and more aware of what a 
volatile thing it is, how easily it can be lost. 

Many other people talk about freedom in much the same way that we talk 
about Heaven, with no assurance they’ll ever get there. These are the people 
behind the Iron Curtain. They wonder what it might be like and they wonder if 
they’re ever going to know it. 

Yes, a lot of people are talking about freedom today. But one of the things 
about this wondrous privilege is that you can never exhaust it by talking about it, 
by worrying about it, or by working to protect it. 

Thomas Jefferson said, “Eternal vigilance is the price of liberty.” And in times 
like these, when freedom has become infinitely more precious to us because of the 
forces that threaten it, we become increasingly aware of the importance of facing 
up to these threats and taking steps to combat them. 

This might be a good time then, to crystalize the various components that 
make up this haven in which we thrive. 

Without seeming to oversimplify, I would like to suggest that our freedom is 
largely three-pronged: Freedom to have ideas, freedom to express them and free- 
dom to work for their adaptation by mankind. This is not to suggest however, that 
this all-powerful trinity is not without its responsibilities. No despot should try to 
destroy freedom, to shackle it, or to try to make it work more for him than it does 
for any of his fellow citizens. 

Which reminds me of a well-known Communist definition of freedom, “All 
men are created equal, but some men are more equal than others.” The Com- 
munists in America have tried to tell us that we are untrue to our ideals when we 
refuse to allow them to hold positions in our government just because their ideology 
is alien to ours. 

This is like saying that a man is not true to his family if he allows it the “free- 
dom” to be bitten by a rattlesnake. 

But granting the importance of our responsibility in upholding our freedom 
and doing so sensibly, we return again to the importance of keeping ideas free and 
unshackled. This is the duty and privilege of the newspaper. 

We in America take it for granted that our newspapers are going to be the 
battlegrounds of free ideas. But it might help to understand how valuable this 
freedom is, if we remember that it wasn’t always so. In this country’s early days 
before the revolution a free press was practically unknown. What few newspapers 
there were, were either in the hands of the church or the government. It took the 


courage and sacrifice of one man, in particular, to show Americans what was 
wrong with this system and why newspapers should have a separate, free voice. 


* Address before Seventy-fourth Annual Meeting of The United States Trade-Mark 
Association, New York, N. Y., June 24, 1952. 
*# Vice-President, The New York World Telegram and The Sun. 
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You all probably remember the story of the immigrant John Peter Zenger. In 
his paper, the Weekly Journal, he attacked the ruling colonial order of New York 
City. And he was jailed for it. He was charged with libeling the King’s Gov- 
ernment. 

And in those strange days it was believed that the “greater the truth, the 
greater the libel.” Zenger had told the truth about government corruption and 
malpractices. 

As we know, however, Zenger was acquitted, because the jury realized that it 
wasn’t the cause of one newspaper publisher that was being tried, but the entire 
cause of freedom. In that courtroom in 1734 they defined for once and all that 
American newspapers had the right to speak out against evil as they saw it. 

This definition stood and became the first amendment to the Constitution, and 
foundation was laid for the splendid record of free, crusading newspapers ever since. 

This isn’t to say that the free press hasn’t met with opposition. A little more 
than a hundred years after Zenger another newspaper publisher found out what 
it was like to speak against the ruling order. This man was Elijah Lovejoy, pub- 
lisher of the St. Louis Observer in 1837. In this stronghold of negro slavery, Lovejoy 
became an ardent participant of abolition and a violent enemy of the prevailing 
lynch-law. History has judged his views to be correct ones, but his fellow-citizens 
decided he was wrong. They murdered him for saying the things he felt. 

But that is only one case. By and large the record in America is good. Still, 
there are some people who would like to see the press become the tool of private 
interests or the government. They would like to be able to tell the newspapers what to 
print, and what not to print. Day after day, all kinds of onslaughts are being made 
against freedom of the press. But, fortunately, the constitution and the will of the 
people have kept it free. 

The Communists would like to shackle the free press. They make no secret 
of the fact that newspapers are vital to their schemes of aggression. In a book 
called: “Blueprint for World Conquest as Outlined by the Communist Interna- 
tional”, this disquieting theme is stressed: (and I quote) “only when the proletarian 
dictatorship has deprived the bourgeoisie of such powerful weapons as the press... 
will all or almost all the workers enter the ranks of the Communist Party.” 
(unquote). 

And, in order to maintain control over the people’s mind in a Communist 
government, the book outlines this plan, (and again I quote): “The legal press 
(Newspapers, publications) must be unconditionally and fully subject to the party 
in general and to its central committee. No concessions are admissable in this 
respect.” (end of quote). 

They’ve got it all figured out alright. 

And all you have to do to see how well their plans work is to look at Russia 
today. The present-day Soviet system is its own best example. “Tass”, “Pravda” 
and all the other state newspapers are controlled right down to the last word to 
make positively sure that the Russian people are fed the right diet of propaganda. 

What this steady, unrelenting indoctrination has done to the minds of the 
Russian people, particularly Russian youth, has become too painfully clear to us. 
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The so-called “Big Lie” of the Reds now passes for the truth anywhere behind the 
Iron Curtain. It will take many years of patient re-education to untangle the 
fantastic fabric of falsities, half-truths, and hate-propaganda that has been forced 
on them for the last thirty years. 

But the “Big Lie” is not exclusive with the Communists. It’s part and parcel 
of every totalitarian scheme in the modern world. Hitler used it. Mussolini used 
it. More recently Argentina’s pocket-Napoleon, Juan Peron, used it when he 
murdered the newspaper “La Prensa”. 

For years La Prensa had been one of the world’s truly democratic voices, a 
genuine beacon for freedom of expression everywhere. But totalitarianism cannot 
tolerate even the possibility of criticism on its home ground. A self-seeking Peron 
could stifle criticism from abroad, but La Prensa carried the truth right to the 
Argentinians themselves. So Peron silenced La Prensa. And when he did, he was 
taking a punch at freedom of the press all over the world. 

Here in the United States, newspaper publishers felt that blow and we took the 
best method at our disposal to condemn Peron. We told Americans the story of 
La Prensa: what it had been and what had been done to it. We tried to make 
them see that freedom is a thing you can have one day and lose the next unless 
you’re very careful. We tried also to make them see that any abrogation of freedom 
wherever it may occur affects them. 

When Robert Vogeler, the American businessman was imprisoned by Hun- 
garian Reds, in many ways the same thing had happened. It wasn’t a newspaper 
this time, it was an individual. But the point remained that Vogeler’s arrest was 
a direct, vicious affront to freedom, not to just one man, but to every American 
and every freedom-loving citizen anywhere in the world. 

The World-Telegram and Sun and all the Scripps-Howard newspapers, you 
may remember, fought and fought hard to bring Vogeler back home. 

We showed the world that no government could deprive an American of his 
national rights without a fight. And we showed that the American free press was 
strong, and spoke for its people. Vogeler was freed. 

A similar case is that of the Associated Press correspondent William Oatis, who 
was imprisoned by the Czech government last year on the usual trumped-up charges 


of espionage. Like Vogeler, Oatis is not just one man who has suffered at the 


hands of the Communists; in a way he is representative of all Americans. As long 
as one American is unsafe anywhere, his cause belongs to the entire nation and it is 
the job of the newspapers to see to it that this fight is kept alive. 

In this last year, the World-Telegram and Sun has conducted a vigorous cam- 
paign to get Oatis out of Red imprisonment in Czechoslovakia. The Scripps- 
Howard newspapers will not stop until they succeed. 

It is the privilege as well as the duty of the American Press to make the 
preservation of our national freedoms its primary aim. Just printing the news will 
not suffice. In its cherished stewardship, a newspaper must be socially responsible 
and prepared to battle continually for the dignity of man, for the free expression of 
ideas and for free enterprise. 

All of the things which distinguish Americans and the American way of life are 
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summed up in a free press. Those things which are true of the biggest and smallest 
business, the biggest and smallest community, the greatest and merest individual 
are true of us. That’s the only way it could be. And that’s the way we intend to 
keep it. 

In this connection, let it be remembered that free newspapers and free enter- 
prise are inter-dependent. Newspapers depend upon business for advertising 
revenue. And American businesses flourish through use of newspaper advertising 
columns. It remains a wholesome partnership. If through any disastrous chain of 
events American business should cease to be free, then, American newspapers, too, 
will suffer. 

But there’s no point in enlarging on the role that advertising, and hence busi- 
ness, plays in the present-day life of newspapers. Business has rarely attempted to 
encroach on the true newspaper function. The only institution big enough to try 
to subsidize the press of our nation is the government. And that is precisely what 
would delight the authors of the Communist Plan for World Conquest. 

If you deliver the newspapers of any country over to the government, you 
automatically deliver the people into totalitarianism. 

Abraham Lincoln said, ‘This nation cannot exist half-slave and half free.” To 
place a wider interpretation upon this statement, we may repeat it today to mean 
that any individual or industry can best protect his own freedom by protecting the 
freedom of his fellow-individual or fellow-industry. 

In terms of trade-marks—and your job, protecting the integrity of products, 
manufacturers and services—this fact becomes even more apparent. 

The trade-mark system sums up the whole spirit of free enterprise, of open, 
healthy competition in a way that is characteristic of the entire spirit of American 
democracy. Now, I am no expert on the subject, but trade-marks have three im- 
portant functions. 

First, to identify the work or goods of a particular maker and thus afford the 
buying public freedom of choice in the articles it wants to buy. 

Second, a trade-mark in effect guarantees the quality of the goods on which it 
appears, and so holds the maker responsible for that quality. 

And third, the trade-mark is the symbol of the maker and his reputation. 
Therefore, if he produces goods that meet with the public favor, he is rewarded 
by repeated sales. 

It is no secret that this device, the trade-mark, is responsible for the growth of 
advertising and to an even greater extent for the growth of business in America. 
When a manufacturer can make his product available to a mass market, and 
identify that product by a name, or a symbol which is exclusively his own, he is able 
to secure great sales initially, and if his product is any good, build up a permanent 
market. His trade-mark makes it possible for the buying public to identify his 
product, but it is the quality of his product which keeps the public buying. 

This is not only American, it is America. Trade-marks have come to mean 
integrity in business, and in so doing they define also the integrity of the free enter- 
prise system they represent. A trade-mark not only stands for a product, or a busi- 
ness, but it stands behind it as well. It is in this combination of freedom of en- 
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deavor, coupled with responsibility, that the trade-mark system most resembles the 
free press. 

It isn’t enough for industry or for newspapers to be free. They must also be 
responsible to the community. As Clarence Randall, the president of Inland Steel, 
said recently in the Atlantic Monthly, (and I quote), “Free enterprise is not a 
hunting license”. (unquote). Business has its duty to the public; it will never be 
free to grab all it can or to be corrupt. Any attempt at such corruption has been 
shortlived. That it will be responsible is actually assured by the trade-mark, which 
not only allows, but implicitly insists upon free competition and hence, free selec- 
tion in public markets. 

The same thing is true with us in the newspaper business. If we are free, it is 
not to be scurrilous, or to represent one interest over the interests of the people. 

We are all aware of the vital role which the trade-mark plays in our national 
economy and we endorse its functions. But, sometimes busy newspapers forget, and 
treat trade-marks as generic terms rather than as exclusive labels for products or 
services. When a newspaper has underestimated the importance of a trade-mark, 
it is usually unwittingly done. And, you can thank one of your own number, 
Edgar S. Bayol, Press Counsel for the Coca-Cola Company, for bringing to the 
attention of newspapers all over the country, the disservice done to the trade-mark 
system through unintended negligence. 

Further, we realize the importance of our own unique trade-marks and of our 
responsibility to be worthy of them. We do not deal with products or services in 
the strictest sense of those words, so our trade-marks do not stand for any palpable 
thing. They stand for something just as important, however. They stand for 
integrity of function and integrity of ideas. 

The names, “World-Telegram and Sun” and “Scripps-Howard”, and our 
slogan, “Give Light and the People will find their own Way”, have come to mean 
something important to a great many people. 

We have tried to make our trade-marks stand for integrity and we have tried 
to become ourselves synonomous in the public mind with those values we consider 
worthwhile and important. These values could be gathered together in the words, 
Truth, Honesty, Courage, Vitality, Self-Respect and Patriotism. 

Truth, to be the guiding beacon for the people to make their own decisions, 
chart their own courses. 

Honesty, to present all the truth impartially, and never to be afraid of the truth. 

Courage, to fight against actions, events, people or institutions we find to be 
corrupt, wrong, or harmful. 

Vitality, to continually search for the truth, to be able to keep our sights high. 


Self-Respect, to be able to take sides when necessary to stand firmly on ques- 
tions of right and truth as they affect the people we serve. 

And Patriotism, to remember that our operation is linked with our freedom 
and our freedom is linked with our country. And we never forget that the country 
is the people. And the people’s well-being is our precious concern. 


These are what we mean when we proudly label our newspaper, the World- 
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Telegram and Sun, proudly trade-mark it as one of many Scripps-Howard news- 
papers. 

These are our trade-marks—exposed to the judgment and action of the people. 
What we have built into our trade-mark decides their attitudes and consequently, 
our future. 

We have proved in America that freedom and free enterprise are valid and 
impregnable bases for a secure state. And, I believe, that a government that does 
not allow this same latitude must inevitably be throttled by its own shackles. 





Here in America, we haven’t forgotten that our government came about in 
the first place because of highly specific needs of the people. The needs were clari- 
fied and became the government. What has happened since is that America ha 
continually reaffirmed herself in her institutions—businesses, industries, newspapers 
alike—and in all her people. To repeat, what is true of one is true of the other; 
what is freedom for one, is freedom for the other, whether it is represented in the 
trade-mark—the insignia of the integrity of American business—or the free press, 





the symbol of our devotion of free ideas. 

For us, newspapers and business alike, the benefits and implications of the 
system are obvious. We choose freedom. It has worked for us in the past, it works 
for us now, and, God and our own eternal vigilance willing, it will continue to 


work for us in the future. 
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INTERLOCUTORY PRACTICE IN CONTESTED TRADE-MARK 
PROCEEDINGS IN THE PATENT OFFICE* 


By Arthur D. Bailey** 


Since the effective date of the Trade-Mark Act of 1946 the Patent Office 
has been conducting an excellent business in connection with the several types 
of inter partes proceedings for which the Act provides, namely, interferences 
between applications or applications and registrations for conflicting marks, and 
proceedings respectively brought in opposition to the registration of marks, for 
cancellation of existing registrations, and to secure concurrent registrations. The 
volume of work in this respect regularly amounts to something between twelve 
and in the vicinity of fifteen hundred cases pending at various stages of the 
prosecution thereof at any given time. As our records show, however, approxi- 
mately two-thirds of them customarily are finally disposed of by interlocutory 
action. I would like to discuss the practice relating to the interlocutory disposi- 
tion of these cases, and will refer particularly to oppositions, which by far con- 
stitute the major portion thereof, and the practice concerning which is in the 
main applicable to the others. In oppositions, wherein the notices of opposition 
should be similar in content to complaints in civil actions in the Federal courts, 
pleadings and matters ancillary thereto are governed by applicable rules of the 
Federal Rules of Civil Procedure. Under those rules, judgments are entered in 
a substantial percentage of the cases because the applicants, whether in tacit 
recognition of the rights of the opposers, or otherwise, fail to defend; and others, 
relatively few in number, are decided on motions to dismiss and for judgment. 
In the majority of instances, however, the termination of proceedings during 
their interlocutory stages is the result of agreements which may be perfected by 
the parties at any appropriate point. If this is not done before an answer is filed, 
they are allowed a period of not less than two months prior to the trial date, 
which corresponds to the date set for the commencement of the opposer’s testi- 
mony, in which they may, amongst other possible procedures, attempt to com- 
pose their differences; and in that period, or extensions thereof which may readily 
be obtained for the purpose, they quite frequently are able to arrive at a private 
settlement. This may involve a stipulation that the notice of opposition be either 
dismissed or sustained, that the application in question be withdrawn, or that 
the proceedings be dismissed contingent upon entry of an amendment to the 
application. And while such agreements ordinarily admit of concluding ‘the pro- 
ceedings forthwith, there are some situations in which the parties may not act 
either jointly or independently to avoid a determination of the merits. 

The withdrawal of an opposition, if predicated upon a proposed amendment 
which is inconsistent with the established practice, may not be approved.’ It also is 
obvious that an amendment which would require republication of the mark should 





* Address before Seventy-fourth Annual Meeting of The United States Trade-Mark 
Association, New York, N. Y., June 24, 1952. 
**Examiner of Interferences, United States Patent Office. 


1. Phillips Petroleum Co. v. L. P. Equipment Corporation (C. P.), 78 U. S. P. Q. 212. 
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the application as amended be found allowable may not be entertained during the 
pendency of the proceeding except as a means for its settlement. Nor may the 
applicant, without the consent of the opposer, be permitted to eliminate a portion 
of the description of goods contained in his application, or otherwise to restrict it, 
for the purpose of circumventing the notice of opposition. Any such proposed 
change in the issues of the case, if material in character, would be inadmissible after 
introduction of the opposer’s proofs; and whether material or immaterial, therefore, 
the propriety of an amendment offered at that stage would require no consideration 
unless the applicant should ultimately prevail in the case. And where a restrictive 
amendment is presented before commencement of the trial, so as to apprise the 
opposer of the altered issue to be met in submitting his proofs, it may be entered, 
but only with the understanding that its presentation is the equivalent of a consent 
to judgment for the opposer as to everything eliminated thereby.* 

An application, whether or not involved in a contested proceeding, may be 
abandoned by the applicant at any time, but one who has regularly filed a notice 
of opposition thereagainst is nevertheless entitled as a matter of statutory right to 
have the case proceed to judgment on the merits. Similarly, in an opposition in- 
volving an application covering a mark inherently susceptible of registration under 
the statute, the opposer is entitled to a determination of the issues of his notice of 
opposition notwithstanding that it may have been finally determined in another 


5 


proceeding that the same application is not allowable.° Where, however, an appli- 
cant in an opposition expressly abandons not only his application but his claim to 
the right of registration, he is thereby precluded from re-asserting any such right in 
the future; and the issues of the opposition thus become moot.® And they likewise 
become moot should it be finally adjudged in another proceeding relating to the 
same application that the applicant’s mark does not constitute registrable subject 
matter.’ On the other hand, in conformity with the practice in ‘the courts, an 
opposer may voluntarily discontinue the proceeding at almost any time prior to 
final hearing, unless the applicant has incurred substantial costs in defense of his 
application.® 


There is one further point perhaps of sufficient importance to justify adverting 





2. Miles Laboratories, Inc. v. Professional Dental Products, Inc. (C. P.) 83 U.S. P. Q. 
188; North Star Woolen Mill Co. v. Caron (C. P.), 83 U.S. P. Q. 165; Eastman Kodak Co. v. 
Faraday Electric Corporation (C. P.), 78 U. S. P. Q. 132; Ex Parte American Tar Co. (C.P.), 
70 U. &. FP. G. 409. 

3. Art Metal Construction Co., Inc. v. Textile Publishing Co. (Court of Appeals, D. C.), 
320 O. G. 449, 1924 C. D. 216 (Affirming the decision of the Commissioner of Patents, 1924 
C. D. 218) ; Elgin Knit Sportswear, Inc. v. Alex Carafiol, Inc. (E. in C.), 89 U. S. P. Q. 505. 

4. Noxon, Inc. v. The Pennsylvania Salt Mfg. Co. (C. P.), 85 U.S. P. Q. 431; Botfield 
Refractories Co. v. Wood Conversion Co. (C. P.), 79 U. S. P. Q. 341. 

5. Miles Laboratories, Inc. v. The Pepsodent Co. (C. C. P. A.), 41 U. S. P. Q. 739; 
Lincoln Motor Co. v. Lincoln Mfg. Co. (Court of Appeals, D. C.), 374 O. G. 6, 1928 CG. D. 
169; Campana Corporation v. Lukaiser (C. P.), 66 U. S. P. Q. 328; International Salt Co. v. 
International Minerals &@ Chemical Corporation (C. P.), 66 U. S. P. Q. 330. 

6. Stanco, Inc. v. Waverly Petroleum Products Company (C. C. P. A.), 78 U.S. P. Q. 
99 

7. Pabst-Ett Corporation v. Dr. W. J. Ross Co. (C. C. P. A.), 49 U. S. P. OQ. 649; 
Campana Corporation v. Lukaiser (C. P.), 66 U. S. P. Q. 328; International Salt Co. v. 
International Minerals & Chemical Corporation (C. P.), 66 U. S. P. Q. 330. 

8. The Penetrine Corporation v. Plough, Inc. (C. P.), 37 U. S. P. Q. 646; Old Charter 
Distillery Co. Inc. v. Continental Distilling Corporation (C. P.), 43 U. S. P. Q. 88. 














42 T.M.R. INTERLOCUTORY PRACTICE 497 


I 


to it in some detail, and this relates to the rule authorizing entry of judgment, on 
motion, because of the failure of an opposer to introduce (competent) evidence in 
support of his notice of opposition within the time allowed therefor. The rules of 
the Patent Office provide two procedures for the introduction of evidence: by the 
taking of testimony,'® and by the filing of “official records” and competent “printed 
publications,” on notice to the other party accompanied by a copy of the record or 
publication.!! The latter procedure is especially advantageous to one whose notice 
of opposition is based upon his ownership of a registered mark; but in omitting 
effectively to apply it, opposers occasionally find themselves in difficulties. In view 
of the principle that identity of names prima facie establishes identity of persons, an 
opposer relying on a registration issued and apparently yet standing in his own name 
need only duly file an official copy thereof (together with notice and service of a 
copy upon the other party) to establish his case-in-chief. Neither the original cer- 
tificate of registration, nor a certified copy of it, is essential, since copies of regis- 
trations obtainable from the Patent Office, the same as copies of patents, have 
always been deemed to be “official records” within the meaning of the rule, and 
to constitute prima facie evidence of the authenticity of their contents.’* This like- 
wise applies to a copy of a registration bearing an official indication that it was 
renewed to the opposer;!® and, on the same authority, it would seem further to 
apply where a like indication shows that the mark was republished for the opposer 
under Section 12(c) of the Act, even though, in either case, the registration may 
have issued in the name of another. In the event, therefore, of divergence between 
the name of the opposer and that of the owner of the registration as specified on 
the face of an official copy thereof, the opposer has the burden of submitting accept- 
able evidence in explanation of the discrepancy, whether it resulted from a change 
of name or because he acquired title to the registration by assignment.'4 A change 
of corporate name, it will be recalled, may be proved by a certificate of the Secretary 
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of State of the state of incorporation,!® or by a certified copy of such a certificate of 


record in the Patent Office ;!® and ownership of a registered mark under an instru- 
ment of assignment executed and recorded in the Patent Office as provided by the 


Trade-Mark Act may be established by the original instrument or a certified copy 


9. Trade Mark Rule 24.4. 

10. Patent Rules 271 et seq. 

11. Patent Rule 282. 

12. Standard Laboratories, Inc. v. The Procter @ Gamble Co. (C. C. P. A.), 77 U. S. 
P. Q. 617; Charles of the Ritz, Inc. v. Elizabeth Arden Sales Corporation (C. C. P. A.), 73 
U. S. P. Q. 413; F. Jacobson & Sons, Inc. v. Jaybern Fabrics, Inc. (C. P.), 87 U. S. P. QO. 
114; Bond Stores, Inc. v. Karasick (C. P.), 89 U. S. P. QO. 503; Helena Rubenstein, Inc. v. 
Hudnut (C. P.), 88 U. S. P. Q. 47; The Du-All Mfg. Co. v. Livingston (C. P.), 78 U. S. 
P. Q. 49. 

13. Ewing v. Standard Oil Co. of N. J. (Court of Appeals, D. C.), 203 O. G. 1556, 1914 
C. D. 205; Cf. F. Jacobson & Sons, Inc. v. Jaybern Fabrics, Inc. (C. P.), 87 U. S. P. Q. 114; 
and The Du-All Mfg. Co. v. Livingston (C. P.), 78 U. S. P. Q. 49. 

14. McKesson & Robbins, Inc. v. The Vad Corporation (C. C. P. A.), 69 U. S. P. Q. 
107; Breese v. Tampax Sales Corporation (C. C. P. A.), 41 U. S. P. Q. 208; United Rexall 
Drug Co. v. Rexon, Inc. (C. P.), 76 U. S. P. Q. 482; McKesson @ Robbins, Inc. v. Leon 
(C. P.), 74 U.S. P. Q. 139. 

15. Section 906 R. S. 

16. Section 66, Title 28, U. S. Code. 
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thereof.17 A mere abstract of title, it is to be noted, is incompetent for either pur- 
pose.!® And it is elementary that self-serving declarations which may appear in 
advertising material, trade directories, or other unofficial publications, does not con- 
stitute legal proof of any fact so asserted.19 Hence, it is settled that judicial notice 
may not be taken of the existence or contents of official records in contested pro- 
ceedings in the Patent Office, and that, with due regard to the best evidence rule, 
any and all evidence on which a party may desire to rest in proving his case, whether 
it be documentary or testimonial in form, should be physically introduced as a part 
of the record of the proceeding. If it includes testimony, however, the rules of the 
Patent Office necessarily are such as to preclude consideration of the question of its 
competency and sufficiency prior to final hearing.*° 

In conclusion, it may be stated that every reasonable assistance will be given 
parties who desire amicably to adjust their differences in contested trade-mark pro- 
ceedings in the Patent Office; and it may not be too late for this even after entry 
of a decision on final hearing. Developments might then be such, particularly in a 
case involving a counterclaim for cancellation, that both parties would prefer that 
matters be returned to their original state; and in a proper case a seasonably filed 
stipulation to that effect may be approved. 

17. Rosengart, etc. v. Ostrex Co., Inc., (C. C. P. A.), 57 U. S. P. Q. 543; Penrith- 
Akers Mfg. Co. v. Ju-C-Orange of America (C. C. P. A.), 86 U. S. P. Q. 75; McKesson @& 
Robbins, Inc. v. Village Winery (C. P.), 72 U. S. P. Q. 379. 

18. Dowling et al. v. Jones (C. C. A., 2nd Cir.), 67 F. (2) 537; The Snapout Forms 
Co. v. Allen-Rand Co., Inc. (C. P.), 69 U. S. P. Q. 20; United Rexall Drug Co. v. Rexon, 
Inc. (C. P.), 76 U. S. P. Q. 482 

19 The International Nickel Co., Inc. v. Enco Mfg. Co. (C. P.), 79 U. S. P. Q. 443; 


Monsanto Chemical Co. v. Mobile Paint Mfg. Co. (C. P.), 90 U. S. P. Q. 192. 
20. K. @ S. Corset Mfg. Co., Inc. v. Hanskat (C. P.), 79 U. S. P. Q. 89. 


LS 





; 
4 





42 T.M.R. FIVE YEARS 499 





FIVE YEARS* 
By John H. Merchant** 


Since we are approaching the end of the first five years of the existence of the 
new Trade-Mark Act, I think it appropriate to comment on the significance of 
five years in our trade-mark law. The Lanham Act came into effect on July 5, 1947, 
and the fifth of next month will therefore mark the end of the fifth year of the 
Act. However, while the Act came into effect on July 5, 1947, it was some time 
before the effects of it were felt in the form of new registrations under the Act or old 
registrations republished under the Act. 

The first registration under the new Act, No. 500,001, for a trade-mark on 
the Principal Register, was issued December 30, 1947, while the first service marks 
were not issued until June 15, 1948. The first republications of the marks of 
registrations originally issued under the Acts of 1881 and 1905 were not effected 
until December 9, 1947. 

The total number of registrations issued since July 8, 1870, the effective date 
of the Act of 1870, will shortly pass the 500,000 mark. The number of registrations 
issued under each of the Trade-Mark Acts is as follows: 


Act Registrations Issued 
I sn by desis rah cen in Sika se i. hc ication at he 8,190 
a ee ee ere 36,167 

051) 
a hs hace talealer vices aan eat 400,691 
RU ee le ee Ke Ba 59,734 
504,571 


By the end of the present calendar year it is estimated that there will be a 
total of about 280,000 registrations in effect, of which about 108,000 will be under 
the new law and the remaining number under the old law. Of the 108,000 regis- 
trations mentioned as being under the new law, 70,000 will have been issued under 
the new law and 38,000 will be old registrations which were republished under the 
new law. 

A number of the most significant innovations of the Lanham Act are connected 
with the period of five years, and their importance will not be felt until after five 
years have gone by. 

The first, and perhaps the most important from the viewpoint of the trade- 
mark owner, is the “affidavit of use” which must be filed during the sixth year 
following registration or republication, as the case may be, in order to maintain 
the registration on the Register. 

Section 8(a) of the Act requires the filing in the Patent Office of an affidavit 

* Address before Seventy-fourth Annual Meeting of The United States Trade-Mark 
Association, New York, N. Y., June 24, 1952. 


** Head of Trade-Mark Operations. 
1. Up to and including issue of June 3, 1952. 
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showing that the trade-mark is still in use or showing that its nonuse is due to 
special circumstances which excuse such nonuse and is not due to any intention to 
abandon the mark. The requirement for this affidavit of use applies to all regis- 
trations, both Principal and Supplemental, issued under the new Act. 

Section 8(b) requires that the same type of affidavit be filed in the case of 
1881 and 1905 Act registrations which have been republished under section 12(c), 
and this affidavit must likewise be filed during the sixth year, following the date of 
republication. 

If the affidavit required by section 8 is not filed, the registration will be can- 
celled after the end of the sixth year. This is an excellent provision for removing 
registrations of nonused marks from the register, and its effect will be that the 
total number of registrations in force will temporarily decrease. 

We in the Patent Office have been speculating as to the number of affidavits 
that will be received and the number of registrations that will be cancelled, in order 
that appropriate procedures be devised to handle the additional work involved. 
The maximum number of affidavits which can be filed under Sections 8(a), 8(b 
and 15 during each of the four quarters of the next two fiscal years is given in the 
following table: 

















No. of No. of 

Registrations Registrations 
Fiscal ai aaa aa Fiscal CE NS GE 
Year Sec. 8 Sec. 15 Year Sec. 8 Sec. 15 
tS ae 0 0 etl} ... 8.061 7.890 
| rere 151 151  ) rae 8.052 7,709 
+: Peer 1,701 1,691 (3) . 7,790 7.347 
(4) ....... 7,238 7,120 (4) ....... 7,862 7.385 
9,091 8,962 31.765 30,331 


Of course, it is anybody’s guess what will happen. Estimates as to the number of 
registrations which will be cancelled range from twenty to forty percent, that is, 
that twenty to forty percent of registrations granted under the new Act will be 
automatically cancelled after the sixth year from their issuance. 

A few words might be said about the affidavit to be filed. Our rule book gives 
a suggested form for such affidavit. Since the statute requires that the affidavit 
show that the mark is in use during the sixth year, an affidavit executed before 
the beginning of the sixth year cannot be accepted. A number of prematurely filed 
affidavits under this section have been received by the Patent Office. A _ notice 
caliing attention to the fact that such affidavits can be of no effect unless filed 
during the period specified in the statute was published in the Official Gazette 
on February 12, 1952 (655 O. G. 298). The notice also points out that the “‘affi- 
davits of use” are not required in the case of 1881 and 1905 Act registrations which 
have not been republished under section 12(c), even though such registrations have 
been renewed under the provisions of section 9 of the 1946 Act. Renewal of an 
1881 or 1905 Act registration under the latter section merely extends the term and 
does not otherwise affect the status of the registration. 
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Prematurely and improperly filed affidavits, as stated in the notice, will be 
returned. 

The feature connected with five years which has probably provoked more 
discussion than any other provision in the 1946 Act is that referred to as “incon- 
testability.” The formal requirement for securing this status for eligible marks is 
the filing of an affidavit conforming to the requirements of section 15. The benefits 
of this section are limited to 1946 Act Principal Register registrations, and 1881 
and 1905 Act registrations which have been republished under section 12(c). I 
need not repeat the requirements given in the statute for this affidavit, but would 
like to call your attention to certain particular features. The first is that the Act 
loes not require that the affidavit be filed but leaves this to the discretion of the 
egistrant. It may be filed at any time after the registration has been on the 
Principal Register for five years, or five years following republication of an 1881 
or 1905 Act registration provided the registrant can make the necessary averments 
recited in section 15. 

The second is that this incontestability relates to the right to use the mark 
and the effects of it in this connection are stated in section 33(b) of the statute. 
[his section provides that if the right to use the mark has become incontestable 
under section 15, the certificate of registration is conclusive evidence of the regis- 
trant’s exclusive right to use the registered mark except as against certain defenses. 
[his incontestability then might be referred to as “incontestability in an infringe- 
ment suit,” since the benefits and effects are obtained only in connection with such 
suits. 

The Patent Office is not given any function to perform in connection with 
the incontestability feature except to receive the affidavits for incontestability and 
to acknowledge them. The filing of the affidavit under section 15 does not directly 
affect ex parte prosecution except in considering the institution of interferences 
between an application and a registration. Section 16 provides that no interference 
shall be declared between an application and the registration of a mark the right 
to the use of which has become incontestable. 

The full effect and scope of incontestability will not be known until decisions 
of the courts in infringement suits accumulate, and this may not be for many years 

There is another provision in the Act connected with five years which I deem 
to be of extreme importance to owners of registered trade-marks. This is the 
provision in section 14 of the Act by virtue of which petitions to cancel a regis- 
tration may not be filed after five years from the date of the registration, or from 
the date of republication under section 12(c). Section 14 provides that any person 
who believes that he is or will be damaged by a registration on the Principal Regis- 
ter, etc., may petition to cancel the registration within five years from the date of 
the registration or within five years from the date of republication under section 
12(c). After five years, a petition to cancel may not be filed by anyone except in 
connection with certain specified grounds such as abandonment, fraud, etc., recited 
in paragraphs (c) and (d) of section 14, and these grounds, it may be noted, are 
grounds which arise infrequently. The importance of this provision is that after 
five years from the date of registration or republication, subject to the above 
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exceptions, a trade-mark cannot be attacked in the Patent Office. This freedom 
from attack in the Patent Office, it should be noted, is completely independent of 
the provision for incontestability. The latter has been referred to here as “incon- 
testability in the courts.” The freedom from cancellation might be referred to as 
“incontestability in the Patent Office.’ To obtain this freedom from cancellation 
nothing is required of the registrant. He need file no affidavit of incontestability 
as is required for the incontestability in the courts. There is a very good reason 
for such a distinction. In connection with the suit in court the registrant is the 
instigator of the action and he may file the affidavit for incontestability whenever 
he can or desires; however, in connection with cancellations, the variable time as 
to which incontestability attaches would not seem proper since the members of 
the public who are affected by the registration are the instigators of the action 
to cancel and a uniform time limit is more advantageous in this case. 

This freedom from cancellation referred to must be considered in connection 
with the requirement for an affidavit of use under section 8 during the sixth year, 
which was first mentioned. The registrant in each case must file this affidavit to 
avoid the registration being cancelled automatically by the Patent Office. These 
two features of the new law taken together, namely, that after five years a regis- 
tration cannot be attacked in the Patent Office, and after the sixth year the regis- 
tration is cancelled automatically by the Patent Office if no affidavit of use is filed, 
spell to me a great change in the dignity and significance of the trade-mark regis- 
tration which may require several changes in thinking concerning registrations. 

A few changes in practice in the Patent Office may be anticipated. One current 
practice in particular may be considered to have outlived its usefulness. This is the 
current and former practice of the Patent Office to accept an ex parte showing 
of abandonment by an applicant who has been rejected on a prior registration, and 
allowing the application if such a showing is made. When most of the registrations 
are under the new Act, those still on the register over five or six years old will 
have an affidavit of use therein and it may well be that the practice of ex parte 
showings of abandonment will be so fruitless in the majority of cases that it may 
be dropped completely, leaving the applicant to petition to cancel the reference 
registration if he believes that it has been abandoned. 

As we approach the beginning of another five-year period it is appreciated 
that we will be confronted with many new problems which will arise during this 
interesting phase of the new Trade-Mark Law. Your Association has taken an 
active part in considering and recommending changes which will strengthen trade- 
mark rights and has cooperated with the Patent Office in devising procedures to 
simplify the prosecution of applications and insure that the more liberal and 
flexible provisions of the 1946 Act will be made available to trade-mark owners. 
It is reassuring to the Patent Office to be able to count on your continued 
cooperation. 


” 
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CURRENT PROBLEMS IN INTERNATIONAL TRADE-MARK LAW 


“Editorial Note. In view of the numerous diversified problems presently con- 
fronting trade-mark owners in the United States, the Board of Directors of the 
Association decided to arrange for an afternoon business program, devoted solely 
to a discussion of current international problems by outstanding experts in the 
field. The papers printed hereinafter will, it is believed, bring the reader up to date 
with regard to the significance of these problems. 


1. Mr. E. E. Schnellbacher, Associate Director, Intelligence and Services Di- 
vision, Office of International Trade, Department of Commerce, discusses the im- 
portant part played by the Office of International Trade with regard to the protection 
of American trade-mark interests abroad. 


2. Dr. Lloyd C. Miller, Member, World Health Organization Expert Com- 
mittee on the International Pharmacopoeia and recent delegate to the meeting at 
Geneva, Switzerland, calls attention to the work of the World Health Organization 
and its special Committee on Nonproprietary Names for New Drug Products, and 
calls upon organizations such as the United States Trade-Mark Association to assist 
We-'d Health Organization in selecting names which would not be in conflict with 
«lished trade-mark rights in any one of the member countries. 


3. A somewhat related program, i.e., the combined efforts of the major drug 
associations in the United States to prevent registration of terms, which are generic 
in the United States, in other countries in either the identical or a closely similar 
form, is commented upon by James F. Hoge, General Counsel of the Proprietary 
Association. 


4. Mr. John D. Myers, President, American Group, International Association 
for the Protection of Industrial Property, offers the first available report on the 
important resolutions recently passed by the Vienna Congress of the AIPPI in con- 
nection with trade-marks with particular reference to the protection of well-known 
trade-marks under the Convention. 


5. There has just been introduced in the Canadian Parliament an entirely new 
Trade-Mark Bill, which is the result of extended study by a special Canadian com- 
mittee under the chairmanship of Dr. Harold G. Fox, Q. C. The United States 
Trade-Mark Association was privileged to cooperate with Dr. Fox’s committee, and 
Dr. Fox here presents a bird’s eye view of the most important features of the 
Canadian Trade-Mark Bill now before Parliament. 


6. The Association, during the past year, has received numerous inquiries 
from its members and others with regard to the advisability or necessity of keeping 
trade-mark registrations alive in satellite countries. Mr. Eric H. Waters, of the 
New York law firm, Haseltine, Lake & Co., discusses some of the pros and cons 
concerning this problem in the concluding paper. 


The meeting was presided over by Walter J. Derenberg, Chairman of the 
International Committee of the Association. 
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TRADE-MARKS AND INTERNATIONAL TRADE* 
By E. E. Schnellbacher** 


I have Mr. Walter J. Derenberg, Chairman of your International Committee 
and a former colleague of mine in the Department of Commerce, to thank for the 
pleasure of being with you today and of hearing your experts discuss some of the 


important aspects of trade-mark work. 

If it were not for the important role which trade-marks play in commerce, | 
might feel somewhat out of place with you here since I am not a specialist in trade- 
marks but rather in the over-all field of international trade. 

During recent trips to Europe and the Far East, I was heartened to see signs, 
shop windows, newspaper advertisements in London, Paris, Rome, Singapore, Tokyo, 
Manila, Hong Kong and other world trading centers announcing familiar American 
goods. There, and all over the world, our trade-marks and trade names are often 
the foreigners’ first contact with this country; his first impression. Everywhere I went 
I found America in the form of attractive trade-marked products and I am sure 
that my extremely favorable impression is shared by other observers. 

Today, I would like first to discuss with you—to submit a few ideas for you 
consideration—the role of trade-marks in world trade, with emphasis on the develop- 
ment of United States trade, and then to sketch some of the problems which face 
the owner of trade-marks on the increasingly competitive markets of the world. 

I do not have to tell this group that trade-marks are but one item of that group 
of rights described as “Industrial Property” which also includes patents, copyrights, 
trade names, distinctive labels, designs and remedies for acts of unfair competition. 
Although the laws protecting these various rights may differ, the trading aspects of 
them all are quite similar and the Department of Commerce endeavors to service 
the whole field of industrial property. 

From a technical point of view the trade-mark contributes to the total value of 
our foreign trade. A trade-mark affixed to a product adds to the value of that 
product. The total value of a given volume of exports or imports of non-trade- 
marked merchandise is likely to be less than the same volume of trade-marked goods. 

Incidentally, I would like to note in passing that foreign traders are very much 
interested in trade-marked goods, in what the trade-mark stands for. A recent case 
in point will interest you, I am sure. Our Schedule B Classification Manual, which 
gives statistical code numbers for product identification, had listed many trade names 
under each classification number. Well, a short time ago, the Positive List of items 
under export control was reissued, and the technical names of the products, but not 
the trade names were given. Almost immediately, traders noted the omission and 
wanted to know why trade names were not spelled out. 

Next, the trade-mark facilitates two-way foreign trade in the same way that it 





* Address delivered at Symposium on International Trade-Mark Problems, at Seventy- 
fourth Annual Meeting of the United States Trade-Mark Association, New York, N. Y., on 
June 24, 1952. 

** Assistant Director Office of International Trade, United States Department of 
Commerce. 
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does domestic trade, for it is easier to sell trade-marked merchandise than non-trade- 
marked goods. The trade-mark often forms the core of distribution systems and 
marketing campaigns which increase the total volume of goods moving in both 
domestic and foreign trade. 

The trade-mark plays a most important role in holding a market—maintaining 
sales once a competitive foothold has been gained. Markets for trade-marked goods 
are likely to prove less volatile than others and trade in these goods contributes to 
vhat the economists call the “external stability” of our economy. 

For these and other reasons, the promotion of trade-marked goods and the 
protection of American trade-marks serve an important public purpose. 

The promotion of trade under our free enterprise system is the work of private 
business. The government provides a framework in which this work takes place. 
protects the interests of American business abroad, negotiates treaties and othe 
arrangements to facilitate our foreign trade, spearheads the execution of international 
conventions for the protection of industrial property, and endeavors to prevent dis- 
crimination against American goods and American exporters and importers. 

In addition, the government, through the Department of Commerce, furnishes 
a variety of services for the foreign trader. Our Trade Lists, showing the names of 
foreign exporters, importers, dealers and manufacturers, are widely used by im- 
porters and exporters to locate market outlets, sources of supply, dealers, represen- 
tatives, and agents. There are also provided Lists of Professional People, including 
trade-mark attorneys. 

The World Trade Directory Reports provide detailed information on foreign 
businessmen and firms, and show the structure, relative importance, capabilities, and 
field of specialization of such firms. 

The Trade Opportunity Service lists each week in our publication, ‘Foreign 
Commerce Weekly”—and, I would like to add, these lists are also available in each 
of our Field Offices—opportunities to export, import, and invest. Foreign manufac- 
turers, importers, and exporters seeking an opportunity to sell their goods on our 
markets, looking for a distributor or agent, trying to attract capital funds, desiring 
to buy American goods, hoping to act as foreign representative for an American 
house, in fact, desirous to make any legitimate international business transaction, 
utilize this service, which we call World Trade Leads. 

In addition, the Department of Commerce provides an informational service 
on economic conditions in foreign countries, tariffs and other barriers to trade, com- 
mercial laws and taxation abroad, as well as much related information on the busi- 
ness life of other nations. In the development of trade, we are responsible for 
encouraging international trade fair participation, travel, and tourism, and we 
promote the use of foreign trade zones. 

All these services are, of course, available to the owners of trade-marks in pro- 
moting the sale of their goods abroad, in securing agents overseas and in facilitating 
their day-to-day international business relationships. 

Of specific interest to this group, the Department undertakes to assist you in the 
protection of American trade-marks and today, more than ever before, this is an 
important service, for the serious dislocations in foreign commerce, during and after 
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As a result of one of these investigations, the following practice was brought 
to light: 


Certain foreign buyers obtained samples of American products under the pre- 
text of placing an order for the goods. These buyers then turned over the samples 
to firms in a third country where they were copied and then returned to the buyers 
who, in turn, sent them back to the American owners. These copies of American 
goods were then purchased by importers in other countries who sold them on their 
home markets in competition with the bona fide American originals. In all fairness, 
it should be said that some of the foreign manufacturers involved in these cases 
often reproduced the samples unwittingly, without realizing that they were infring- 
ing upon foreign designs. 


I am very happy to report that this practice has been stopped by the passage of 
a recent law in that third country, providing that manufacturers there can only 
accept a buyer’s order after confirming that the specified design or trade-mark is 
duly owned by the buyer or that he has obtained the specific approval of the owner 
for its reproduction. 


In another instance where complications have arisen in a foreign country, a 
local law states that, before an alien residing in that country may register his trade- 
mark there it must first be shown that the country of which he is a national or where 
he has a bona fide business is a signatory to an international convention of which 
both countries are parties, or that both countries are parties to a bilateral agreement 
guaranteeing the reciprocal protection of industrial property rights. In an effort to 
improve this situation, the Office of International Trade, through the Foreign 
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\s all such cases go to show, the Office of International Trade is deeply in 
terested in protecting United States trade-marks abroad. Every case reporting an 
infringement of a United States trade-mark brought to our attention by our mis- 
sions abroad is immediately forwarded to the American firm concerned with full 
details so that the firm may take appropriate action. And I can assure you that 
all cases of infringement which you yourselves bring to our attention will receive 
prompt and aggressive action under my personal supervision. We will see to it that 
the Foreign Service is given full particulars so that it may make appropriate repre- 
sentations abroad. 

I can now announce to this group that the Commerce Department’s inter- 
national trade periodical, “Foreign Commerce Weekly,” will appear in a new format 
and dress next July. This publication, in addition to carrying more international 
news items, will include a new department devoted to industrial property. 

We are deeply interested in rendering as much service as is possible and appro- 
priate to the owners of trade-marks and I hope that all of you will avail yourselves 
of these facilities as well as those for promoting high-level trade in trade-marked 
goods and in promoting trade-marks themselves. We hope that all of you will get in 
touch with us and help us to make our industrial property program just as useful 
and effective as possible. 


The 42 Field Offices of the Department of Commerce bring the Department 
close at hand for many of you. A visit to one of these Field Offices, a letter, call, or 
visit to our Washington Office, can mobilize the full facilities of the Department as 
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well as those of our Foreign Service which has embassies and consulates in the 
principal commercial and industrial centers of the world. 

All of us are engaged in the same endeavor—the protection of the rights of 
free peoples (and trade-marks are one of these rights) as well as in the development 
of economic welfare through high-level, profitable trade. I feel that this meetin: 
augurs well for the continuation of cooperation between the owners of trade-marks 
and their Government—cooperation which will protect your interests and_ brin; 
American trade-marked merchandise to the attention of buyers throughout the world 
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INTERNATIONAL NON-PROPRIETARY NAMES* 
By Lloyd C. Miller** 


A certain university professor customarily opens his course in general statistics 
by taking a coin from his pocket and casually flipping it, having the class keep 
tally of the heads and toils. After several tosses he pauses to ask the score and 
protends to show surprise on being informed that the coin is turning up “heads” 
without exception. As he continues, with heads coming up time after time, he 
takes note of the signs of misgivings among the class. When finally the last doubt 
vives way to a demand for an explanation, he reveals, as many were suspecting, 
that he is flipping a trick coin which has heads on both sides. The professor’s 
object, of course, is to show how little evidence is enough to be convincing at times. 
My object in relating the story is not to recommend the use of such coins as a 
means of winning a toss to dodge paying for a mid-morning cup of coffee or to 
bolster a wavering desire to knock off work for a game of golf but is to suggest 
that we are altogether prone to feel that the topic of this discussion, international 
non-proprietary names, is entirely one-sided. I hope to show that like a normal 
coin, it has two sides and thereby focus your attention on the aspects which you are 
not accustomed to consider in your everyday work. Perhaps I will succeed in 
demonstrating that the obverse side of this problem is just as large as that dealing 
with the protected names. 


Interest in an international system of common names for drugs has doubtless 
flourished for as long as there has been a need for the sick to travel. This interest 
was enhanced by a desire to exchange medical information and it was clear from 
the start that the action was needed on the highest plane of international coopera- 
tion. The problem is intimately bound up with that of an international pharma- 
copeia where the first step in obtaining common international standards and speci- 
fications for drugs is that of agreeing upon nomenclature. While the first effort 
toward an international pharmacopeia dates back much earlier, the first inter- 
national conference on common, generic or non-proprietary names, was held in 
Geneva in 1892, sixty years ago, and a second was held in 1930 in Leige, Belgium. 
In addition, the 1906 and 1929 Brussels Agreements on the unification of the stand- 
ards for potent drugs also took up nomenclature. 


The record shows that the Health Organization of the League of Nations was 
concerned with international nomenclature of drugs but beyond sponsoring the 
1929 Brussels Agreement little concrete progress was made until about 1939 when 
the war interrupted the work. The Word Health Organization, successor to the 
Health Organization of the League, became interested in the problem when at the 
Third World Health Assembly the delegate from Portugal stated that it was unfor- 
tunate that some of the most valuable drugs should be known under different 


’ * Address delivered at Symposium on International Trade-Mark Problems, at Seventy- 
fourth Annual Meeting of the United States Trade-Mark Association, New York, N. Y., on 
June 24, 1952. 

**Director of Pharmacopoial Revision, United States Pharmacopoeia; Member, World 
Health Organization Expert Committee on the International Pharmacopeia. 
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names, varying according to the country where they are sold. He felt that any 
impetus which the WHO could give the introduction and selection of common 
names of new drugs would be of the greatest value. A similar opinion was ex- 
pressed by the delegate of Greece who stated that in a country such as his which is 
dependent almost entirely upon import for its drugs, the situation is so confusing 
that often doctors in these countries are quiet unaware of what drug they are 
administering. It was urged that manufacturers be required universally to include 
the common international names of drugs in the labeling and that steps be taken 
to insure that these international common names could not be used as trade names. 
These pleas arose from a multiplicity of non-proprietary names, especially for the 
drugs in wide use, to say nothing of the confusion existing on trade names. For 
example, the drug known here under the non-proprietary name, methadone, which 
is to be recognized in the next British Pharmacopoeia as amidone, has at least 
fourteen trade names. Other truly glaring examples could be cited as in the case 
of the antimalarial drug which appears in the U.S. P. as chloroguanide, which is 
official in the British Pharmacopoeia as proguanil and it appears that the French 
have approved two names, proguanide and chloriguane. 

The World Health Assembly requested the Expert Committee on the Inter- 
national Pharmacopeia to take on this problem since it was intimately linked to 
pharmacopeial matters. However, the selection and approval of non-proprietary 
names was not limited to drugs included in the International Pharmacopeia but 
was to extend to all drugs and especially those just coming into use. It was recom- 
mended that the selected names be transmitted by WHO to the Member States 
with the recommendation that these names be recognized officially to prevent their 
being registered as trade-marks by private interests. 

The Expert Committee appointed a Sub-Committee on International Non- 
proprietary Names which consists of four members, Prof. Hans Baggesgaard- 
Rasmussen, Royal Danish School of Pharmacy, Dr. Rene Hazard, Professor of 
Pharmacology, School of Medicine University of Paris, Dr. C. H. Hampshire, 
retired Secretary of the British Pharmacopeia Commission, and the writer. As all 
other WHO Experts, all serve without pay. 

The term, non-proprietary, is used instead of generic by the Sub-Committee to 
designate the names not covered by trade-mark rights. In view of the fact that 
the primary definition of the word generic deals with classification according to 
genus and genera, there is no doubt that non-proprietary is more specific and less 
ambiguous. This is a highly desirable attribute, considering especially the necessity 
for translation into other languages. 

The Sub-Committee has now selected over 500 names, including those of the 
300 drugs of Volumes I and II of the International Pharmacopeia. 

With this background we may turn to how the Sub-Committee functions. 
Contact has now been established with the important bodies concerned with select- 
ing non-proprietary names across the world. In this country, these include first of 
all the AMA Council on Pharmacy and Chemistry, which by virtue of granting 
Council “acceptance” to new drugs, has long played a very important role in the 
selection of non-proprietary or generic names. The U. S. P. is the second United 
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States organization although it is less active in this connection. It establishes the 
official names for drugs admitted to the Pharmacopeia. The U. S. P. Committee 
of Revision wants names that will be used and occasionally finds it necessary to 
replace an established name with something shorter and more euphonious. This 
may even involve a title already in the U. S. P. as in the case of the orally effective 
form of the progestational hormone which was known in U. S. P. XIII as 
Anhydrohydroxyprogesterone and otherwise as ethinyl testosterone but which is 
Ethisterone in U. S. P. XIV. In the United Kingdom, the British Pharmacopoeia 
Commission is responsible for the selection of approved names and in France, it is 
the Permanent Commission on the French Pharmacopeia. The four Scandinavian 
countries, Norway, Sweden, Finland and Denmark have banded together to form 
the Scandinavian Pharmacopoeia Commission which selects names binding upon 
these four countries. These five bodies, representing the United States, United 
Kingdom, France and the Scandinavian countries, have all agreed to cooperate 
with the WHO Sub-Committee. This is very gratifying progress. 

Having no legal training, I can deal only briefly with the aspects of this situa- 
tion bearing on international law. The Secretariat of the World Health Organi- 
zation has received assurances that the WHO names will be recognized by the 
authorities of more than 50 of the 78 Member States of the WHO. The United 
States, through the U. S. Public Health Service and the Department of State, has 
indicated its willingness to cooperate. However, I am informed by the U. S. 
Patent Office that this can mean only that the lists of names published by the 
World Health Organization will be regarded as being in the public domain and thus 
not subject to private registration in the United States. 

The Sub-Committee receives, through the four individual members or through 
the Secretariat at Geneva, proposals for non-proprietary names. An application 
form has just recently been put into use which calls for the information needed 
to give intelligent consideration of the proposals. 

This information is circulated to the Sub-Committee members, each of whom 
is expected to consider the proposal in general and in the light of the accepted 
principles of nomenclature and to consult the existing lists of trade-marks in his 
country. 


The project has suffered the usual growing pains of efforts of this sort and 
even yet it cannot be said that it is operating at peak effectiveness. However, with 
the information called for in the recently-adopted forms it is clear that we can do 
much better. It is my intention, as the member responsible for reflecting the prac- 
tices and developments on this side of the Atlantic Ocean, to pass on for comment, 
the information coming to me. In doing so, I shall hope to receive comments 
promptly from the U. S. Patent Office, the Combined Trade-Mark Bureau and the 
AMA Council on Pharmacy and Chemistry. I shall compile these comments for 
transmittal to Geneva and thus to the rest of the Sub-Committee. If this Associa- 
tion would care to have an opportunity to review the proposals, I shall be happy to 
arrange for it. They come through at the rate of one or two per week and except 
for the necessity for prompt handling, no great clerical chore is involved. Possibly 
one of the Association’s standing committees might assume this work. The benefits 
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would be mutual since the WHO Sub-Committee would get invaluable advice and 
holders of U. S. Trade-marks would gain immensely greater assurance that thei: 
rights were not being jeopardized. Above all, the Sub-Committee might be spared 
innocent errors having very serious legal consequences. 

Thus, my first request is that this Association set up an informal but permanent 
basis for advising WHO on proposed non-proprietary names. 

The decisions of the Sub-Committee are arrived at after one or two exchanges 
of correspondence. The Chairman has the authority to decide questions upon 
which the members are not in unanimous agreement. Finally, the Sub-Committee’s 
choices are subject to ratification by the Executive Board of WHO. The Director- 
General of WHO then transmits the names in an official communication to the 
Member States, requesting that the names be recognized as being not subject to 
private registration. While no formal announcement has yet been made, it has 
been tacitly agreed that a period of six months will be allowed for receipt of 
protests. Should none be forthcoming, the names become final. No mechanism 
has yet been established for withdrawing a name should a conflict be discovered. 
Since I am certain that some conflicts exist in names already selected, a general 
procedure must be worked out soon. 

At the outset, grave concern was expressed in this country, voiced particularly 
by the American Drug Manufacturers Association, as to how the WHO program 
would affect the long-recognized rights of the discoverer of a compound to suggest 
a name for it. There was inquiry also on what care would be taken to guard against 
conflicts with trade names already registered. The Sub-Committee considered these 
misgivings and declared that the name suggested by the discoverer of a compound 
should be given prior and sympathetic consideration provided it is in harmony with 
the principles on nomenclature the Sub-Comuinittee goes by. These principles are 
set forth in the WHO Technical Report, Series No. 43, and conform closely to 
those of the AMA Council. 

With respect to conflicts with existing registered names the problem is less 
easily met although full assurance has been given that the WHO has no desire to 
preempt registered names or select for an international non-proprietary name any 
name which is confusingly close to a registered name. Evidence for this view is 
seen in the close cooperation established with the International Trade-Mark Office 
in Bern, Switzerland, which is concerned with the protection of industrial property 
at the international level. 

As a member of the Sub-Committee, however, I feel that too little is being 
done to check against registered names in our work and I am seeking to improve 
our searches. It is here that I feel this association can render a definite service. 

Promises of full cooperation have been received from the U. S. Patent Office 
and the Combined ADMA-APMA Trade-Mark Bureau, but as yet we have not 
organized to avail ourselves of their help to the fullest extent. 

While the Sub-Committee meets twice each year, the need for prompt action 
is such as to require decisions by correspondence. Thus proposals are received 
from the various cooperating bodies mentioned above and the Subcommittee 
endeavors to take first action within three weeks. Thus, there is a very limited 
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opportunity to make certain that the proposed names do not conflict with registered 
names. The lack of a single composite and up-to-date list of international trade- 
marks is sorely felt. Even in the United States where the problem seems to have 
creater economic importance than elsewhere no currnt authoritative list of all names 
is available as public information. 

“Searches” in respect to trade names under consideration are made every day 
as a matter of course. However, there does not seem to be any generally accepted 
set of rules for judging whether a suggested name is too close to one already regis- 
tered. It would be an immense help to come to an agreement on guiding principles 
in this area. 

In this way the Sub-Committee members, who of course have access to several 
lists of existing names, could eliminate many obviously inappropriate suggestions 
at the start. 

My second request for aid is that this Association list for the WHO Sub-Com- 
mittee, insofar as possible, such general rules as it feels should be followed in screen- 
ing all proposals received. 

The Sub-Committee is not oblivious to the fact that there are several reasons 
why the pharmaceutical industry might not be disposed to cooperate in a program 
of establishing international non-proprietary names. In the first place, such names 
are considered competitive with brand names and their greater use is feared as 
possibly diluting the benefits of brand name advertising. Such arguments can 
scarecely be met squarely but the rising tide of resentment on the part of physicians 
and pharmacists against planned derogation of non-proprietary names cannot be 
long ignored. 

There is, however, a much more powerful argument in favor of the WHO 
program. It is operating to provide a genuine bulwark against piracy in those cases 
where the manufacturer has elected to dedicate his brand name to the public use. 
Very good examples of this practice are the two antibiotics, Aureomycin and Terra- 
mycin. In these cases the respective firms concerned have elected to get the very 
substantial benefits from having their brand names in general use. However, to 
prevent piracy they have deemed it necessary to register these names as widely as 
possible across the world. This process of worldwide registration is an expensive 
one, and in this connection the WHO stands to render a real service. All expense 
can be avoided, at least in the 50 countries which have agreed to recognize the 
WHO names. Further, it seems probable that a name like Terramycin will gain 
worldwide recognition and protection much more rapidly through the WHO pro- 
gram than it possibly could through private country-by-country registration. 

In summary, these remarks have been aimed to report on the progress which 
has been made over the years, and especially since 1950, to establish a system for 
the selection and protection of international non-proprietary names for all drugs 
of actual or potential interest. This program is now operating and has the strength 
and prestige of the United Nations behind it. The members of the WHO Sub- 
Committee on International Non-proprietary Names who have the duty of carrying 
out the program are keenly aware of the huge responsibility they have and will 


welcome cooperation from every quarter. 
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PROTECTION OF GENERIC AND DESCRIPTIVE NAMES FROM 
TRADE-MARK REGISTRATION ABROAD* 


By James F. Hoge** 


Ladies and gentlemen, I will be careful of your time. I am prepared to 
abbreviate this. What I speak to you about is a little different from what Dr. 
Miller was just speaking of, and yet it is a kindred problem. We have had a 
problem now for a decade with efforts to register, all over the world, as trade- 
marks, generic and descriptive terms. You have heard discussed the very important 
matter of securing uniform generic terms all over the world. We are concerned 
also with preventing generic names being registered as trade-marks. 

The problem first came to our attention in 1942, and when I say “our,” I 
speak at the moment from the standpoint of the Proprietary Association, to which 
I am general counsel. In 1942 we began to discover in different parts of the 
world, applications to register generic and descriptive terms as trade-marks. It 
went on continuously, the Proprietary Association filing numerous oppositions, 
until 1950. We then made a joint arrangement among the American Drug Manu- 
facturers Association, the American Pharmaceutical Manufacturers Association, 
and the Proprietary Association, with my office being the clearing house. After 
that speech at lunch about interlocking directorates, I hasten to tell you that in 
this arrangement there is no interlocking of that kind. 

Since January 1, 1951 we have been acting jointly as far as the expense was 
concerned and severally with respect to decisions on which to oppose, because 
these generic terms do not involve only the so-called proprietary industry in the 
sense of over-the-counter-sold medicines. They involve also the ethical medicines 
sold on doctors’ prescriptions. I have not seen this problem except in the drug 
field, so I do not know what the situation might be elsewhere. I am inclined to 
think if the same thing were happening in other fields, it would have come to 
our attention during this time. 


There is at the moment, and of much concern to us, a marked increase in 
this trend. From 1942 until 1950 it was more or less normal, about the same 
every year. I think the same was true for 1951. However, in these first six months 
of 1952 there has been a marked increase, such an increase that soon we must 
re-examine the problem. I will give you a “box score” that will convey to you 
something of the idea. 

We have, for example, to meet such names as American Pharmaceutical. 
That was an application in one country, and it included the first two words of 
the name of the American Pharmaceutical Association and of The American 
Pharmaceutical Manufacturers Association. We have opposed “Laboratorio,” for 
a laboratory, and for goods made in a laboratory; “Antacid,” as a trade-mark for 


* Address delivered at Symposium on International Trade-Mark problems at Seventy- 
fourth Annual Meeting of The United States Trade-Mark Association, New York, N. Y. 
on June 24, 1952. 

** Member of the New York Bar. 
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medicine; “Iron;” “Sun Tan;” “Lotion;” ‘“Geriatricos;’ “Vitamin;” etc. Mind 
you, it might be “vitaminos,” for the Spanish, or for whatever language it might 
be in. Anti-Histamin is another; Niacin, B-Complex. I was going to give you the 
Spanish for it, but I am not good at it. Folic Acid is still another. The antibiotics 
have figured seriously: Penicillin, Streptomycin, all of those have figured in the 
terms which have been applied for as trade-marks. 

Now for the box score: From July 1942 to date we have reviewed applica- 
tions for registration of 253 marks in twenty foreign countries. These countries 
are in South America principally, but also in Central America, Europe and Asia, 
China, Japan, India, Iran, France, Germany, Belgium, Spain, and Cuba; Cuba 
has been prolific. 

Of these 253 applications to register these terms as trade-marks in twenty 
foreign countries, which we have reviewed, we have filed opposition against 112 
of them. We do not file an opposition, sometimes, maybe because of the chances 
for success, maybe because of the lack of acute interest. Sometimes it requires a 
cancellation proceeding, and there we feel that cancellation is more expensive and 
more difficult, and frequently cancellation may be filed at any time after injury 
is sustained. 

However, we have filed opposition against 112 of these marks. We have 
succeeded in 43 instances. We have failed to prevail in 13 instances, and some- 
times that failure has been due, of course, to an outright defeat. At other times 
it has been due to the fact that we did not get the notice in time to get papers 
early enough to the foreign countries. Applications have been withdrawn upon 
our filing oppositions, or upon protests being received from Mr. Schnellbacher’s 
department. Let me put a postscript here, a parenthesis: Mr. Schnellbacher is a 
part of our team. He works very closely and very effectively with us in protests 
through his department to these foreign governments. 

Applications withdrawn number 15. Those granted conditionally, that is to 
say granted but the decision discounting the generic term involved, were three in 
number. That accounts for 43, and we have pending now unheard from 56. 
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RECENT PROPOSALS FOR REVISION OF THE INTERNATIONAL 
TRADE-MARK CONVENTION* 


By John Dashiell Myers** 


Since the original Convention was entered into in Paris in 1883 there have been 
four revisions of the International Convention for the Protection of Industrial 
Property. The latest of these revisions was at London in 1934. 

Although about fifty countries are members of the Union established by the 
International Convention, unfortunately many of them have not yet adhered to the 
London revision of the Convention and a few of them have not yet adhered to prior 
revisions. 

Despite this lag in obtaining recognition throughout the member countries for 
the revisions already negotiated at Diplomatic Conferences between the countries, 
the years since the London 1934 revision of the Convention have been a prolific 
period and produced many proposals for further revision. 

By now there is quite an accumulation of such proposals and many, if not 
most, of them are expected to be sponsored from one quarter or another at the next 
Diplomatic Conference for revision of the International Convention, and urged for 
adoption. Such a Diplomatic Conference was to have been held in Lisbon in Octobe: 
1951, but was postponed and no new date has yet been announced. 

Since the International Convention deals with both trade-mark and patent 
rights, its present operation, its need for revision and the character and effect of all 
proposed changes, are matters of vital concern to all owners of trade-marks and 
patents, and their legal advisors, particularly in these days of “one world” in an 
industrial and commercial—if not in a political—sense. 

If the benefits of the International Convention are to be preserved—and who 
would gainsay that it is one of the bulwarks of international trade—and if a proper 
foundation is to be built and maintained for wise action at Diplomatic Conferences 
for the revision of the Convention, all proposals for revision must be studied cur- 
rently as they are first advanced so that there is full opportunity to analyze them 
and to scrutinize from all angles their possible merits or demerits. 

Such consideration should be given the proposals from the standpoint of the 
enlightened self-interest of the respective countries, as well as from the standpoint 
of the Union membership as a whole. 

Ofttimes proposals for revision which are acceptable to some Union countries 
are most unacceptable to others because of differences in their respective laws which 
it is difficult and frequently impossible to reconcile. This is to be expected where 
legal concepts are grounded in fundamentally different systems of law, such as the 
common law and the civil law. 

Under these circumstances the accomplishment of substantial, as contrasted 

* Address delivered at Symposium on International Trade-Mark Problems, at Seventy- 
fourth Annual Meeting of the United States Trade-Mark Association, New York, N. Y., on 
June 24, 1952. 


** Of the Philadelphia Bar; President of the American Group of the International Associ- 
ation for the Protection of Industrial Property. 
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with formal, revisions is dependent upon the ability to effect reasonable compromise. 
But there are limits to the scope of reasonable compromise. For instance, from the 
United States standpoint I daresay most of us would oppose any attempted compro- 
mise in the field of trade-marks which would involve the risk of overruling or even 
seriously crippling by treaty certain basic principles so well grounded in our law 
and on which trade-mark rights of enormous value have been built up in this 
country. 

Proposals for revision of the International Convention are currently considered 
and passed upon, unofficially, by various national and international organizations of 
a business or professional character. On the international level, the International 
Chamber of Commerce (1.C.C.), the International Law Association (1.L.A.), and 
the International Association for the Protection of Industrial Property (A.I.P.P.1.), 
are all very active in this field. 

A comprehensive review of the pending proposals for revision of the trade-mark 
provisions of the International Convention is embodied in an excellent report under 
date of April 28, 1952 by the Trade-Mark Committee of the American Branch of 
the International Law Association. —The Committee, under the chairmanship of 
Walter J. Derenberg, analyzes and discusses the various proposals and not only sets 
forth its own conclusions with respect thereto but also those of the International 
Association for the Protection of Industrial Property and of the International 
Chamber of Commerce. 

As that report has been considered and endorsed by The United States Trade- 
Mark Association and made available to its members, it is assumed that the members 
here present are familiar with it. If you have not seen it, may I commend it to you. 


Since that report was made, a Congress of the International Association for the 
Protection of Industrial Property was held in Vienna during the first week of June, 
1952. The American Group was represented by Stephen P. Ladas and Robert S. 
Waters, both of New York City, and Vernon Peterson of Chicago. A full report on 
the Congress has just been received from Dr. Ladas, who was still in Europe, and 
you may be interested in the action taken in the trade-mark field. 


Two subjects of proposed amendment of the trade-mark provisions of the Inter- 
national Convention were included in the agenda for the Vienna Congress, namely, 
“Well-Known Trade-Marks” and “Limitation of Grounds for Refusal of a Trade- 
Mark.” 


Well-Known Trade-Marks 


Well-Known Trade-Marks are dealt with in Article 6 bis of the Convention, 
which reads as follows: 


““(1) The countries of the Union agree to refuse or to invalidate either adminis- 
tratively, if their legislation so permits, or at the request of an interested party, the 
registration of a trade-mark which constitutes a reproduction, limitation, or transla- 
tion, liable to create confusion with a mark considered by the competent authority 
of the country of registration to be well known there as being already a mark of a 
person entitled to the benfits of the present convention and used for identical or 
similar products. The same shall apply when the essential part of the mark consti- 
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tutes a reproduction of a well-known mark or an imitation likely to cause confusion 
therewith. 


(2) A period of at least 3 years must be granted in order to claim the can- 
cellation of these marks. The period shall start from the date of registration of the 
mark. 


(3) No period shall be established to claim the cancellation of marks registered 
in bad faith.” 
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The American Group, in its report on this subject, prepared by Wallace H. 
Martin, proposed that Article 6 bis (2) be amended by increasing the period within y 
which a trade-mark cancellation proceeding may be brought from three years to 
five years from the date of registration, and further that additional paragraphs be 
added to Article 6 bis as follows: 


“4. Abandonment of a trade-mark shall be ground for cancellation of the regis- 
tration thereof at any time either before or after the expiration of the five-year can- 
cellation period, and nonuse of a trade-mark for a period of two years shall be 
presumptive evidence of abandonment. 

“5. The phrase ‘to be well known’ as used herein means ‘to have acquired a 


’ > 


substantial good will through use, advertising or other means’. 


In support of this proposal the report of the American Group pointed out that 
the recognition of the rights of local users of trade-marks should have greater atten- 
tion, and stated: 


“In limiting cancellation proceedings to a period of five years (the necessity for 
the amendment is more urgent if the period is only three years), registrations become 
in effect incontestable and might unfairly be used to harrass small local users of 
trade-marks. Furthermore, in many cases trade-marks are used only for a short 
period and thereafter abandoned. Registrations of such marks may prevent the use 
of otherwise desirable marks even though the registrants have long since aban- 
doned any right therein. For these reasons it would seem desirable to include as an 
amendment a provision that abandonment shall be ground for cancellation. It would 
also be desirable to include in the International Convention the definition of ‘aban- 
donment’ which appears in the United States Trade-Mark Act, namely, that nonuse 
of a trade-mark for a period of two years shall be presumptive evidence of abandon- 
ment.” 


and further, regarding the term “well known”: 


“In some countries this term seems to be construed to mean mere use, no matter 
how slight. It would, therefore, seem desirable to define the phrase ‘to be well known’ 
as meaning the acquisition of ‘a substantial good will through use, advertising or 
other means.’ The effect of the amendment would be to prevent the misuse of Inter- 
| 


national registrations, particularly against local users, and to materially assist in re- 
moving from the International Register marks no longer used and making such marks 
available for use by others.” 








The extension of the term for cancellation of a registration from three to five 
years was a reiteration of a proposal approved by the A.I.P.P.I. at its Paris Congress 
in 1950, and it seems to find favor in all quarters. 


However, as to the addition of the two proposed paragraphs to Article 6 bis, it 
is only fair to say that some members of the American Group have expressed dis- 
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senting views, and so has the recent report of the Trade-Mark Committee of the 
International Law Association. 

The problem of well-known trade-marks was discussed at length at the Vienna 
Congress, with the result that the following resolution was adopted: 


“The Congress: 
1. recommends: 
(a) that a prohibition against use be added to the prohibition against 
registration in paragraph 1 of Article 6 bis; 
(b) that it be specified in the same paragraph that it is not necessary that 
the well-known mark must have been used in the country where pro- 
tection is claimed; 


2. is of the opinion that: 

(a) certain trade-marks deserve a protection even against their use on 
products not identical or similar and outside any danger of confusion; 

(b) in any case such broader protection could not be accorded to all well- 
known marks, entitled to the benefits of Article 6 bis, but must be 
reserved to a special category of marks more largely known, the defini- 
tion of which requires precision; 

(c) the question of such definition of marks to enjoy this broader protec- 
tion is to be maintained on the agenda of the A.I.P.P.I.” 


As this resolution takes no action on the two paragraphs which the American 
Group proposed be added to Article 6 bis, it appears that this proposal did not find 
present favor with the majority. And while the Congress did accept the principle 
of further and special protection to marks of great reputation, it leaves to the next 
Congress the definition of marks which should enjoy such protection. 


Limitation of Grounds for Refusal of a Trade-Mark 


Turning now to Limitation of Grounds for Refusal of a Trade-Mark, that 
subject is dealt with in Article 6 of the Convention which provides inter alia: 


“A. Every trade-mark duly registered in the country of origin shall be ad- 
mitted for registration and protected in the form originally registered in the other 
countries of the Union under the reservations indicated below. 


SCHESSCSHSSSHSHSHESHEHSSHSHSHSEHSSEHEHEHSHSHEHSHHEHOSHHEHTEHSOHOSEHESESHSHOHSEHOSEH HOSS SESE EES 
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2°. Those which have no distinctive character, or which consist exclusively of signs 
or indications which serve in trade to designate the kind, quality, quantity, destina- 
tion, value, place of origin of the products, or time of production, or which have 
become customary in the current language, or in the bona fide and unquestioned 
usages of the trade in the country in which protection is sought. In arriving at a 
decision as to the distinctiveness of the character of a mark, all the circumstances 
of the case must be taken into account, and in particular the length of time that such 
a mark has been in use.” 


With respect to the above provision, the American Group presented to the 
Vienna Congress a report prepared by Walter J. Derenberg in which it is pointed 
out: 


“This article has been interpreted by some member countries so as to include 
three different grounds for rejection in addition to the grounds referred to in Sub- 
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divisions B.(1)1° and B.(1)3°; (1) marks which are descriptive of quality, quantity, 
place of origin, or time of production; (2) marks which have become part of the 
common language; and (3) marks ‘which have no distinctive character’ generally. 
It is the unanimous opinion of the members of the American Group that the third 
category above referred to was never intended to be treated as a separate and all- 
comprising ground of rejection, but that it should be considered only as introductory 
and explanatory with regard to the grounds of rejection thereafter more fully specified 
in the same paragraph. In other words, it is believed that if Article 6 of the Con- 
vention is to be more than a dead letter in actual practice, the various member 
countries should reject foreign marks duly registered in the country of origin only 
if one of the specific grounds of rejection enumerated in Article 6 is present. This 
would mean, in actual practice, that, for instance, the United States would have 
to register a mark which, under its own law, would be an unregistrable surname, on 
the ground that the law of the country of origin would permit such registration. 
Similarly, a member country whose own law would not permit registration of num- 
bers or initials or letters as trade-marks, would have to issue a registration of such 
marks, if they were validly registered in the country of origin. Marks such as 
‘4711’ or ‘G.E.’ or ‘RCA’ should not be open to rejection in other Convention 
countries merely on the ground that, according to the trade-mark law of that par- 
ticular country, such marks are not considered to be of ‘distinctive character.’ It is the 
consensus of the American Committee that the prohibitions of Article 6B. should be 
limited to prohibitions against registration of descriptive marks, geographical marks, 
or actual generic terms, in addition to marks which are contrary to morality or 
public order, or are otherwise deceptive. The last sentence of the present Article 
6B.(1)2° should be retained so as to make it posible to register in a foreign 
country descriptive or geographical marks which have acquired distinctiveness and 


secondary meaning.” 


In the light of these comments the American Group presented the following 
proposal : 
“That Article 6B.(1)2° be amended so as to eliminate the initial words ‘Those 


which have no distinctive character, and that the rest of the Section be reworded 


and rearranged as follows: 


‘(a) Those which have become customary in the current language, or in the 
bona fide and unquestioned usages of the trade in the country in which protection 
is sought; 

‘(b) Those which consist exclusively of signs or indications which serve in 
trade to designate the kind, quality, quantity, destination, value, place of origin of 
the products, or time of production, unless they have acquired distinctiveness in 
trade in the country in which protection is sought. In arriving at a decision as to 
the distinctiveness of the character of a mark, all the circumstances of the case must 
be taken into account, and in particular the length of time that such a mark has 


999 


been in use. 


When this proposal came before the Congress, it provoked much discussion 
and many divergent views. For instance, certain groups, such as those from Switzer- 
land and Belgium, proposed that A.I.P.P.I1. adopt an international definition of a 
registrable trade-mark before acting on any revision of Article 6. The French 
Group offered a general proposal that the entire Article be recast, without, however, 
presenting any specific suggestions for dealing with the problem of limitation of 
grounds for refusal of a trade-mark. The British Group went so far as to recommend 





42 T.M.R. RECENT PROPOSALS FOR REVISION 521 





the elimination of the so-called “telle quelle” principle embodied in Paragraph A 
of the Article. 
The Congress finally adopted the following resolution: 
g y I g 


“The Congress: 


1. proposes unanimously that the following text be added to Article 6: 
‘No mark filed by a person of the Union in another country of the Union 
may be refused or invalidated for the sole reason that the mark in question 
had not been previously registered in the country of origin.’ 


2. pronounces itself in favor of the maintenance of the principle of the pro- 
tection of the trade-mark ‘telle quelle’; 


3. decides further to adopt generally the project of the French Group and 
entrusts the Executive Committee with the task of preparing, on that basis, 
and after taking account of the proposals of the other groups and of the 
International Chamber of Commerce, a text to be submitted to a next 
Congress.” 


This resolution represents no advance in dealing with the problem of limitation 
of grounds for refusal of a trade-mark and that matter is left for future consideration 
in connection with an entire revision of Article 6. 

In addition to the foregoing items concerning revision of the Convention, 
only three other trade-mark matters were dealt with. 


International Search Record for Trade-Marks 


The American Group in its report proposed the adoption of some system under 
which the Berne Bureau will gradually establish a centralized search record of all 
trade-marks registered in the countries of the Union, so that manufacturers and 
merchants everywhere, desirous of adopting a new trade-mark for particular prod- 
ucts, may consult this search record and thus avoid the necessity of investigating 
the trade-mark records of the respective Union countries in which they are inter- 
ested. 

The Congress approved this suggestion and adopted a resolution recommending 
that the Internation] Bureau at Berne study immediately the creation of such an 
international search record. 


International Deposit of Trade-Marks 


Last year the Berne Bureau submitted a proposal for an additional Convention 
which would supplement the Madrid Arrangement for the International Regis- 
tration of Trade-Marks. It was hoped that countries, such as the United States 
and Great Britain, which do not adhere to the Madrid Arrangement with its system 
of international registration of trade-marks, would be willing to accept the proposed 
plan for international deposit. According to the proposal, applications for trade- 
mark registration would be deposited with the Berne Bureau which would serve 
as an intermediary for securing national registrations for the applicant in the various 
member countries selected by it, the respective applications to be dealt with in each 
country according to its own law. 
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THE PRESENT STATUS OF THE CANADIAN TRADE-MARK REFORM* 
By Harold G. Fox, Q. C. ** 


I am deeply gratified by the compliment that you pay me by asking me to 
come here today and speak to you about the present status of Canadian trade-mark 
legislation. While I feel a deep sense of personal pride in the opportunity of appear- 
ing before your learned Association, I nevertheless prefer to take the compliment 
as directed to Canada rather than to myself. For, by showing your interest in the 
progress of trade-mark legislation in Canada, you give evidence of the importance 
that Canada has to you in the scheme of world affairs. It is to me a thing of great 
import that you should interest yourselves in our commercial problems and in our 
legislative programme. It is, of course, eminently fitting and right that you should 
do so for the days are long past when any country can stand alone and when any 
factor of its commercial or legal life can be considered in a nationally restricted 
vacuum. 

When your Association took the trouble to furnish the Canadian Trade-Mark 
Law Revision Committee with comprehensive suggestions of what you would like 
to see done by the Parliament of Canada in enacting a new Trade-Marks Statute, 
we of the Committee were not only materially assisted in our work by the volume 
and quality of your representations, but felt highly complimented by your interest 
and by your labours. We have been similarly assisted by like organizations in Great 
Britain and that interest and assistance constitute a precedent that other nations 
might well copy and it is to be hoped that, particularly in the field of commerical leg- 
islation, the future will develop a more intimate contact with the needs and desires of 
many countries so that the carrying on of international trade in an atmosphere of 
understanding and goodwill can be furthered and intensified. 

Many of you have already received an explanation of the general proposals 
for reframing Canadian trade-mark law. My colleague, Mr. Henri Gerin-Lagoie, 
Q. C., spoke before the American group of the International Association for the 
Protection of Industrial Property here in New York last September and another 
of my colleagues, Mr. John Osborne, spoke to the Trade-Mark Section of the 
American Bar Association in the same month. Their remarks have been recorded 
in the Trade-Mark Reporter, the former in the issue for December, 1951, and the 
latter in the issue for October, 1951. It seems fitting, therefore, that I should not 
endeavour to cover the whole of the ground of our present proposals, which would 
serve to be largely repetitious, but to indicate only the high spots and to discuss 
shortly those matters concerning which the Committee has been persuaded to change 
its collective mind since last September. In deciding that I should avoid wearying 
you by a lengthy discourse, I am fortified by the terms of my invitation here today 
which very courteously, but none the less definitely, restricted me to a period of 
fifteen minutes. 


* Address delivered at Symposium on International Trade-Mark Problems, at Seventy- 
fourth Annual Meeting of the United States Trade-Mark Association, New York, N. Y., on 
June 24, 1952. 

** Member of the Ontario Bar. 
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Most of you will have received copies of the draft Bill which was circulated 
early last summer. As a result of submissions and, perhaps, of refinements of thought 
on the part of the Committee, many changes have been made and that draft Bill 
is now completely out of date. A new Bill has been prepared and has now been 
submitted to Parliament. Parliament adjourns for the summer at the end of the 
present week and the Bill will be re-introduced when Parliament reassembles in the 
autumn. In the meantime, copies are available for distribution and if your Secretary 
will be good enough to indicate to me the number of copies she desires for the 
membership, those copies will be forwarded to her. 

As presently conceived, the scheme of the Act is broadly as follows: 

Every mark that is used by someone to distinguish his goods is a trade-mark 
(Section 2(t)), but protection by way of registration is obtainable only for trade- 
marks which are distinctive, i.e., trade-marks which either in fact distinguish or are 
adapted to distinguish (Section 2(f) ). 

Certain trade-marks are registrable as being in effect prima facie distinctive 
(Section 13(1)). Other trade-marks are registrable if they have become distinctive 
by use (Section 13 (2), 14), or are the subject of foreign registrations (Section 23). 

In his ex parte consideration of an application the Registrar considers only 
whether 

(a) there is a proper application, 
(b) the trade-mark is registrable, or 


(c) in the case of a conflict the applicant is, as between him and the conflicting 
applicant, the person entitled to registration. 


He does not at this stage consider distinctiveness or (except in case of conflict) 
whether the applicant is the person entitled to registration (Section 38). 

If the mark is registrable only on the ground of having become distinctive by 
use, appropriate evidence must be adduced before the Registrar (Section 33). 

Unless the Registrar is satisfied that an application is objectionable on one of 
the three grounds mentioned, he advertises the application (Section 38(1) ). 

When an application has been advertised anyone may oppose it. The opposition 
may be based on the objection that the application is not in proper form, that the 
trade-mark is not registrable or is not distinctive or on the ground that the appli- 
cant is not the person entitled to registration (Section 39). 

Essentially a person is not entitled to registration of a trade-mark if, before he 
used it or made it known or applied for its registration in Canada, anyone else had 
used or made known or applied for the registration in Canada of a confusing trade- 
mark (Section 17(1), (2) and (3)). No prior application for a confusing trade- 
mark affects the right to registration unless it was pending at the applicant’s filing 
date (Section 17(4) ), and no prior use or making known of a confusing trade-mark 
affects the right to registration if the confusing trade-mark was abandoned at the 
applicant’s filing date (Section 17(5) ). 

No application can be opposed or registration attacked on the ground of prior 
use or making known of a confusing trade-mark except by the prior user, and he has 
the burden of establishing non-abandonment at the applicant’s filing date (Section 


18(1)). 
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If there is no opposition or if the opposition is decided in favour of the applli- 
cant, the application is allowed (Section 40). 

An allowed application for a trade-mark is registered immediately, and for a 
proposed trade-mark is registered if the applicant or person approved of as a regis- 
tered user begins use within six months (Section 41). 

A registration of a trade-mark is invalid if 

(a) it was not registrable at the registration date, 
(b) the registrant was not the person entitled to registration, 
(c) the trade-mark is not distinctive at the time proceedings calling its validity 


into question are brought, or 
(d) the trade-mark has been abandoned (Section 19). 


However, after five years from the issue of the certificate of registration, an attack 
on the ground that the applicant was not entitled to registration by reason of prior 
use or making known of a trade-mark succeeds only on establishing knowing 
adoption by the registrant (Section 18(2) ). 

You will note that we now propose a new definition of trade-mark. In addi- 
tion to including a certification mark or a distinguishing guise, a trade-mark is 
defined as meaning ‘“‘a mark that is used by a person for the purpose of distinguishing 
or so as to distinguish wares or services manufactured, sold, leased, hired or per- 
formed by him from those manufactured, sold, leased, hired or performed by 
others.” This language will, it is believed, overcome all the difficulties that have 
resulted from and are inherent in the use of the phrases “adapted to distinguish” 
or “has become adapted to distinguish.” If the definition is adopted, the valid 
question as to the nature of any trade-mark will be merely whether the trade- 
mark in question actually distinguishes or is used for the purpose of distinguishing. 
The innate quality of the mark is no longer of importance so long as it does not 
fall within those classes which the Act prohibits from adoption and use or declares 
to be unregistrable. With this definition must be read the definition which we 
propose to use in relation to the word “distinctive” which, in relation to a trade- 
mark, we define as meaning ‘a trade-mark that actually distinguishes the wares 
or services in association with which it is used by its owner from the wares or 
services of another or is adapted so to distinguish them.” You will realize that 
the necessity of still using the word ‘“‘adapted” in this definition is compelled by the 
fact that the Act now provides not only for registration of trade-marks actually in 
use but for the registration of marks which it is proposed to be used. 

In the previous draft Bill, we experienced great difficulty in trying to cage 
within words the concept of “confusing” trade-marks. The word “confusing” 
seemed to us to cover so exactly what we meant to provide in our legislation that 
we made use of it even though by so doing we realised that we were using inelegant 
English. As a result, we drew down on our heads the wrath of the purists, some 
few of whom charged us with wilfulness, but most of whom added pity and scorn 
for our ignorance to their condemnation. We have tried to escape this opprobrium 
and also to clarify our meaning by adding, to the interpretation section, the following 
definition. 


“ ‘Confusing’ when applied as an adjective to a trade-mark or trade name, means a 
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trade-mark or trade name the use of which causes confusion in the manner and cir- 
cumstances described in Section six.” 


Section 6 provides, in general, that a trade-mark or trade name is confusing with 
another trade-mark or trade name if the use of both of them in the same area is 
likely to lead to the inference that the wares or services associated with such trade- 
marks or trade names are manufactured, sold, leased, hired or performed by the 
same person whether or not such wares or services are of the same general class. In 
order that the area of protection accorded to a trade-mark or trade name shall be 
as wide as is proper, consistent with the extent of its use, the Registrar or the Court, 
in determining whether trade-marks or trade names are confusing, is to have regard 
to all the surrounding circumstances, including the inherent distinctiveness of the 
trade-marks or trade names and the extent to which they have become known, the 
length of time they have been in use, the nature of the wares, services or business to 
which they are applied or in which they are used, and the degree of resemblance 
between them, not only in appearance, but in sound and idea. In our view, this 
will eliminate many of the artificial concepts presently existing in trade-mark law 
by means of which a trader is at liberty to adopt a well-known trade-mark merely 
upon a showing that the goods in which he deals are of a class different from those 
dealt in by the trade-mark owner. 

Under the terms of the draft Bill as originally drawn, it was proposed that 
normally unregistrable trade-marks consisting of personal names, descriptive and 
geographical words, but which had acquired a secondary meaning through long 
use, could be registered upon application to the Exchequer Court of Canada. We 
now propose, on mature consideration, that the proof of acquisition of secondary 
meaning may be adduced before the Registrar and that the expense and trouble 
of proceedings before the Exchequer Court will thus be eliminated. We propose 
the same procedure with relation to distinguishing guises. Several reasons prompted 
us to recommend this change, one of them being the matter of expense, another 
the fact that opposition proceedings being now available, the public interest will 
not be jeopardized by permitting registration in proceedings before the Registrar 
rather than upon order by the Court. The third reason lay in the fact that resi- 
dents of other countries are and will be able to register word marks not ordinarily 
registrable under the Statute if they have been registered in the country of origin. 
We felt that the Canadian trader should not be put at a disadvantage vis a vis his 
foreign counterpart. 

The previous draft Bill provided a compromise between the classical concept 
of assignability of a trade-mark only if made concurrently with an assignment of 
the goodwill and the ultra-modern concept which has been gaining acceptance in 
Europe of the free assignability of trade-marks. The more we examined our pre- 
vious proposals, the less we liked them. They seem to continue and even to enhance 
the artificial difficulties inherent in the principle that a trade-mark could not be 
assigned in gross. We felt ourselves inexorably driven to the conclusion that, if a 
trade-mark is property, and I think it must be recognized as such, then it ought to 
be assignable in the same manner as any other species of property. We have, there- 
fore, provided that a trade-mark, whether registered or unregistered, is transferable, 
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and deemed always to have been transferable, either in connection with or separately 
from the goodwill of the business and in respect of all or some of the wares in asso- 
ciation with which it has been used. In other words, when the Bill becomes law, 
all the old decisions such as the Bowden Wire case and the John Sinclair case will 
be no longer applicable. 

Those are the high spots of the changes we have made in our present draft as 
contrasted with the draft Bill you examined last summer. Apart from those changes, 
I shall now run over very quickly some of the principal changes we are making in 
comparison with the law now existing under the Unfair Competition Act, 1932. 
These changes may be summarized as follows: 

1. The first user in Canada is normally entitled to registration provided that, 
if other than the first user innocently adopted the mark and was the first to register, 
his registration becomes incontestible after five years. 

2. The distinction between word marks and design marks has been eliminated. 

3. The limitation on the length of marks has been abolished thus providing 
for the registration of distinctive slogans. 

4. The name of a firm or corporation will be registrable if it is distinctive. 

3. A personal name or surname will be normally unregistrable only if “accord- 
ing to the manner in which it is used it is primarily the full name or the surname of 
an individual.” 

6. Marks which are used for export purposes only will be registrable. 

7. Procedure for opposition will be enacted for the first time. 

8. The definition of those acts which fall within the term “unfair competition” 
has been broadened. 

9. Provision is made for the licensing of trade-marks by way of registration 
of registered users and provision is made for validating marks which were jeopardized 
by licensing previously to the coming into force of the Act. 

10. We have made provision relative to abandonment of trade-marks under 
the following circumstances: 

(a) a trade-mark is invalid if it has been abandoned; 
(b) the Registrar will have power to expunge from the Register those trade- 
marks which are no longer in use; 


(c) a previously used but abandoned trade-mark cannot constitute a proper 
reference against an application for registration. 


11. The Registrar will now be empowered to require reply to official letters 
within a specified time. 


As I stated at the beginning of my remarks, the present Bill is no longer a draft 
Bill as proposed by the Committee. It is now in the hands of Parliament, having 
been introduced into the Senate of Canada on the 12th of this month. It will, 
however, be laid over for the summer and you will have full opportunity to exercise 
your ingenuity in shooting it full of holes. If there is anything in it you don’t like, 
please let us know. If you have suggestions for its improvement, pass them on to 
us. We shall not only be happy to receive your suggestions: we are most anxious 
that you should make them. 
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Again, may I express the pleasure it has given me to be honoured by appearing 
before your Association today. 

A Special Committee of the A.I.P.P.I., including representatives of the 
national groups, met in Zurich in March 1952 to consider this proposal. Dr. Ladas 
represented the American Group on that Committee. The Committee rejected 
the proposal. The Congress of Vienna merely certified that rejection, and it is 
believed the proposal in its present form has received such an adverse reception that 
it is unlikely that it will be urged further by its sponsors. 

Nevertheless, a resolution was adopted that the Congress decides to maintain 
on its agenda the study of the project concerning the International Deposit of 
Trade-Marks, and the national groups are invited to submit reports on the questions 
which this subject raises. 


Diplomatic Conference 


Finally, the Congress took note of its accumulation of resolutions for amend- 
ments of the International Convention and concluded that a Diplomatic Conference 
should not be postponed longer to await ratification by some countries of the London 
revision of the Convention. It, therefore, adopted a resolution requesting the Berne 
Sureau to take the necessary steps and begin the preparatory work, so that a Diplo- 
matic Conference for the revision of the Internation! Convention may be called for 
the near future and preferably before the end of 1953. 

On the whole, the accomplishments of the Vienna Congress in the field of 
trade-marks are disappointing. This often happens since efforts to harmonize 
conflicting laws are inherently difficult and hence progress may be exasperatingly 
slow—as all who have participated in international conferences can testify. 

This does not mean that we should be discouraged, but that we should augment 
our efforts in this field. 

All those having to do with trade-marks should take a lively interest in the 
many problems arising on the international level, and follow and study the various 
proposals for dealing with them by amendments to the International Convention. 
Such amendments have a dual importance to trade-mark owners in this country— 
they may vitally affect such owners’ trade-mark rights in other countries of the 
Union, and, conversely, may affect their rights in this country because of rights 
secured here by trade-mark owners in the other Union countries. 

Active work in the United States in this field has long remained on the shoulders 
of too few. This should be remedied by greater membership and participation in 
organizations active in this field, and particularly in the American groups or branches 
of the organizations of an international scope where there is more opportunity to 
work at harmonizing conflicting views. 

Speaking for A.I.P.P.I., we are anxious to bring fresh vigor into the American 
Group by greatly enlarging the membership—which is open to individuals, law and 
industrial firms, corporations and associations in this country. 

In conclusion, may I suggest that in view of a possible early Diplomatic Con- 
ference for further revision of the International Convention, a coordinating com- 
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mittee be set up with representatives from the American groups or branches of the 
international organizations and also from the various national associations which 
are interested in this field. By this means efforts can be made to reconcile differences 
in views in our own country respecting proposed amendments to the Convention, 
in the interest of presenting as far as possible a united front and uniform recom- 
mendations before the State Department and those who are to represent this country 


at the Diplomatic Conference. 


NOTICE 


A draft Trade-Marks Act was introduced into the Senate of Canada on 

June 12, 1952. The Trade-Mark Law Revision Committee, which has 

prepared this draft statute for presentation to Parliament, has a limited 

number of copies (in English or French as may be desired) available 

for distribution to interested parties. The Committee will be glad to 

receive criticisms and suggestions for amendment provided they are 
received not later than August 31, 1952. 


Please address communications to the following: 


Harold G. Fox, Chairman 
Trade-Mark Law Revision Committee 
Canada Life Building 
330 University Avenue 
Toronto, Canada 
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IS TRADE-MARK PROTECTION WORTHWHILE 
IN SATELLITE COUNTRIES ?* 


By Eric Waters** 


As Dr. Derenberg has just told you, the subject of this talk is, “Is Trade-Mark 
Protection Worthwhile in Satellite Countries?” 

These satellite countries, as you no doubt know, are those countries behind the 
Iron Curtain, and include generally Bulgaria, Czechoslovakia, Hungary, Poland, 
Rumania, East Germany and even Russia. Some include in this category Yugo- 
slavia and Finland, but I don’t think they should be, they are not normally con- 
sidered as satellite countries at present, and I do not include them as such in this 
discussion. China should probably also be included in this category, but at present 
there is no possibility of either maintaining or obtaining trade-mark protection at 
least for Americans, and hence I will not discuss China in this talk. 

The subject appears to be a matter of some interest to those people dealing in 
trade-mark matters, including the manufacturers and the exporters. For example, 
the Export Managers Club of New York has recently put out a questionnaire before 
its members, in the form of a letter of one of its members, setting out its particular 
problem. A number of replies were received from various members, and those 
replies have been included in a Service Bulletin of the Export Managers Club. 

As this questionnaire pretty much sets forth the problem which I think is 
common to many, I will read it. It was included in the following letter: 

In common with other American manufacturers who export trade-marked goods, 

we have for years pursued a diligent and costly campaign to register our trade- 

marks in foreign countries. The primary reason for registration is to prevent the 

pirating of the mark and subsequent damage to our present or future sales in the 
area of registration. Furthermore, it has always seemed good judgment to make the 


same registration in those foreign countries which are most active in competitive 
manufacture whether or not we were still able to ship into those countries. 


Unfortunately, we are “trade-mark” poor in the sense that we use anywhere from 
three to seven marks in identifying different types and classes of goods. Foreign gov- 
ernments of late have taken to breaking down their classifications so that we now find 
it necessary to register a mark in two or three classes of goods, where formerly one 
would serve. The result, of course, has been a significant increase in our cost of 
protecting our trade-mark position. 


There are certain satellite areas which are very competitive. In our line of business, 
Czechoslovakia would be an outstanding example of a competitive producing nation. 
However, it hardly seems realistic to pay them for such an intangible as trade-mark 
protection, when we are dealing with what is to all intents and purposes an enemy 
government. We are, therefore, inclined to allow our registrations to lapse, feeling 
that if there should again at some future date be a government friendly to us, some 
provision would be made regarding re-registration of marks which had not been 
renewed during this period. 





* Address delivered at Symposium on International Trade-Mark problems at Seventy- 
fourth Annual Meeting of The United States Trade-Mark Association, New York, N. Y. 
on June 24, 1952. 

** Member of the firm of Haseltine, Lake & Co., International Patent and Trade-Mark 
Agents. 
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statement was made: 
We mivcht hesitate to register a new trade-mark in a country like Czechoslovakia, but 
if we had one, we would renew it, providing it was our only trade-mark or was on 


of our most important ones of several. 


I have found by inquiries among other American manufacturers and among 
some of my own clients that the feeling is much the same—that it is generally not 
worthwhile to maintain trade-marks in the satellite countries, and that by paying 
the governments’ and agents’ fees, we are merely sending dollars into an area which 
is using those dollars for our detriment. I can say that personally I have a great 
deal of sympathy with that feeling, and I imagine that many of you do also. How- 
ever, there are certain aspects of this question which I think should be examined and 
taken into consideration. 

First of all, I wish to point out that there is a distinction between Russia and 
the so-called satellite countries. While Russia does have some provision for registra- 
tion of trade-marks, trade-marks are not utilized in trade. Consequently, I feel that 
trade-marks in Russia have no particular value and have generally recommended 
that no action be taken toward registration or maintaining trade-marks in Russia. 


The situation in the satellite countries is somewhat different as trade-marks have 
been, and are being, used on the goods as sold. Furthermore, each of the satellite 
countries still has provisions for the registration of trade-marks and maintenance 
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necessary for the preservation of trade-mark rights acquired by common law. On 
the other hand, in the satellite countries a certificate of registration of a trade 
mark is an official document, establishing the claim to the trade-mark. Although 
the laws do include some provisions for the rights of a user, the general pro- 
visions of the law favor the first registrant, and the certificate of registration 

therefore much more important than in this country. The one who holds the 
certificate of registration of the trade-mark is presumed to be the owner, and it 
is very difficult to upset that presumption. 

For example, in Czechoslovakia, Hungary, Bulgaria, and Poland, the first 
registrant or first applicant is entitled to registration, although in the first two a 
prior user does have some remedy under the present law. However, it is difficult 
and sometimes quite impossible for the first user to assert his rights. Without going 
too deeply into the subject, I will state that while the certificate of registration of 
a trade-mark exists, it would generally stand as the officially recognized recorded 
claim to ownership of the trade-mark in each of these countries. In general, 
I would say that the rights established by such certificate are upheld as against 
a later user or applicant. 

For example, in Poland I have been informed that petitions for cancellation 
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of registered trade-marks “Chanel” and “No. 5” were filed by the Polish owners of 
a trade-mark “Chandu 5.” The action was started several years ago through a 
regular Polish Patent attorney, and when he was debarred the matter was con- 
tinued on behalf of the respondent Chanel by the College of Patent Agents, who 
argued the matter quite completely and competently on behalf of the Chanel trade- 
mark owner. The result was a decision by the equivalent of our Examiner of Inter- 
ferences rendered in favor of “Chanel,” denying the cancellation, and awarding costs. 

Application was also filed for registration of “Chandu 5,” but rejected ex 
parte on the prior registration of “Chanel.” Thus, the foreign owner of the 
trade-mark certificate prevailed over a Polish company which attempted to adopt, 
use and register a similar trade-mark in Poland. I doubt that such a result 
would be possible if “Chanel No. 5” had not been registered and was not in force, 
as little or no recognition is given to the principles of unfair competition. 

While I have no actual basis or court decisions in other of the satellite countries 
in similar matters, I am inclined to believe that a similar situation would be decided 
in a similar way, namely, that the owner of an official trade-mark certificate 
would prevail over the later adoption of the same or similar trade-mark, even over a 
national of that particular satellite country. I am inclined to believe, moreover, 
that if there is a controversy between two foreign applicants, of which one may be 
an American, the case would probably be decided upon the basis of who had the 
prior right of the mark. This would in practically all cases be based upon who had 
obtained registration first. 

Even if the trade-mark is infringed without remedies under the present condi- 
tions, no great harm is done to the actual trade, there being very little. Unless some 
one takes positive steps to cancel, the trade-mark certificate still remains on the 
register as a legal claim to title and so prevents others obtaining valid registration. 
I therefore feel that American manufacturers should very carefully consider the 
maintenance of trade-mark registrations already obtained, whether or not there 
is any actual trade in those countries at the present time, or which may be foreseen 
in the near future. 

The maintenance of the trade-marks by renewal or other necessary steps should 
be done to continue the legal claim to ownership established by the certificate of 
registration, thus preventing others from obtaining registration, and thereby allowing 
them to establish some fictitious legal claim to ownership. 

From a practical standpoint, I am inclined to advise that this should only 
be done with respect to the most important trade-marks, for example, the “house 
mark” of the American manufacturer, that mark which appears on all of the goods, 
particularly that mark which is well-established and well-known as the principal 
recognized trade-mark, denoting the origin of the goods, and that trade-mark 
which would not be desirable to be changed or substituted. The subsidiary marks 
or those marks which are not yet established or which could easily be changed, 
need not be considered in the satellite countries, and it would not seem worth while 
to either file applications for the same or to maintain them. 

Similarly, for very important marks which are intended to be the main trade- 
mark or house mark of the American manufacturer and which are not already 
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registered, applications for registrations would be justified to establish the legal 
claim to ownership and prevent others from obtaining registration. It may seem 
foolish to do this under present conditions where there is little or no trade with the 
satellite countries, and it would seem that you are spending money for registration 
with respect to trade-marks which are not being used and in connection with which 
it does not seem likely that use will be made in the near future. However, it is 
impossible to foresee in the future as to what will happen. As matters stand at the 
present time, it does not appear that the marketing or political situation in these 
countries would be improved from our standpoint. 

Nevertheless, I cannot help feeling that American manufacturers should not 
be too timid, pessimistic, and abandon all hope. It must be remembered that for 
a while we considered Yugoslavia to be firmly controlled by Russia, and that it 
was in the same situation as Hungary, Bulgaria, or Czechoslovakia are at the 
present time. But the situation in Yugoslavia has changed, and while it is not as 
completely a free market as are some other countries, the situation there is con- 
siderably improved over that in countries behind the Iron Curtain. Trade-mark 
rights which were maintained in Yugoslavia continue to be in force, and I think 
have some value. 

Suppose now that we did take a pessimistic view and give up our trade-mark 
registrations in the satellite countries on the theory that if there was any political 
change and a friendly government would come into power, there would be some 
provision for re-establishing trade-mark rights. I do not put too much faith in any 
such provision being adopted. If a registration is allowed to lapse, I doubt whether 
a friendly government which may come into power at some future date, would 
provide for the re-registration of marks which had lapsed, in the sense of allowing 
re-registration to be effected from the date of lapsing of the original registration. 

While the obtaining of a new registration may be possible, it would always 
be possible for some other party to obtain registration in the interval between 
the lapsing of the present registration and the obtaining of the re-registration at 
some future date, which would prevent the obtaining of such new re-registration 
at that later date. I very much doubt whether a later friendly government would 
make any provision for the recovery of a trade-mark in such circumstances. 

In any event, I feel that if others obtained registration after abandonment 
of American manufacturers’ marks, any new government would be inclined to 
recognize the person who has the certificate of registration at that time in force. 
At least there would arise considerable controversy to establish who had the rights 
to the trade-mark. Although the American manufacturer may eventually prevail, 
it would entail considerable trouble and probably considerable expense. I am, 
therefore, inclined to believe that it would be most economical to maintain trade- 
mark registrations for the important marks, already existing, by renewing the 
same in the satellite countries—this to be considered more in the nature of insur- 
ance, and the cost thereof is relatively small. 

I feel it very likely that if an important American mark were not protected 
in a satellite country, nationals of other countries, for example Germany, would 
attempt to take advantage of the situation. It is well known that one of the big 
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reasons why Germany was able to establish its export market so quickly after 
World War I was that it had maintained and re-established its trade-mark posi- 
tion. We find a similar situation arising after World War II. The German manu- 
facturers have always considered their trade-marks of vast importance and have 
not been niggardly in appropriating sufficient funds to establish their trade-mark 
rights by registration and renewal to keep their markets open and to establish 
new markets in foreign countries. German manufacturers’ goods are to a large 
degree competitive with ours. So far as the satellite countries are concerned they 
are closer geographically and are becoming increasingly so economically. I do 
not believe that German manufacturers would be loath to adopt and attempt to 
register trade-marks which are the same or similar to an American manufac- 
turer’s trade-mark. The same may also be said for the Japanese. In the countries 
outside the Iron Curtain I believe that American manufacturers are generally 
aware of this situation and would undoubtedly do everything possible to maintain 
their trade-mark rights. Should this not also be done in the satellite countries? 

Taking the matter from another angle, suppose the American manufacturer 
did maintain his trade-marks in the satellite countries but could not use his marks. 
Would the registrations be jeopardized by failure to use? 

In Czechoslovakia, Hungary, Rumania, Finland, and Poland, use of the trade- 
mark is optional and failure to use does not place the mark in jeopardy. Hence, 
there does not seem to be any reasonable chance that the marks would be can- 
celled simply by failure to use. In Bulgaria, use on certain goods is now compulsory 
by the new law, and nonuse for a period of three years does open the registration 
for cancellation. However, as you will probably appreciate, and from my experi- 
ence, there are very few actions for cancellation brought on this basis, very seldom 
does that come up, and in any event it is a risk that must be taken. 

I have not mentioned East Germany specifically, but this I think must also 
be considered as a satellite country. The trade-mark situation there is by no means 
clear. No new trade-mark law has issued, and it is at present presumed that 
trade-marks registered in the former Reich Patent Office are still in force. It is 
possible to file trade-mark applications in East Germany, but such applications 
are being kept pending and up to now no new examination proceedings and no 
registration of any new trade-marks has taken place. 

I have been informed that up to the present, the courts of East Germany are 
giving equitable decisions in industrial property cases, although I am not aware 
of any decision being given in respect to the infringement of a trade-mark of an 
American owner. However, I have received information that an East Berlin court 
gave a favorable decision against an East German infringer of a Swedish-owned 
German patent. 

In certain of the satellite countries, notably Czechoslovakia, there has been 
nationalization of industry and state corporations have been formed. Such state 
corporations have adopted and have registered trade-marks for their products both 
in Czechoslovakia and in foreign countries. In a few cases the state companies 
have appropriated the trade-marks of former private companies of the same 
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industry, including the trade-marks of foreign owners. It is difficult to combat 
such appropriations but every effort to do so should be taken. I have been 
informed that certain American companies whose trade-marks have been threat- 
ened with appropriation in this manner have enlisted the aid of the United States 
State Department in getting the nationalized state corporations to agree not to 
use the trade-marks which have been appropriated or desist from such appropria- 
tions. This, however, is a special problem at present and requires special remedies. 


As many of you know and appreciate, your trade-marks or the trade-marks of 
your clients are extremely important and valuable assets. I feel that trade-marks 
represent a considerable potential value, even in those countries behind the Iron 
Curtain. To give up the rights of those registrations, would make it possible to 
lose a considerable amount of good will and the value pertaining to it. While 
it is difficult to place any exact valuation on the good will represented by the 
trade-mark anywhere, and particularly in the satellite countries, I think you will 
agree with me that if the market in these satellite countries did open up again, 
such good will in the trade-mark would have very great value. 


While conditions at the present time make it impossible to foretell what the 
value would be, it is conceivable that if the trade-mark rights were allowed to 
lapse and the good will associated with the trade-mark abandoned, the loss would 
be very great. On the other hand, if the registrations are maintained, and if you 
did spend the money to maintain these existing registrations in force, you would 
know the relative amount of money you are spending. Roughly, it represents about 
$15 per year per mark. I submit that it is reasonable to spend this small known 
amount to retain claim to a title representing larger and immeasurable potential 
amounts. 

Even if we take the more pessimistic view that there would be no change 
in the political or economic situation in these satellite countries, and even though 
the trade-marks are kept in force but no benefit is derived from them, what is 
actually lost? A relatively small amount. One of the replies to the Export Man- 
agers Club’s inquiry, mentioned above, set it forth rather succinctly. He said: 

“This can be considered somewhat as a calculated risk. The example would be 

similar to carrying fire insurance on your house, and finally deciding to save the 


cost of the premiums by letting it lapse. Everything is fine on this basis as long 
as the house does not burn down.’ 


Possibly many of you will be faced with a similar problem, and I hope that 
these remarks may help you or your trade-mark counsel and export departments 
reach a decision. 

It is, of course, necessary to consider each matter on an individual basis, and 
the actual facts relating to a particular trade-mark involved, general policy of the 
company, and other practical considerations. 

If, however, a decision is reached by you or your clients as to whether to main- 
tain a mark, and it is decided that it is not worth while in a particular case to 
maintain a trade-mark in any of the satellite countries, and that the trade-mark 











536 TRADE-MARK BULLETIN 42 T.M.R. 





is, therefore, to be allowed to lapse, I would strongly suggest that the trade-mark 
position in the other countries, particularly those surrounding the Iron Curtain 
and those which may be markets for Iron Curtain countries, be very carefully 
examined and that such trade-marks be adequately protected in such areas. 

In summary, I feel that for important trade-marks it is practical to maintain 
existing registrations and possibly even to file new applications in the satellite 


countries. 





In Memoriam 


It is with the deepest regret that we report the death of Arthur R. 
Wendell, Honorary President of the United States Trade-Mark Associa- 
tion, on May 31, 1952, after a long illness. 


Mr. Wendell, who was President of the Wheatena Corporation, was 
well-known to many of our members. He was first elected to the Board 
of Directors of USTMA in 1929 and in 1936 was elected a Vice-Presi- 
dent. From 1941 to 1945 he served as Chairman of the Executive Com- 
mittee. On February 20, 1945 he succeeded Eberhard Faber as President 
and served in that capacity until his retirement on May 13, 1947. In 
June of 1951, by resolution of the Board of Directors, he was elected 
a lifetime Honorary Member of the Board of Directors and Honorary 
President of USTMA in recognition of “his devotion and untiring and 
selfless public service over a period of more than half a century in pro- 
moting and protecting the trade-mark and brand name system.” 


Mr. Wendell first became interested in The United States Trade- 
Mark Association when its then Secretary called his attention to the 
fact that his well-known “Wheatena” trade-mark had just been mis- 
appropriated and registered in Australia. His interest in international 
trade-mark protection, once having been aroused in this way, never 
ceased from that time. It was during the period of his and the late 
Eberhard Faber’s leadership that the Association was reorganized for 
the purpose of meeting the increased demands in the United States for 
one central organization, devoted solely to the protection of trade-marks 
and the promotion of good will abroad for American trade-mark owners. 
During the term of his office as President, the publications of the Associa- 
tion, including the Trade-Mark Reporter, were modernized and broad- 
ened, the Lawyers Advisory Committee, the International Committee, 
and the State Trade-Mark Committee were established, and the pre- 
decessor committee of the presently-functioning Coordinating Committee 
was formed for the purpose of considering and assisting in the enactment 
of the numerous Lanham bills which finally culminated in the Trade- 
Mark Act of 1946. Arthur Wendell personally presided over many meet- 
ings of these committees, as well as over Board meetings, and frequently 
steered the policy of the Association into what subsequently proved to be 
the course most beneficial to American trade-mark owners. 


Board members, members, and friends of the Association who had 
the privilege of knowing Arthur Wendell personally and of having been 
associated with him in the Association’s work, will sorely miss his ever 
available and readily offered advice and guidance. 
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TRADE SLOGAN 
Food Machinery and Chemical Corporation, 
a Delaware corporation, 


Registered with The United States Trade- 
Mark Association June 16, 1952 


“MAGNESOL*—THE CHEMICAL MAGNET” 
(Above slogan used alone or in conjunction 
with a drawing of a magnet) 

In use since October 31, 1950 


*Magnesol is the registered trade-mark of Food Machinery and Chemical Corporation 
for its brand of magnesium silicate adsorptive powder. 


TRADE SLOGANS 
Hercules Powder Company 
Wilmington, Delaware 
Registered with The United States Trade- 
Mark Association June 18, 1952 


“HERCULES’ BUSINESS IS SOLVING PROBLEMS 
BY CHEMISTRY FOR INDUSTRY” 


In use since August 1951 
“SERVING YOU BETTER THROUGH BETTER SERVICE” 
In use since January 1952 
“SIZING MATERIALS AND CHEMICALS FOR PAPER” 
In use since January 1947 


“PINE OIL SMELLS CLEAN—CLEANS CLEAN” 


In use since January 1950 


TRADE SLOGAN 


S. S. Kresge Company 
2727 Second Avenue, Detroit, Michigan 


Registered with The United States Trade- 
Mark Association May 8, 1952 


LOOK to KRESGE’S 


In use since March 21, 1952 
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PART II 


JOHN WALKER & SONS, LIMITED v. TAMPA CIGAR COMPANY, INC. 
No. 13837—C. A. 5—May 23, 1952 


Courts—PLEADING AND Practice—Motions to Dismiss 

Complaint is not subject to dismissal unless it appears to a certainty that plaintiff 
cannot possibly be entitled to relief under any set of facts which could be proved in 
support of its allegations. 

In considering motions to dismiss, allegations of complaint must be viewed in light 
most favorable to plaintiff and all facts well pleaded must be admitted and accepted 
as true. 

On facts of record, held that a factual issue is here presented as to whether defend- 
ant’s use of “Johnnie Walker” on its cigars is likely to cause confusion or mistake or to 
deceive purchasers as to source of such goods and court below erred in dismissing suit 
for trade-mark infringement. 

Appeal from Southern District of Florida. 

Trade-mark infringement and unfair competition suit by John Walker & Sons, 
Limited against Tampa Cigar Company, Inc. Plaintiff appeals from dismissal of 
complaint. Reversed. 

Harry B. Terrell, of Tampa, Fla., and Ellis W. Leavenworth, of New York, N. Y., 
for Plaintiff-Appellant. 

E. O. Palermo, of Tampa, Fla., for Appellee. 

Before HutcuHeEson, Chief Judge, and Boran and Sturm, Circuit Judges. 

Boran, C. J.: 

Plaintiff-appellant, as the registered owner of two trade-marks for a blend of 
straight Scotch whiskies, brought this suit for trade-mark infringement and unfair 
trade practices, praying that the court enjoin the defendant from using the name 
of Johnnie Walker upon or in connection with the sale of cigars and for an account- 
ing of profits, costs, and destruction of infringing labels, signs, prints, packages, 
wrappers, receptacles, advertisements, etc., in the possession of the defendant. 

In response to the complaint the defendant moved to dismiss the action on 
the ground that the complaint failed to state a claim upon which relief could be 
granted. The cause came on for hearing upon the motion to dismiss and after 
hearing argument of counsel the court entered its order granting the motion with- 
out leave to amend. To reverse that order, this appeal is prosecuted. 

Briefly stated, the complaint alleges that plaintiff, the registered owner of 
the trade-marks Johnnie Walker and a picture of Johnnie Walker, is a British cor- 
poration which manufactures and sells a blend of straight Scotch whiskies. For 
many years it has shipped whiskey to the United States, where it has been exten- 
sively advertised and sold throughout the country under the name and picture 
of Johnnie Walker. In consequence, Johnnie Walker Scotch Whiskey has been 
known, recognized, and identified by these two trade-marks and a valuable good 
will attaches to each of them. The defendant, a Florida corporation, manufac- 
tures and sells cigars. Long after the dates of the first use of plaintiff’s trade-marks 
in the United States, the defendant started using the name Johnnie Walker on 
its cigars and, in association with the name, has been using a picture of a man 
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wearing a high hat and holding in his hand a monocle, which is but a colorable 
imitation of the head and shoulders of the plaintiff’s picture of Johnnie Walker. 
The defendant’s use of the name Johnnie Walker has been without the plaintiff’s 
consent and although the plaintiff has demanded that the defendant discontinue 
such use, it has not done so. The complaint charges that the use of the name is 
likely to cause confusion, or mistake, or to deceive purchasers as to the origin of 
defendant’s cigars, and is likely to create the erroneous impression that defendant’s 
cigars originate with plaintiff, or are endorsed by the plaintiff; that the defendant 
has acted with full knowledge of the good will attaching to the plaintiff's trade- 
marks and with the intention and for the purpose of trading on such good will and 
thereby reaping the benefit and advantage thereof; and that by its acts the defend- 
ant is infringing plaintiff’s trade-mark Johnnie Walker and is unfairly competing 
with the plaintiff. 

Rule 8 of the Federal Rules of Civil Procedure provides that a pleading shall 
set forth a short plain statement of the claim showing that the pleader is entitled 
to relief and that each averment in a pleading shall be simple, concise, and direct. 
Absent from this rule is the old requirement of common law and code pleading 
that the pleader set forth “facts” constituting a cause of action. It is also elemen- 
tary that a complaint is not subject to dismissal unless it appears to a certainty 
that the plaintiff cannot possibly be entitled to relief under any set of facts which 
could be proved in support of its allegations. Even then, a court ordinarily should 
not dismiss the complaint except after affording every opportunity to the plaintiff 
to state a claim upon which relief might be granted. 

This court and others have frequently laid down the rule that in considering 
a motion to dismiss the allegations of the complaint must be viewed in light most 
favorable to the plaintiff, and all facts well pleaded must be admitted and accepted 
as true. Cromelin v. United States, 5 Cir., 177 F. 2d 275; Hilliard v. Brown, 5 Cir., 
170 F. 2d 397; Rose v. Rose, 5 Cir., 162 F. 2d 587; Knox v. Ingalls Shipbuilding 
Corporation, 5 Cir., 158 F. 2d 973; Mitchell v. Wright, 5 Cir., 154 F. 2d 924. 

In the light of these principles, we think it clear that the court below erred 
in dismissing the complaint. We are in no doubt that the complaint states a claim 
upon which relief could be granted. The argument that the public is not apt to 
believe that Johnnie Walker whiskey and Johnnie Walker cigars have a common 
source of origin and that it has not taken the trade-mark Johnnie Walker with the 
intention of trading on the goodwill of the plaintiffs trade-mark, overlooked the 
point that the motion to dismiss accept as true all facts well pleaded and, indeed, 
exemplifies the necessity for a trial in this case. Certain it is this suit for trade-mark 
infringement may not be dismissed on motion where there is presented a factual 
issue as to whether defendant’s use of the name Johnnie Walker is likely to cause 
confusion or mistake or to deceive purchasers as to the source of origin of such 
goods. 

The judgment of the District Court is reversed and the cause is remanded to 
that court with directions to overrule the motion to dismiss and for further pro- 
ceedings not inconsistent herewith. 


—_ SS 
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SWANK, INC. v. ANSON INCORPORATED 
No. 4618—C. A. 1—May 5, 1952 


UnFair ComMpeTITION—Basis OF RELIEF—GENERAL 
The fully established rule is that, absent a valid patent or trade-mark, one has 
the right to copy a competitor’s product, even if by so doing he reaps an advantage 
from competitor’s advertising, provided he does not deceive the public by passing off 
his product as that of the competitor. 
On facts of record, held there is no evidence of widespread palming off by dealers 
and none that defendant even suggested substitution. 


ApPpEALS—EFFECT OF TRIAL Court’s FiInpINGS—RULE 52(a) 
Findings of trial court held adequately supported by evidence of record and not 
“clearly erroneous” within meaning of Rule 52(a). 


Appeal from District of Rhode Island. 

Unfair competition suit by Swank, Inc. against Anson Incorporated. Plaintiff 
appeals from dismissal of complaint. Affirmed. 

John Vaughan Groner, of New York, N. Y. (Herbert B. Barlow, Matthew W. Goring, 
and Hinckley, Allen, Salisbury G Parsons, of Providence, R. I., and James D. 
Bock, of New York, N. Y., on the brief) for plaintiff-appellant. 

Santi J]. Paul (Alfred E. Motta on the brief) of Providence, R. I., for appellee. 

Before Macruper, Chief Judge, Woopsury, Circuit Judge, and Forp, District Judge. 

Woopsury, C. J.: 

This is an appeal from a final judgment for the defendant entered after a 
trial without a jury in a suit brought solely for unfair competition. The plaintiff- 
appellant, Swank, Inc., is a Delaware corporation having its principal place of 
business in Attleboro, Massachusetts; the defendant-appellee is a Rhode Island 
corporation having its principal place of business in Providence in that state, and 
there can be no doubt whatever that well over $3,000, exclusive of interest and 
costs, is involved in the litigation. Federal jurisdiction based on diversity of citizen- 
ship and amount in controversy under Title 28 U. S. C. §1332(a) (1) is therefore 
abundantly established. Our appellate jurisdiction under Title 28 U. S. C. §1291 
is obvious. 

The plaintiff and the defendant are sharp competitors in the highly com- 
petitive men’s jewelry business. The court below found that the defendant had 
manufactured and sold “copies which were quite close” to several items designed, 
manufactured, sold and extensively advertised by the plaintiff, as to which, however, 
the plaintiff neither had nor claimed any monopoly rights. But the court said it 
was not convinced by the plaintiff’s evidence either that its goods had acquired a 
secondary meaning, or that the defendant had been guilty of palming off its goods 
for those of the plaintiff. As its ultimate factual conclusions the District Court said: 

“The facts in this case do not warrant a finding of confusion or of palming 

off. The copying was of products in which the plaintiff claims and has no monopoly 

rights. I find that such copying, in the circumstances here, is not unfair com- 

petition. 
“The defendant has prominently marked its products so that the ordinary pur- 


chaser would not be deceived under ordinary conditions. It has clearly informed 
the public of the source of its products by the use of its trade name ‘Anson.’ No 
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trade-mark or patent is involved and the defendant is not responsible on the facts 
here for isolated instances where a dishonest dealer’s conduct might amount to 
palming off.” 










On this appeal the appellant does not challenge the finding that it had failed 
to establish a secondary meaning for its goods. And, of course, it does not question 
the finding of the defendant-appellee’s copying. Its basic contention here is that the 
findings of ultimate fact quoted above rest upon a misconception by the court 
below of the applicable rule of law. It says in substance that the District Court 
accorded undue, if not controlling, significance to the plaintiff's frank recognition at 
the trial that since the articles of jewelry involved herein were not patented it made 
no claim of monopoly rights therein, and to the plaintiff's further recognition, as a 
corollary to the above, that the defendant’s copying, without more, did not amount 
to actionable unfair competition. This, it is said, led the court to ignore, or at least 
to accord far too little significance to, the plaintiff’s evidence that the defendant 
intended to palm off its goods on the public as those of the plaintiff, which evidence, 
it is argued, is highly persuasive in itself and firmly buttressed by the “wilfully in- 
accurate” testimony of the defendant’s president. We find no merit in the contention. 

It is conceded that the applicable rules of local and federal law are alike, and it 
is also conceded, as it must be, that the fully established rule is that absent a mo- 
nopoly right, such as is conferred by ownership of a valid patent or trade-mark, one 
has the right to copy a competitor’s product, even if by so doing he reaps an advan- 
tage from his competitor’s advertising, provided he does not deceive the public by 
passing off his product as that of his competitor. See the leading case of Kellogg Co. 
v. National Biscuit Co., 305 U. S. 111 ]28 T. M. R. 569] (1938). It is evident to us, 
however, from the District Court’s memorandum opinion that it was fully aware of 
the above principle of law and carefully applied it. That is to say, we think it clear 
that the court below did not regard the plaintiff's case as by any means concluded, 
either legally or in effect, by its recognition of the fact that it neither claimed nor had 
any monopoly rights in the articles involved. We say this for the court not only cited 
the above leading case, and many others of like tenor, but also made specific findings 
in the second paragraph quoted above that the defendant had “prominently marked” 
its products so that ordinary purchasers would not be deceived, and in addition had 
“clearly informed the public of the source of its products by the use of its trade name 
‘Anson’.” Moreover, we do not think that the court accorded too little significance 
to the inconsistencies in the testimony of the defendant’s president which seems to us 
hardly to warrant the characterization of “wilfull inaccuracies.” 

Nor can we say that the somewhat vague and unconvincing testimony that some 
dealers on occasion had sold Anson products to shoppers hired by the plaintiff when 
they asked for Swank ones warrants discussion of the charge of “contributory. unfair 
competition” leveled by the plaintiff. See Zangerle G Peterson Co. v. Venice etc. 
Co., 133 F. 2d 266, 269 (7th Cir. 1943). The reason for this is that there is no evi- 
dence of any widespread practice on the part of dealers to palm off Anson items 
when asked for Swank products. At the most all that appears is that a few dealers 
had occasionally done so, and perhaps then more by accident than design. And there 
is no evidence that the defendant ever instructed, urged, or even suggested that its 
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dealers sell its products in substitution for the plaintiff's, as appeared in Warner & 
Co. v. Lilly & Co., 265 U. S. 526 (1924). 

Thus the case really comes down to one in which the only possible question is 
whether the findings made below are “clearly erroneous” within the meaning of 
Rule 52(a) F.R.C.P., and as to this there is too little doubt to warrant extended dis- 
cussion. It will suffice to say that a careful consideration of the record leaves so little 
doubt in our minds as to the adequacy of the evidence to support the findings made 
by the court below that a detailed discussion of the facts would serve no useful 
purpose. 

The judgment of the District Court is affirmed. 


KIMBERLY-CLARK CORPORATION v. MARZALL 
Nos. 10932-10933—C. A. D. C.—May 1, 1952 


TrapEe-Mark Act oF 1905—REGISTRABILITY—SECTION 5 


Trape-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 

Two surnames, “Kimberly Clark,” constituting dominant feature of composite mark 
consisting of the words “A Product of Kimberly Clark Research” within a scroll border 
design, held not registrable under 1905 Act. 

“Kimberly-Clark” held not registrable on Principal Register, under Section 2(f) of 
1946 Act. 

TrADE-MaAarKS—REGISTRABILITY—GENERAL 

Registrable trade-mark cannot be formed by combining geographical name or the 
name of an individual with a descriptive word. 

Combination of two surnames is unregistrable. 


Appeals from District of Columbia. 

Suits under R. S. 4915 by Kimberly-Clark Corporation against John A. Marzall, 
Commissioner of Patents, to compel issuance of registrations. Plaintiff appeals from 
dismissal of complaints. Affirmed. 

C. Willard Hayes, of Washington, D. C. (Cyril A. Soans, of Chicago, IIl., on the 
brief) for Plaintiff-appellant. 

E. L. Reynolds, of Washington, D. C., for Appellee. 

Before MILLER, BAZELON and WASHINGTON, Circuit Judges. 

Miter, C.]J.: 

Each of these appeals presents the question whether a combination of two 
surnames is registrable as a trade-mark. The principal difference between the two 
cases is that one was brought under the Act of February 20, 1905, as amended, 
15 U. S. C. §§81 et seq., and the other under the Act of July 5, 1946, 15 U. S. C. 
§§1051 et seq. 

No. 10,932. Kimberly-Clark Corporation, a manufacturer of paper and paper 
products, applied under the Act of 1905 for registration of a trade-mark consisting 
of the words “A Product of Kimberly Clark Research,” within a scroll border 
design. The application contained the following disclaimer: 


“Without waiver of common law rights, or rights under other statutes, Applicant 
disclaims exclusive use, apart from the trade-mark herein shown, of the words ‘A 
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Product of,’ or the word ‘Research,’ or the separate use of the surname ‘Kimberly,’ 
or the separate use of the surname ‘Clark’.” 


Finding that the words “Kimberly Clark,” which dominate the mark by 
appearing in larger letters than do the other words, are merely names of individuals, 
that the words “A Product of * * * Research” are descriptive, and that there is 
no distinctive display, the Patent Office refused registration, relying on that part 
of §5 of the Act, 15 U. S. C. §85(b), which provides: 

“# * * That no mark which consists merely in the name of an individual, firm, 
corporation, or association not written, printed, impressed, or woven in some par- 
ticular or distinctive manner, or in association with a portrait of the individual, 
or merely in words or devices which are descriptive of the goods with which they 
are used, or of the character or quality of such goods, or merely a geographical 

name or term, shall be registered under the terms of this subdivision of this 


chapter: * * #,” 


Kimberly-Clark Corporation’s complaint under R. S. §4915 seeking authorization 
of registration was dismissed by the United States District Court for the District 
of Columbia, and this appeal followed. 

In In re Meyers Brothers Coffee & Spice Company, 32 App. D. C. 277 (1908), 
this court refused to authorize registration of “America’s Strength” as a trade- 
mark for coffee because neither word was registrable alone—one being geographical 
and the other descriptive. The Court of Customs and Patent Appeals has held 
unregistrable the trade-mark “Piperazine-Midy” on the ground that “Piperazine” 
was descriptive of the goods and “Midy” was a surname.! 

It is therefore established that a registrable trade-mark cannot be formed 
by combining a geographical name, or the name of an individual, with a de- 
scriptive word. Such combination is unregistrable because each of its constituent 
parts is unregistrable. The appellant says this principle does not apply to a mark 
formed by combining the names of two individuals. Such a mark must be con- 
sidered as a whole, it argues, and cannot be dissected into its elements for the 
purpose of rejecting each element separately. Beckwith v. Commissioner of Patents, 
252 U. S. 538 (1920), is cited as supporting that proposition. The mark involved 
there was clearly registrable except for the presence of certain descriptive words. 
The question was whether those words must be stricken from the mark before it 
could be registered, or whether a mere disclaimer would permit registration. The 
holding of the Beckwith case was that a trade-mark, otherwise registrable, is not 
unregistrable because it contains descriptive words, if the applicant disclaims the 
right to the exclusive use of those words apart from the setting and relation in 
which they appear in his mark. That case is not authority for the proposition 
that a registrable mark may be formed by combining two words which are singly 
unregistrable. 

The Court of Customs and Patent Appeals described the Midy Laboratories 
case [29 T. M. R. 392] as a “novel situation where a party seeks registration of a 
mark consisting of two words connected by a hyphen, neither of which is registrable 
standing alone and both of which were disclaimed.” The situation here is exactly 


1. In re Midy Laboratories, Inc., 104 F. 2d 617 [29 T. M. R. 392] (1939). 
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the same except that the two words are not connected by a hyphen. In the course 
of the opinion affirming the Commissioner’s refusal to register the mark “Piperazine- 
Midy,” the Court of Customs and Patent Appeals said [29 T. M. R. 395): 


“Obviously, the granting of applicant’s application in this case would result 
in registering, when combined, words non-registrable separately. The combination 
of the words in no way changes their significance in any trade-mark sense. Each 
continues to have the same meaning that it would have as a separate word.” 


Appellant’s theory seems to be that, in combination, the words “Kimberly” 
and “Clark” somehow lose their significance as surnames, with the result that 
“Kimberly Clark” is merely fanciful. It is not the name of any individual living 
or dead, says the appellant. With equal or greater assurance it might be said 
that “Piperazine-Midy” is not the name of any person. Nevertheless, the Court 
of Customs and Patent Appeals recognized the descriptive word “Piperazine” and 
the surname “Midy” in the mark. Neither had lost its identity as an unregistrable 
word by being used in hyphenated combination. 

The appellant cites no judicial authorities in support of its proposition that a 
registrable mark can be formed by combining two surnames which are separately 
unregistrable, and we have found no such authority. It is pointed out that many 
years ago the Commissioner of Patents permitted registration of the trade-marks 
“Crew-Levick” and “Penn-Allen.”* These rulings were prior to the decision in the 
Midy Laboratories case. It is noteworthy that, after that opinion came down, the 
Commissioner of Patents followed it in refusing to register “Bendix-Weiss,” a 
mark formed by combining the names of two individuals. 

The appellant regards the Midy Laboratories case as “logical and sound.” 
It finds the rationale of the decision to be that the descriptive word “Piperazine” 
was mere surplusage and the essential question was whether the surname “Midy,” 
standing alone, was registrable. Then, to distinguish that case from this, the 
appellant says, “The Midy case did not involve a mark formed by combining 
two surnames.” That fact does not seem to us to be a distinguishing difference. 
“Piperazine” was surplusage not merely because it was descriptive but because, 
being descriptive, it was separately unregistrable. By the same token the separately 
unregistrable surname ‘“Midy” was also mere surplusage, so the mark disappeared 
so far as the possibility of registration was concerned. 

The principle of the Meyers Brothers and Midy Laboratories cases is appli- 
cable here. We affirm the judgment of the District Court. 

No. 10,933. The Kimberly-Clark Corporation also filed applications for regis- 
tration of the trade-mark “Kimberly-Clark” (this time with a hyphen) on the 
principal register under the Act of July 5, 1946, 15 U. S. C. §§1051 et seq.3 

2. Ex parte Crew-Levick Co., 123 MS. Dec. 4, 7 T. M. Rep. 397; Ex parte Pennsylvania- 
Dixie Cement Corp., 2 U. S. P. Q. 146, 156 MS. Dec. 86. 

3. This comprehensive trade-mark legislation, which became effective one year after 
its passage, requires the Patent Office to keep a principal register of trade-marks and prescribes 
the conditions under which a mark may be registered thereon. 15 U. S. C. §§1051 and 1052. 
A supplemental register is provided for marks which have acquired secondary significance but 
are not registrable on the principal register. 15 U. S. C. §§1052 (f), 1091 et seq. 

The 1946 Act [§§46 (a) and 47 (a)] repealed the Act of 1905 but left it in effect 


to the extent that registration thereunder might be granted on applications therefor filed 
before the effective date of the new statute. 
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As the application showed the mark had been used by the appellant for many 
years and had come to designate its goods and no others and so had acquired 
a secondary significance, the Commissioner offered to grant registration on the 
supplemental register under §2(f) of the Act of 1946, 15 U.S. C. §1052(f), which 
is as follows: 

“(f) Except as expressly excluded in subsections (a), (b), (c) and (d) of 
this section [inapplicable here], nothing in this chapter shall prevent the registration 

of a mark used by the applicant which has become distinctive of the applicant’s 

goods in commerce. The Commissioner may accept as prima facie evidence that the 

mark has become distinctive, as applied to the applicant’s goods in commerce, proof 

of substantially exclusive and continuous use thereof as a mark by the applicant in 

commerce for the five years next preceding the date of the filing of the application 

for its registration.” 


Kimberly-Clark Corporation rejected the Commissioner’s offer and made it 
clear by amended applications that it desired nothing less than entry on the 
principal register. The applications did not disclaim the separate use of the words 
“Kimberly” and “Clark” but appellant expressed in its brief a willingness to make 
that disclaimer and said it did not seek the right to the exclusive use of either 
word. Moreover, §6 of the Act, 15 U. S. C. A. §1056, directs the Commissioner 
to require unregistrable matter to be disclaimed. 

The Commissioner held the combination of two surnames unregistrable on 
the principal register because §2 of the Act, 15 U. S. C. §1052, provides: 

“No trade-mark * * * shall be refused registration on the principal register 


on account of its nature unless it— * * * (e) Consists of a mark which, * * * 
(3) is primarily merely a surname.” 


This appeal is from the District Court’s dismissal of the complaint filed by 
Kimberly-Clark Corporation under R. S. §4915 for authorization of registration 
on the principal register. 

Substantially the same arguments are presented for reversal here as were made 
in No. 10,932. For the reasons given in our discussion of that appeal we affirm 
the judgment of the District Court. 

Cases Nos. 10,932 and 10,933 affirmed. 





MARZALL v. COOK 
No. 11001—C. A. D. C.—April 24, 1952 


Trape-Marks—Marks Not ConFusincLty SimILAR—PARTICULAR INSTANCES 
Composite mark consisting of the word “Joco’s” with the words “Treasure Chest” 
appearing in smaller type across the letters “oco” of “Joco’s,” the word “Treasure” 
being disclaimed, and having pictorial representation of a monkey standing before an 
open chest, above the word “Joco’s,” held not confusingly similar to “Jacco” displayed 
on a shield or scroll-like background, used on similar goods, under 1946 Act. 


Appeal from District of Columbia. 
Suit under R. S. 4915 by Margaret J. Cook against John A. Marzall, Commis- 
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sioner of Patents, to compel issuance of registration. Defendant, Commissioner, 
appeals from decision granting registration. Affirmed. 
H. S. Miller (E. L. Reynolds on the brief) of Washington, D. C., for Commis- 
sioner-appellant. 
A. Yates Dowell and Vincent M. Creedon, of Washington, D. C., for Applicant- 
appellee. 
Before PrReTryMAN, Fany and WasuHINGTON, Circuit Judges. 
Per CuRIAM: 
This is a case in which the District Court, in a suit under R. S. 4915, 35 U.S. C. 
§63, granted registration of a trade-mark to plaintiff-appellee, after denial by the 
Patent Office. We find no reversible error. 
Affirmed. 


Fany, C. J., dissenting, thinks the registration was properly denied by the 
Patent Office. His view is that while the marks in general appearance are dis- 
similar, the use by the plaintiff below of “Joco’s” as a part of its mark brings it so 
similar in sound to “Jacco,” part of a mark in prior use, as to be likely to cause 
confusion or mistake among purchasers within the meaning of 60 Stat. 428 (1946), 
15 U.S. C. §1052(d) (1946). 





SARGENT & COMPANY v. WELCO FEED MFG. COMPANY, INC. ETC. 
Nos. 14467-14468 C. A. 8—April 23, 1952 


TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Minral Meal,” “Mineral and Meal,” “Drimolas” and “Omalass” held descriptive 
of livestock feeds. 


TRADE-MARKS—SECONDARY MEANING—GENERAL 
It is well established that if a descriptive mark has acquired a secondary meaning, 
it is entitled to protection at common law against unfair use as a trade-mark or a trade 
name by competitor. 
On facts of record, plaintiff held to have failed to show that “Minral Meal’ had 
acquired secondary meaning identifying source. 


TrADE-Marks—Marks Not ConFrusiInNGLy SiMILAR—ParRTICULAR INSTANCES 

“Drimolas” held not confusingly similar to “Omalass,” used on similar goods. 

On facts of record, composite mark consisting of picture of hog and two pigs with 
spoons dancing around an open bag, held not confusingly similar to picture of fat hog 
feeding itself with a spoon from an open bag. 

Color schemes, designs and inscriptions on sacks held not sufficiently similar to 
cause confusion. 


UnFair CoMPETITION—BAsis OF RELIEF—GENERAL 
All facts and circumstances should be taken together in determining absence or 
existence of unfair competition. 


ApPEALS—EFFECT OF TRIAL Court’s FinpiIncs—GENERAL 
Trial court’s findings should not be overturned where there was adequate evidentiary 
justification for them though, on some of the issues, as is frequently the case, there was 

evidence in the record to justify a different conclusion. 
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Courts—Conr .ict or Laws—AppLicaBLe Law 
Congress has entered and pre-empted the field of trade-mark law in its application 
to interstate commerce; federal court applies federal law to case involving only interstate 
commerce. 


Appeals from Northern District of Iowa. 

Trade-mark infringement and unfair competition suits by Sargent & Company 
and by VyLactos Laboratories, Inc. against Welco Feed Mfg. Company, Inc. 
Plaintiffs appeal from dismissal of complaints. Affirmed. 

Charles F. Meroni, of Chicago, Ill. (Rudolph L. Lowell, of Des Moines, Iowa, on 
the brief) for plaintiff-appellants. 

Jesse E. Marshall (Wilson Cornwall, Shull & Marshall, and Cornwall & Cornwall 
on the brief) of Sioux City, Iowa, for appellee. 

Before GarpnerR, Chief Judge, and Rippicx and Co tet, Circuit Judges. 

Cottet, C. J.: 

Sargent & Company, an Iowa corporation having its principal place of business 
at Des Moines, Iowa, a manufacturer of various kinds of feed for livestock, brought 
one of these actions against the Welco Feed Mfg. Company, also an Iowa corpo- 
ration with its principal place of business at Spencer, Iowa, also a manufacturer 
of livestock feeds, to enjoin the use by the Welco Company of the words “Mineral 
and Meal” in connection with the sale of hog feed. An accounting and damages 
for the alleged improper use of the foregoing words were also prayed for. The 
trial court dismissed the complaint on the merits. From that judgment Sargent & 
Company appeals. A companion suit was brought by VyLactos Laboratories, Inc., 
an affiliate of Sargent & Company, also an Iowa corporation with its principal place 
of business at Des Moines, Iowa, against the Welco Feed Mfg. Company, for the 
same relief, on account of the use by the Welco Company of the word “Drimolas” 
in connection with the sale by Welco of a livestock and poultry feed. The trial 
court also denied relief in that action and the VyLactos company appeals. The 
actions were consolidated in the trial court and are presented together on appeal. 

Sargent & Company has been engaged in the manufacture and distribution of 
livestock feeds of various kinds for a number of years. Its business is extensive 
and its operations cover fifteen states. Its plant and home office are in the State 
of Iowa. On September 11, 1939, it registered the trade name “Minral Meat Meal” 
with the State of Iowa under the provisions of the Iowa Code (Chapter 548, Code 
of Iowa 1946) providing for the registration of trade-marks, labels and advertise- 
ments, and a certificate of registration was issued to it by the State of Iowa for that 
trade name. On February 24, 1940, Sargent & Company applied for registration of 
the name “Minral Meat Meal” in the United States Patent Office under the Trade- 
Mark Act of March 19, 1920. Pursuant to that application, United States trade- 
mark registration was granted to Sargent & Company on April 1, 1941. Both of 
these registrations covered a feed for hogs which was made by a secret formula 
and consisted of a combination of minerals and proteins prepared in the form of 
meal. The state authorities of several of the states in which Sargent & Company 
operated questioned the descriptive characteristic of the word “Meat,” and pursuant 
to a claim of such state authorities that the use of the word “Meat” was mis- 
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descriptive, Sargent & Company, on October 11, 1943, filed its application in 
the Patent Office for registration of the name “Minral Meal,” describing the 
product to which the trade-mark was to be applied as feed for hogs. Pursuant to 
that application, United States Trade-Mark registration was granted Sargent & 
Company for the use of the trade-mark “Minral Meal” on June 13, 1944. On 
October 8, 1943, Sargent & Company obtained a new certificate of registration 
from the State of Iowa for the name “Minral Meal.” Sargent & Company, in 
its advertisements of this hog feed, had for a number of years prior to the filing 
of this action on December 20, 1950, been using a picture of a fat hog feeding itself 
with a spoon from an open bag. This picture was displayed upon its trucks, in its 
advertising matter, and frequently but not always on the bags in which its product 
Minral Meal was sold. It expended through the years over $300,000 in advertising 
its Minral Meal and has built up an extensive and valuable business in the manu- 
facture, sale and distribution of this product. On March 15, 1951, shortly before 
the trial of this case, Sargent & Company registered a figure of a pig or hog, 
standing upright, holding a spoon in front of an open bag, with the State of Iowa, 
under the Iowa Code, supra. 

The defendant Welco Feed Mfg. Company was established in 1941 as the 
Wood Elevator Company by Mr. Charles E. Wood, who owned that company. In 
1946 it was incorporated under the name Welco Feed Mfg. Company. It has at all 
times since 1941 manufactured mineral or mineralized types of livestock feeds. 
All of its products except Drimolas were distributed under the trade name “Sweet 
as Honey,” which was registered with the State of Iowa on October 8, 1948, under 
the Iowa Code of 1946, supra. Each of the defendant’s many livestock feed prod- 
ucts, other than Drimolas, carried the trade name “Sweet as Honey” prominently 
displayed on it, and also the particular name of the particular product. The words 
“Mineral and Meal” were prominently displayed on the bags in which defendant 
marketed its mineralized hog feed. The bags were somewhat similar in design and 
color and had thereon a picture of a hog and two pigs with spoons, dancing around 
an open bag. The defendant’s corporate name was also prominent on its adver- 
tisements and the products it sold. 

Sargent & Company’s and VyLactos’ causes of action were based upon an 
alleged infringement of their registered trade-marks “Minral Meal” and “Omalass,” 
and for unfair competition under their common-law rights to those trade names. 
The trial court made detailed findings of fact, concluding that the words “Minral 
Meal” used by Sargent & Company, and “Omalass” used by VyLactos, were de- 
scriptive. The trial court found specifically that there had been no actual confusion 
and no reasonable probability of confusion between the products manufactured by 
Sargent & Company and VyLactos Laboratories on the one hand and the defend- 
ant’s products on the other. Upon these factual findings the court concluded as a 
matter of law that the plaintiff in neither action was entitled to recover, and dis- 
missed the complaints. 

Error is assigned upon the following grounds. 


First, that Sargent & Company’s trade-mark “Minral Meal” was shown to 
have acquired a secondary meaning prior to defendant’s use of the words “Mineral 
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and Meal,” and hence the defendant was barred from using the latter words as 
descriptive of its product; 

Second, that Sargent & Company having adopted the trade-mark consisting of 
an illustration of a hog, bag, and spoon, and registered it with the State of Iowa 
and used it extensively prior to the defendant’s use of such a picture in promoting 
the sale of its product, that the use by the latter of a similar picture was a violation 
of Sargent & Company’s rights under the statute of Iowa and its common-law right 
to the exclusive use of the illustration; 

Third, that the defendant in marketing its product designated “Mineral and 
Meal” in sacks similar in design to those used by Sargent & Company, and with a 
picture thereon of a hog and two pigs with spoons, dancing around an open sack, 
wrongfully appropriated Sargent & Company’s trade-marks and designs; 

Fourth, that since the evidence showed that the defendant hired a number of 
Sargent & Company’s employees who actively participated in the development by 
defendant of its competing products, a design was thereby demonstrated to have 
existed on the part of defendant to deliberately take away Sargent & Company’s 
business by the use of their knowledge of Sargent’s customers and the similarity of 
the designs placed upon defendant’s product with the accompanying words “‘Mineral 
and Meal”; 

Fifth, that the court erred in not holding that there was a strong likelihood of 
confusion between the defendant’s use of the term “Drimolas” and the plaintiff’s 
use of the term “Omalass”; 

Sixth, that the trial court erred in not holding that the defendant encroached 
upon and intended to encroach upon the good will and trade-mark rights of plain- 
tiff VyLactos by using the same color scheme on the bag in which it marketed its 
product “Drimolas” ; 

Seventh, that the trial court erred in not holding that defendant intended to 
and did deceptively palm off its inferior and cheaper products on farmers as the 
plaintiffs’ products; and 

Eighth, that the trial court ignored the express provisions of the Iowa Code 
which merely require imitation of state registered marks as a prerequisite to relief. 

Those questions will be taken up in the order stated. 

An examination of the record discloses that the trial court’s finding that the 
terms “Minral Meal” and “Mineral and Meal” are descriptive is well supported 
by the evidence. But it is well established that although Sargent & Company’s trade- 
mark “Minral Meal” may be descriptive and not entitled to protection by reason 
of its registration or at common law, yet if the mark has been shown to have 
acquired a secondary meaning, it would be entitled to protection under the com- 
mon law. As stated in Armstrong Paint @ Varnish Works v. Nu-Enamel Corp., 
305 U. S. 315, 335, 59 S. Ct. 191, 83 L. Ed. 195: 

“Here we have a secondary meaning to the descriptive term, ‘Nu-Enamel.’ This 
establishes, entirely apart from any trade-mark act, the common law right of the 
Nu-Enamel Corporation to be free from the competitive use of these words as a 
trade-mark or trade name. As was pointed out in the Davids case, in considering 


the ten-year clause of the 1905 act, this right of freedom does not confer a monopoly 
on the use of the words. It is a mere protection against their unfair use as a trade- 
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mark or trade name by a competitor seeking to palm off his products as those of 
the original user of the trade name. This right to protection from such use belongs to 
the user of a mark which has acquired a secondary meaning. He is, in this sense, 
the owner of the mark.” 


See also Barton, et al. v. Rex-Oil Co., 29 F. 2d 474; Reardon Laboratories v. B. & B. 
Exterminators, 71 F. 2d 515; Anheuser-Busch v. Budweiser Malt Products Corp., 
295 F. 306; Chapin-Sacks Mfg. Co. v. Hendler Creamery Co., 254 F. 553; Com- 
puting Scale Co. v. Standard Computing Scale Co., 118 F. 965; Coca-Cola Co. v. 
Koke Co., 41 S. Ct. 113, 254 U. S. 143, 65 L. Ed. 189. 


That a trade-mark may, although originally descriptive, become possessed of 
a secondary meaning was recognized in the following language in Coca-Cola Co. v. 
Koke Co., supra: 


“Whatever may have been its original weakness, the mark for years has acquired 
a secondary significance and has indicated the plaintiff’s product alone.” 


But it is also well established that if the term or mark continues to be descriptive, 
although long used, its owner will not acquire a monopoly in its use. In denying 
a claim for secondary meaning of a descriptive trade name which had long been 
used, the court in Computing Scale Co. v. Standard Computing Scale Co., supra, 
noted that the weight of the evidence showed in that case that the name’s trade 
meaning accorded with its primary signification and therefore instead of ever 
standing for any manufacturer, it always stood for a class of articles—“In short, 
the name stands for a machine, and not for a maker.” And in Kellogg Co. v. Na- 
tional Biscuit Co., 305 U. S. 111, 118 [28 T. M. R. 569], where the claim was 
made that because of long use of the name “Shredded Wheat,” those words had 
acquired the secondary meaning of shredded wheat made by a particular manu- 
facturer and could not be used by another, the Supreme Court said: 


“There is no basis here for applying the doctrine of secondary meaning. The 
evidence shows only that due to the long period in which the plaintiff or its predeces- 
sor was the only manufacturer of the product, many people have come to associate 
the product, and as a consequence the name by which the product is generally 
known, with the plaintiff’s factory at Niagara Falls. But to establish a trade name 
in the term ‘shredded wheat’ the plaintiff must show more than a subordinate 
meaning which applies to it. It must show that the primary significance of the term 
in the minds of the consuming public is not the product but the producer. This 
it has not done. The showing which it has made does not entitle it to the exclusive 
use of the term shredded wheat but merely entitles it to require that the defendant 
use reasonable care to inform the public of the source of its product.” 


The trial court made no specific finding on the question of whether the trade-mark 
“Minral Meal” had acquired a secondary meaning, but it did make a definite find- 
ing that the term was descriptive at all times. That finding we approve upon the 
record. Otherwise stated, the trial court concluded that the term ‘“Minral Meal,” 
primarily referred to and designated the product and not the producer. And while 
there was evidence in the record from which the court could possibly have found 
that the trade-mark had come to denote the producer, Sargent & Company, yet 
there was ample factual justification for the trial court’s conclusion that it had not 
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and continued to merely describe the product. Under those circumstances, the 
findings preclude the application of the secondary meaning rule. 

But assuming, as Sargent & Company contends, that by its long use of the 
words “Minral Meal” those words had acquired a secondary meaning as a type of 
feed produced by Sargent & Company alone, would that justify a holding that 
Sargent & Company was entitled to a monopoly in the use of words of similar 
import such as “Mineral and Meal”? We do not think that such result would nec- 
essarily follow. Under the rule laid down in the Armstrong case, supra, heretofore 
quoted, when the words are not protected by valid statutory trade-mark, the protec- 
tion afforded by the common law “does not confer a monopoly on the use of the 
words. It is a mere protection against their unfair use as a trade-mark or trade 
name by a competitor seeking to palm off his products as those of the original user 
of the trade name.” (Italics ours.) Further in the same connection it is stated: 
“When a name is endowed with this quality, [a secondary meaning] it becomes a 
mark, entitled to protection. The essence of the wrong from the violation of this 
right is the sale of the goods of one manufacturer for, those of another.” The 
essence of the wrong is therefore the unfair use of an identical or similar mark. 
Sometimes full protection cannot be given from unfair encroachment without pro- 
hibiting entirely the use of words of similar import. See Barton v. Rex-Oil Co., 
(3 Cir.) 29 F. 2d 474. But where, as in this case, no wrongful intent is established 
and the finding is justified that no one has been deceived or is likely to be led to 
believe that the product of one manufacturer is the product of the other, the 
essence of the wrong does not exist and a necessary basis for injunctive relief is 
absent. 

On the question of whether the trial court erred in not finding that the use 
of the illustration of the hog, bag and spoon by defendant was a violation of Sar- 
gent & Company’s right to exclusive use of such illustration—the trial court found 
that the illustration was not always used by Sargent & Company on its product; 
that the use of such illustrations was very prevalent in the industry and they were 
used by many manufacturers of feed for hogs. It further found that the manner 
of the use of the illustration was not deceptive and that no one was led to believe, 
by the use of this picture, the design of defendant’s advertising or the sacks in which 
its product was sold, that defendant’s product was that of the plaintiff, or that there 
was any reasonable likelihood that such confusion, mistake or deceit would result. 
Since in our judgment the evidence justified those findings, there was no error in 
the court’s conclusion. 

Although Sargent & Company contends that the testimony of witnesses Mitchell, 
McElroy and Voss is to the contrary, yet each of those witnesses states unequivo- 
cally that there was no confusion in his mind as to whether the Welco product 
was the Sargent product, or vice versa. The conclusion might have been reached 
from the evidence of those witnesses and others that the defendant’s product was 
represented or understood to have been substantially the same type of stock feed as 
that of the plaintiff, but that question was not the issue. The question was whether 
the defendant by the use of the words “Mineral and Meal” in connection with its 
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trade-mark “Sweet as Honey” did or could palm off its product for that of the 
plaintiff. 

The third and fourth contentions advanced by Sargent & Company to the 
effect that the trial court erred in not reaching the conclusion that defendant’s 
actions constituted unfair competition are answered by what has been heretofore said 
regarding the court’s finding that there was no confusion, deception or mistake, or 
likelihood of either. 

On the question of whether there was a strong likelihood of confusion between 
the VyLactos product “Omalass” and defendant’s product “Drimolas,” the trial 
court found specifically that both products were the result of the knowledge in the 
livestock feed industry that the inclusion of molasses in such feeds was productive 
of beneficial results and that for a number of years manufacturers of livestock feeds 
had manufactured feeds with molasses as an ingredient. Such feeds are known as 
molasses-type feeds. Those manufacturing such feeds usually and generally desig- 
nated the particular feeds or feed ingredients by a particular name or mark or other 
designation. The court found from the evidence that plaintiff VyLactos’ trade- 
mark “Omalass” was intended to signify that molasses was a component part or 
an ingredient of the product, and that defendant’s trade-mark “Drimolas” was 
intended to signify the same thing. The court found that those engaged in the 
distribution of livestock feeds and ingredients for livestock feeds, and the purchasers 
of such feeds, knew and understood that the use of “malass” or “molas” or similar 
words in connection with livestock feeds meant that molasses was a component 
part thereof. In other words, the court found that both words were descriptive of 
the product. The trial court further specifically found that the use of the word 
“Drimolas” by the defendant in connection with the molasses ingredient manu- 
factured by it did not cause confusion or mistake between the defendant’s product 
and that produced by the plaintiff, nor that any deceit was practiced, or that mis- 
take or deception was reasonably likely to result. Those findings the record sup- 
ports and we may not disturb. 

The further finding that there was not sufficient similarity in color schemes, 
designs and inscriptions on the sacks to cause confusion is supported by an exami- 
nation of the record and the exhibits before us. 

Plaintiffs’ further contention that all of the facts and circumstances should be 
taken together in determining the absence or existence of unfair competition is 
correct. The argument is advanced that the court approached the whole matter 
on a piecemeal basis and having found that each alleged impropriety did not justify 
a finding of unfair competition, that the court failed to consider each matter in 
connection with the others. But we do not so construe the court’s findings. The 
trial court did treat each specific issue separately in its findings, but it also incorpo- 
rated therein the general finding heretofore noted that there had been no mistake, 
confusion or deceit, and the evidence disclosed no likelihood that any could rea- 
sonably result from the defendant’s practices. Although, as is very frequently the 
case, there was evidentiary justification for a different conclusion on some of the 
issues, yet there was adequate evidentiary justification for the general findings. 
Under those circumstances those findings should not be overturned. 
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The question of whether the Iowa Code gives to the plaintiffs rights and reme- 
dies in addition to that afforded by the general rule of the common law and the 
trade-mark laws of the United States is said to present a novel question. No 
authorities are referred to as determining the matter. But it is conceded that the 
plaintiffs’ and defendant’s operations are both very clearly interstate. The plain- 
tiffs operate in fifteen states on a very extensive scale. The defendant’s operation 
extends to twelve of these same fifteen states. The subject matter of the action 
is therefore clearly interstate. Congress has entered and pre-empted the field of 
trade-mark law in its application to interstate commerce. Although the defendant 
raised the question of the jurisdiction of a Federal District Court to hear and de- 
termine plaintiffs’ rights under the Iowa statute in the absence of diversity of 
citizenship, the plaintiffs did not present to the court below any request that that 
court grant either of them relief under the Iowa statute in the State of Iowa alone. 
Nor do they do so here. Their claim was and is that the Iowa statute should be 
applied extraterritorially to interstate commerce and in supersedence to the Federal 
Trade-Mark Laws and recognized general common law principles. Under these 
circumstances we will not speculate upon the possibility of a federal court granting 
relief in the State of Iowa alone under the provisions of the Iowa statute in the 
absence of diversity of citizenship, but will apply the Federal Law of Trade-Marks 
to this case involving only interstate commerce. And it is not suggested that the 
common law of Iowa relating to unfair competition is in any respect different from 
the common law generally applied to questions of unfair competition. Hence, 
under the facts and circumstances of this case, the pleading of the Iowa statute 
did not enlarge plaintiffs’ rights. 

Finding no error, the judgment of the trial court should be and is affirmed. 
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TRADE-MarKs—Marks INCAPABLE OF ExcCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Lanolin Plus” held descriptive of soap and cosmetics and therefore not registrable 


under 1905 Act. 
Fact that Patent Office has registered equally descriptive marks does not mean that 


it should err in this instance. 











Appeal from District of Columbia. 

Suit under R. S. 4915 by Lanolin Plus Cosmetics, Inc. again John A. Marzall, 

Commissioner of Patents, and Botany Mills, Inc. to compel issuance of registration. 

Plaintiff appeals from dismissal of complaint. Affirmed. 

James R. McKnight, of Chicago, Ill. (Emory L. Groff, of Washington, D.C., on the 
brief) for Plaintiff-appellant. 

Horst von Maltitz, of New York, N. Y. (Alfons B. Landa and Raymond C. Cushwa, 
of Washington, D. C., on the brief) for appellee Botany Mills, Inc. 

E. L. Reynolds, of Washington, D. C., for Commissioner of Patents. 
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Before Epcerton, MILLER and PretryMaNn, Circuit Judges. 
Per Curiam: 

Appellant sued under R. S. §4915, 35 U. S. C. §63, to register “Lanolin Plus” 
as a trade-mark for soap and cosmetics. The Patent Office and the District Court 
held that as applied to such articles the mark is “descriptive” and therefore not 
entitled to registration under the Trade-Mark Act of 1905, §5, 33 Stat. 725-726, 15 
U. S. C. §85(b).1 Appellant appears to be right in its contention that a number 
of similar trade-marks which the Patent Office has registered are equally descriptive. 
But the fact that the Office has erred in those instances does not mean it should 
err in this one. 


Affirmed. 


DOESKIN PRODUCTS, INC. v. UNITED PAPER COMPANY 
No. 10471—C. A. 7—April 10, 1952 


Courts—PRELIMINARY INJ UNCTIONS—GENERAL 

Purpose of preliminary injunction is to preserve status quo. 

Petition for preliminary injunction is addressed to judicial discretion of court. 

In determining motion for preliminary injunction court considers conveniences of 
the parties and possible injuries to them as they may be affected by granting or with- 
holding of preliminary relief. 

Primary question confronting Court of Appeals is whether District Court abused 
its discretion in issuing preliminary injunction; order granting such injunction will 
not be set aside unless contrary to principles of equity or result of improvident exercise 
of judicial discretion. 


AppEALS—Scope oF Re_ierF—GENERAL 
Rule 52(a) of Federal Rules of Civil Procedure provides that findings of lower 
court shall not be set aside unless clearly erroneous. 
Where the record furnishes reasonable basis for finding and action of District Court, 
Court of Appeals may not substitute its opinion for District Court finding. 
Questions going to the merits cannot be decided by Court of Appeals, on appeal 
from an interlocutory injunction. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Preliminary injunction restraining defendant’s use of “Fawn,” or pictorial repre- 
sentation of a fawn or doe and color combination on packages, as confusingly similar 
to “Doe” and pictorial representation of doe used by plaintiff, for paper napkins and 
other soft paper products, affirmed. 


Appeal from Northern District of Illinois. 

Trade-mark infringement and unfair competition suit by Doeskin Products, 
Inc. against United Paper Company. Defendant appeals from order granting 
preliminary injunction. Affirmed. 

John F. Brezina, of Chicago, IIl., for Defendant-appellant. 


1. The Patent Office proceeding was begun before July 5, 1947. Section 2e of the 
Trade-Mark Act of 1946, 60 Stat. 429, 15 U. S. C. §1052(e), is not applicable to “any suit, 
proceeding, or appeal then pending.” 60 Stat. 444. Both the old Act and the new use the 
word “descriptive.” 
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Samuel W. Kipnis, of Chicago, Ill., and Armand E. Lackenbach, of New York, 

N. Y., for appellee. 

Before Major, Chief Judge, and Kerner and Swarm, Circuit Judges. 
Swarm, C.].: 

The defendant, United Paper Company, appeals from a preliminary injunc- 
tion against use by it of the trade-mark “Fawn,” or the pictorial representation 
of a fawn or doe, as theretofore used by defendant in connection with the sale of 
paper napkins, or any trade-mark or pictorial representation confusingly similar 
thereto or to plaintiff’s trade-marks, and the color combination of brown and yellow 
or of brown and pink. 

The order for this preliminary injunction was entered in a suit by Doeskin 
Products, Inc., a New York corporation, against the defendant, a Delaware cor- 
poration, for trade-mark infringement and for unfair competition in the sale of 
paper napkins and other soft paper products. The plaintiff prayed for an injunc- 
tion, for an accounting and for damages. The day after the filing of its complaint, 
the plaintiff filed a motion for a preliminary injunction. The defendant answered 
the complaint and both parties filed affidavits. After hearing arguments on the 
motion for a preliminary injunction, the District Court made findings of fact 
and conclusions of law in favor of the plaintiff and issued the injunction “pending 
the determination of this action, and until the further order of this Court.” 

In passing on this appeal the primary question confronting us is whether the 
trial court abused its discretion in issuing the preliminary injunction. Rule 65 of 
the Federal Rules of Civil Procedure, 28 U. S. C., provides, (a), that a preliminary 
injunction shall not be issued without notice to the adverse party, and (c), without 
the applicant giving security, in such sum as the court deems proper, for the pay- 
ment of such costs and damages as may be incurred or suffered by any party who is 
found to have been wrongfully enjoined or restrained. In oral argument in this 
court it was stated that the plaintiff had filed such a bond. 

District Courts of the United States are given original jurisdiction of actions 
alleging infringement of trade-marks. 15 U.S. C. §1121. They are also expressly 
empowered to grant injunctions “according to the principles of equity and upon 
such terms as the court may deem reasonable, to prevent the violation of any right 
of the registrant of a mark registered in the Patent Office.” 15 U.S. C. §1116. 
Rule 52(a) of the Federal Rules of Civil Procedure provides that in granting an 
interlocutory injunction the court shall find the facts specially and state separately 
its conclusions of law thereon, and further provides that such findings shall not be 
set aside unless clearly erroneous. The District Court complied with the provisions 
of this Rule. 

The courts have uniformly held that a petition for a preliminary injunction is 
addressed to the judicial discretion of the District Court. Deckert v. Independent 
Shares Corp., 311 U.S. 282, 290; United States v. Corrick, 298 U. S. 435, 437-438; 
Rice G@ Adams Corp. v. Lathrop, 278 U. S. 509, 514. An order granting such an 
injunction will not be set aside by a Court of Appeals unless it is contrary to the 
principles of equity or the result of improvident exercise of judicial discretion. 
Meccano, Ltd. v. John Wanamaker, 253 U. S. 136, 141. 
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The purpose of a preliminary injunction is to preserve the object of the con- 
troversy in its then existing condition—to preserve the status quo. Missouri-Kansas- 
Texas v. Brotherhood of Ry. & S. S. Clerks, 188 F. 2d 302, 306. Or, as said in 
Benson Hotel v. Woods, 168 F. 2d 694, 696, “* * * the purpose of an injunction 
pendente lite is not to determine any controverted right, but to prevent a threatened 
wrong or any further perpetration of injury, or the doing of any act pending the 
final determination of the action whereby rights may be threatened or en- 
dangered * * *,” 

When a trial court is considering a petition for a temporary injunction, the 
proper exercise of its judicial discretion requires the weighing of the “conveniences 
of the parties and possible injuries to them according as they may be affected by the 
granting or withholding of the injunction. (Citing cases.) And it will avoid such 
inconvenience and injury so far as may be, by attaching conditions to the award, 
such as the requirement of an injunction bond (such as was done in the instant 
case) conditioned upon payment of any damage caused by the injunction if the 
plaintiff’s contentions are not sustained. (Citing cases.)” Yakus v. United States, 
321 U. S. 414, 440. In Perry v. Perry, 190 F. 2d 601, 602, the court said: “When 
a motion for preliminary injunction is presented to a court in advance of hearing on 
the merits, it is called upon to exercise its discretion ‘upon the basis of a series of 
estimates: the relative importance of the rights asserted and the acts sought to be 
enjoined, the irreparable nature of the injury allegedly flowing from denial of pre- 
liminary relief, the probability of the ultimate success or failure of the suit, the bal- 
ancing of damage and convenience generally.’ ” 

Having these general rules in mind, let us examine the record on which the 
District Court in this action ordered the preliminary injunction. The complaint, 
filed March 5, 1951, alleged that the plaintiff was, and had been for many years, 
engaged in the business of manufacturing and selling, on a nation-wide basis, paper 
napkins and other soft paper products; that for more than ten years the plaintiff 
had been the owner of various registered trade-marks, the significant part of which 
had consisted of the word “Doe” or the pictorial representation of a doe; and that 
these trade-marks had been, and were being, used on the packages containing its 
products and in its advertising. The complaint also alleged that these trade-marks 
comprised plaintiff’s most important and valuable asset. 

Plaintiff alleged further that by reason of its high quality, the merchandise 
which plaintiff manufactured and sold had come to be favorably known throughout 
the United States and was purchased by the public in large quantities; that it 
had expended large sums of money in advertising its trade-marks and its paper 
products; and that the use of any of these trade-marks on any container of paper 
products or in any advertising matter concerning such products identified the prod- 
ucts, so packaged or advertised, as having originated with the plaintiff. 

The complaint further alleged that the defendant, knowing of all of these facts 
and “desiring to arrogate to itself the benefits and advantages of the plaintiff’s said 
trade-marks, and the good will represented by said trade-marks, * * * did, in viola- 
tion of plaintiff's exclusive rights to its said trade-marks, and for the purpose of 
injuring the plaintiff herein and to deceive, mislead and impose upon and confuse 
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the customers of the plaintiff and the public in general, adopt * * *” a trade-mark 
deceptively similar to plaintiff’s trade-marks; and that the trade-mark so adopted by 
the defendant consists of the notation “Fawn” and the pictorial representation of a 
fawn or doe. 

The complaint further stated that the said acts of the defendant were an in- 
fringement on plaintiff’s rights; that the defendant refused plaintiff’s demand that 
defendant discontinue the use of the trade-mark “Fawn” and the use of its pictorial 
representation of a fawn or doe; and that by reason of defendant’s said acts, plain- 
tiff’s trade had been, and would continue to be, unlawfully interefered with and 
would be irreparably injured and damaged by the divergence of customers, unless 
the defendant was enjoined pendente lite and permanently. 

For a second cause of action the plaintiff alleged the same facts as above and 
the additional allegations that the defendant had adopted and was using on its 
paper napkin cartons a color scheme substantially similar to the color scheme 
which the plaintiff was using and had used for many years, and that, by reason 
thereof, confusion was likely to arise in the minds of the purchasing public as to 
the source or origin of the goods of the respective parties, and that, therefore, the 
defendant had been and was then unfairly competing with the plaintiff and was 
unlawfully interfering with the plaintiff’s business. 

On the day following the filing of its complaint, the plaintiff filed its motion 
for a preliminary injunction to which were attached the affidavits of Emanuel Katz, 
plaintiff’s president, and of Armand E. Lachenbach, its attorney, and certain exhibits 
consisting of samples of the pasteboard cartons which the plaintiff and the defendant 
had been, and were then, actually using for the packaging of their paper napkins 
and other products. 

Katz said that in November 1950 it was first brought to his attention that the 
defendant was selling paper napkins under the trade-mark “Fawn,” with the pic- 
torial representation of a fawn or doe on the cartons; and that such cartons used 
by the defendant were obviously in simulation and imitation of plaintiff’s trade-mark 
“Doe” and bore a substantial duplicate and simulation of the picture of the doe or 
fawn which constituted one of plaintiff’s trade-marks. 

The defendant’s unverified answer admitted that “plaintiff's merchandise has 
been of excellent material and good workmanship and has been purchased in large 
quantities”; that plaintiff has used the notations “Doe” and “Doeskin” and the 
pictorial representation of a doe in connection with tissues and napkins as illus- 
trated by containers and wrappers filed in this cause; and that the plaintiff was 
and is the owner of record of the United States trade-mark registrations as alleged 
in the complaint, although defendant questions the validity of the trade-mark of 
the pictorial representation of a doe because of its descriptiveness and descriptive 
significance. 

Defendant’s answer also denied that the defendant desired to arrogate to itself 
any benefits or advantages of plaintiffs trade-marks, good will or advertising. The 
defendant admitted its use of cartons for paper napkins (like plaintiff’s exhibit 10) 
but denied bad faith and that such use violated any exclusive rights of plaintiff. 
Defendant admits that it refused plaintiff's demand to stop using the trade-mark 
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“Fawn” and the pictorial representation of a fawn on its cartons. The defendant 
denied that the color scheme it used on its cartons was substantially similar to that 
used by the plaintiff and also denied that any of its acts in using its cartons would 
hinder, interfere with, injure or damage the plaintiff, or that any of its acts had 
been in unfair competition with the plaintiff. 

With its answer the defendant filed the supporting affidavits of Louis Well- 
house, Jr., its president, and of Walter L. Gold, its sales manager. In addition to 
the facts shown by the complaint and admitted in the answer, these affidavits re- 
vealed that the defendant also distributed and sold its products throughout the 
major portion of the United States; that about November 1949 the defendant began 
using the trade-mark “Fawn,” the picture of a fawn and the color scheme, all as 
shown on plaintiff's exhibit 10. These affidavits on behalf of the defendant pointed 
out differences in the cartons used by plaintiff and defendant which the affiants 
claimed distinguished the two and would prevent confusion to the public. These 
affiants stated that the color scheme used on the defendant’s cartons was novel and 
distinctive and was originated and popularized by the defendant. 

With these pleadings, affidavits and the physical samples of the cartons before 
it, and after having heard the arguments of counsel for the parties, the District Court 
made findings of fact and conclusions of law for the plaintiff on its motion for 
preliminary injunction and entered an order for the preliminary injunction. 

The salient facts on which the District Court acted were not seriously disputed. 
The defendant did and still does contend that its carton, with the notation “Fawn,” 
the pictorial representation of a small deer and its color scheme, is not confusingly 
similar to the plaintiff’s carton, with its notation “Doeskin,” the picture of a small 
deer and its color scheme, but the District Court had the actual samples of the 
cartons before it and we cannot say that its findings or conclusions were clearly 
erroneous. 

We are not permitted to substitute our opinion for the finding of the District 
Court where, as here, the record furnishes a reasonable basis for the finding and 
action of the District Court. Defendant points to nothing in this record which 
would provide a reason for holding that the District Court, in entering this order, 
either violated the principles of equity or abused its judicial discretion. 

Counsel for both parties both in their briefs and in their oral arguments before 
this court have addressed themselves primarily to the merits of this case. A question 
going to the merits of a case cannot be decided by us on appeal from an order 
granting an interlocutory injunction. As said in Meiselman v. Paramount, 180 
F. 2d 94, 96: “It is well settled that an application for interlocutory injunction 
may not be availed of to secure a piece-meal trial nor as a means whereby an 
opinion as to the applicable law may be extracted from the appellate court in 
advance of final hearing. Advantageous though this might be to the parties in 
some cases, the proper administration of justice requires * * * that the appellate 
court have the case completely before it when it declares the law applicable thereto.” 

In Mayo v. Lakeland Highlands Canning Co., 309 U. S. 310, 316, the Supreme 
Court, in passing upon a case where a Three Judge District Court in granting a 
preliminary injunction against enforcement of a state statute had found that the 
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act was unconstitutional and that the state officials had failed to comply with the 
act, said: “We think the court committed serious error in thus dealing with the 
case upon motion for temporary injunction. The question before it was not whether 
the act was constitutional or unconstitutional; was not whether the Commission had 
complied with the requirements of the act, if valid, but was whether the showing 
made raised serious questions, under the federal Constitution and the state law, and 
disclosed that enforcement of the act, pending final hearing, would inflict irrepar- 
able damages upon the complainants.” 


In Chicago Great Western Ry. Co. v. Chicago, Burlington & Quincy R. Co., 
193 F. 2d 975, 978, the court said: “The other contentions urged on behalf of 
defendant go to the merits of the controversy between the parties. These issues 
are substantial and cannot properly be determined in advance of the trial of the 
case on its merits. * * * counsel for defendant has briefed and argued the issues 
as if they had been determined on the merits and insist that we determine them 
on this appeal. This we must decline to do. * * * “The decision of the trial court 
on granting the motion for preliminary injunction will not estop either of the 
parties on the trial of the case on its merits, nor would any determination of those 
questions by this court on appeal be binding on the trial court nor upon either of 
the parties in considering and determining the merits of the controversy.’ ” 
The order of the District Court granting the preliminary injunction is affirmed. 

















F. JACOBSON & SONS, INC. v. JAYBERN FABRICS, INC. 
No. 5863—C. C. P. A—April 8, 1952 










TrapDE-Marks—ConFUSING SIMILARITY—PARTICULAR INSTANCES 
“Jaybern,” used on piece goods, held confusingly similar to “Jayson,” used on 
clothing for men and women, under 1946 Act. 






TRADE-MAarRKS—CONFUSING SIMILARITY—GENERAL 











OpposiTions—Basis OF RELIEF—-GENERAL 

Where facts of record, considered in their entirety, create doubt that applicant’s 

mark would not result in confusion on the part of purchasers, such doubt should be 
resolved in favor of opposer and against newcomer to the field. 






Appeal from Commissioner of Patents. 
Trade-mark opposition by F. Jacobson & Sons, Inc. against Jaybern Fabrics, 
Inc. Opposer appeals from dismissal of notice of opposition. Reversed. 
J. T. Basseches, for Opposer-appellant. 
Morris Kirschstein, for appellee. 
Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JoHNSON, and WorLEy, 
Associate Judges. 
Wor ey, J.: 
This is an appeal from the decision of the Commissioner of Patents, 87 U. S. 
P. Q. 114, in a trade-mark opposition proceeding in which the commissioner 
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reversed the decision of the Examiner of Trade-Mark Interferences who had sus- 
tained the opposition of opposer. 

It appears from the record that Jaybern Fabrics, Inc., hereinafter referred to 
as applicant, applied for registration under the Lanham Act (Trade-Mark Act of 
1946) of the word “Jaybern,” serial No. 535,041, filed September 19, 1947, for 
use on “* * * Piece Goods Consisting of Wool, Cotton, Rayon and Mixtures 
Thereof.” It alleged that the mark had been used on its goods since 1944. 

In its notice of opposition, F. Jacobson & Sons, Inc., hereinafter referred to 
as opposer, alleged use and ownership of four prior registrations, one of which 
consists of the word “Jayson,” registered August 5, 1941, for use on “Men’s Collars 
and Cuffs, Men’s Dress and Negligee Shirts with Attached Collars or with 
Matched, Detached Collars, and Men’s Pajamas.” The identical mark was like- 
wise registered October 10, 1944, for use on “Ladies’ Sportswear and Play Clothes 
—Namely, Tennis Dresses, Badminton Dresses, Slacks, Shorts, Sports Dresses, Sun- 
Back Dresses, Blouses, and Sports Shirts—.” The August 5, 1941, registration of 
the word “Jayson” as well as the October 10, 1944 registration was prior to the 
date of first use of its mark alleged by applicant, therefore, there is no question of 
first use herein. 

Neither party took testimony but both parties submitted briefs before oral 
argument here. 

In sustaining the notice of opposition, the Examiner of Trade-Mark Interfer- 
ences stated 

The goods for which applicant seeks registration comprises piece goods adapted 

for use in the manufacture of articles of clothing of the kind sold by the opposer; 

and it has long been recognized that products in these two categories are so 

inseparably related in character that the sale thereof under the same or confusingly 

similar trade-marks would be likely to cause confusion or deception of purchasers. 

Ex parte Graymoor Fashions, Inc., 79 U. S. P. Q. 423; The Enro Shirt Company v. 

Raytron Fabrics, Inc., 75 U. S. P. Q. 362; and cases therein cited. The applicant in 

effect takes the position that, in the absence of evidence upon the point, it is 

improper here to assume that its piece goods are in fact adapted for use in making 
garments. The applicant’s goods, however, for the purpose of this case must be 
regarded as including all goods reasonably falling within the scope of the broad 
description thereof contained in its application. General Foods Corp. v. Casein 

Co. of America, Inc., 515 O. G. 562, 108 F(2) 261, C. C. P. A.; Remington Rand, 

Inc. v. Rex-O-Graph, Inc., 73 U. S. P. Q. 118; Standard Oil Co. of N. J. v. 

Eddington Metal Specialty Co., 77 U. S. P. Q. 399; Ex parte Graymoor Fashions, 

Inc., supra. And the piece goods so described obviously comprise fabrics customarily 

employed in making the identical items of wearing apparel sold by the opposer. 


He further held that the marks themselves were too closely alike to enable their con- 
current use upon the involved goods without reasonable likelihood of confusion or 
deception of purchasers. 

In reversing the examiner, the Commissioner of Patents held that the involved 
goods were specifically different; that there was no evidence that the goods were 
sold to the same class of purchasers; that the marks themselves could not be con- 
fused; and that there was no evidence to show likelihood of confusion. 

The question before us is, of course, as was stated by the commissioner, 
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“* * * whether the mark of the applicant so resembles a mark of the opposer 
as to be likely, when applied to the goods of the applicant, to cause confusion or 
mistake or to deceive purchasers.” 

To us the words “Jayson” and “Jaybern” appear to be quite similar. It is to 
be noted that each consists of two syllables; that the first syllable in each mark is 
identical with the other; that the last letter in the last syllable of each is an “n”; 
and that both marks are written in script; moreover, it is to be noted that both 
corporations here involved are located in the city of New York, New York; and 
that both operate in intrastate as well as interstate commerce. 

The above facts, considered in their entirety, create a doubt in our minds 
that the use of applicant’s mark would not result in confusion on the part of the 
purchasing public. We feel that such doubt should be resolved in favor of the 
opposer and against the newcomer to the field. Skelly Oil Co. v. The Powerine 
Co., 24 C. C. P. A. (Patents) 790, 86 F. (2d) 752, 32 U.S. P. Q. 51; G. H. Pack- 
wood Manufacturing Company v. The Colfax Corporation, 37 C. C. P. A. (Pat- 
ents) 1195, 183 F. (2d) 196, 86 U.S. P. Q. 410. 

Under the facts herein, it is our opinion that the decision of the Commis- 
sioner of Patents should be, and it is hereby, reversed.* 

Jounson, J. dissents. 


THE ALLIGATOR COMPANY v. LARUS & BROTHER COMPANY, INC. 
No. 5837—C. C. P. A.—March 31, 1952 


OpposITions—BAsIs OF RELIEF—GENERAL 

1946 Act contains no provision such as third proviso of Section 5 of 1905 Act 
which prohibited registration of mark consisting merely of a name of a corporation. 

In view of the statutory changes, under 1946 Act, to succeed in an opposition it 
is no longer necessary to prove that the goods of the parties possess the same descriptive 
properties, as was previously required under the 1905 Act, but it is still necessary to 
show likelihood of confusion. 

On facts of record, opposer held to have failed to establish applicability of Sections 
2(a), 44(g) or 44(h) of 1946 Act. 


TraDE-Marks—Marxks Not ConFrusinGcLty SiMILAR—PARTICULAR INSTANCES 
On facts of record held that neither registered composite marks, consisting of 
representations and caricatures of alligators and the word “Alligator,” nor labels presented 
showing the marks as used are confusingly similar. 


TrRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining matter of resemblance, composite marks must be considered as 
entireties. 
To find features which opposer emphasizes as establishing resemblance between 
its marks as used and that of applicant, resort must be had to the labels presented rather 
than to the drawings or prints of the marks themselves. 


* Jackson, J. sat during the argument in this case but retired April 1, 1952, before the 
opinion was fully prepared. He was recalled in conformity with Section 294 (c) (d), Title 
28 U. S. C. to participate in the decision and did so. 
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Trape-Marxs—Goops or DiFFERENT CLASSES—PARTICULAR INSTANCES 
Rainwear, sportswear and miscellaneous items such as tobacco pouches, aprons 
and beauty caps held so completely different in nature, classification and use from 
tobacco and tobacco products including cirgars, cirgarettes and snuff that there is no 
likelihood of confusion. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by The Alligator Company against Larus & Brother 
Company, Inc. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Zabel and Gritzbaugh (Thomas L. Mead, Jr., Bayard Jones, and Max W. Zabel, 

of counsel), for Opposer-appellant. 

A. Yates Dowell, for appellee. 
Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON, and WorLEy, 

Associate Judges. 

GarreETT, C.]J.: 

This is an appeal from the decision of the Commissioner of Patents, speaking 
through Assistant Commissioner, Honorable Joe E. Daniels, 86 U. S. P. Q. 332, 
affirming that of the Examiner of Trade-Mark Interferences dismissing appellant’s 
notice of opposition to the application of appellee for a trade-mark registration on 
the Principal Register under the Trade-Mark Act of July 5, 1946, commonly 
known as the Lanham Act,! and according appellee the right to register. 

The mark which appellee seeks to register consists of the word “Alligator” in 
capital letters enclosed within an oval-shaped ring which rests upon a base that 
simulates alligator leather. At the top of the ring there is a caricature of an alli- 
gator standing upright on its hind legs with curved tail, the tip of which points 
toward the back of the body. In the right paw there is what is assumed to be a 
representation of a “walking stick,” or cane, and the corresponding left member 
holds a representation of a cigarette. In front of the head, which is placed at 
practically a right angle to the body, three circles are shown which represent rings 
such as those frequently blown by smokers, particularly by cigarette smokers. 

Appellee’s application is for registration of the composite mark as a trade-mark 
“for tobacco and tobacco products, namely smoking tobacco, chewing tobacco, 
cigars, cigarettes, and snuff.” November 12, 1946, was alleged as the date on 
which it was “first used in commerce which may be lawfully regulated by Congress.” 
This is a date long subsequent to the time when appellant acquired ownership 
and registration of marks which it pleaded in its notice of opposition, as herein- 
after stated. 

With respect to the grounds of appellant’s opposition, we quote the following 
statement from the decision of the Examiner of Trade-Mark Interferences: 

The opposer’s right of action is predicated upon general allegations of confusion 
in trade and unfair competition and more specifically (1) upon allegations of prior 
use by opposer of the word “Alligator” as a corporate name and trade name, as well 


as a trade-mark upon rainwear and sportswear, such as raincoats, topcoats and jackets 
and that the word “Alligator” has become strongly associated in the public mind 


1. The Act was formulated by the Committee on Patents of the House of Representatives 
of which Honorable Fritz Lanham of Texas was Chairman at the time of the passage of the 
bill by the Seventy-Ninth Congress. 
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with opposer’s business and reputation; (2) allegations of ownership by opposer 
of the trade-mark Registrations Nos. 75,365, 251,201, 268,072, 346,241, 346,414 and 
358,254, “which embody the word ‘Alligator’”; (3) allegation of prior use by 
opposer of pictorial representations of an alligator, in connection with advertisements 


ALLIGATOR 


APPLICANT’S MARK 


OPPOSER’S MARK 


of its products; (4) allegation of prior use by opposer of a distinctive commercial 
signature “which appears on its advertisements and elsewhere” and which is char- 
acterized by “the use of shaded capital letters for the word ‘Alligator’ and by the 
use of script for the word describing the goods, the latter word appearing directly 
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under the former” which commercial signature, petitioner alleges, applicant has 
copied; and (5) allegation of prior manufacture and sale by opposer of “other prod- 
ucts, such as sheets, ground blankets, curtains, awnings, tarpaulins, tobacco pouches, 
hospital sheeting and baggage covers.” As a statutory ground of opposition, the 
opposer relies upon the first clause of section 2 (d) of the Act of 1946 and upon 
sections 2 (a), 44 (g) and 44 (h) of the same Act. 


Of the various registrations pleaded by appellant the only one which shows 
a pictorial representation of an alligator is No. 75,365, which originally was regis- 
tered September 28, 1909, in the name of a predecessor in business of appellant. 
It was renewed to appellant September 28, 1949. 

For the purposes of visual comparison we here reproduce prints, the first being 
that of appellee and the second that of appellant. 

Much testimony was taken on behalf of both parties and many exhibits were 
placed in evidence. Briefs for both parties were filed in the Patent Office and 
oral arguments presented. The decisions—both that of the examiner and that of 
the Assistant Commissioner—evidence careful study of the factual record and full 
consideration of the questions of law arising from the changes made in the trade- 
mark registration statutes. 

One of the changes from the Trade-Mark Act of February 20, 1905, relates 
to the registration of names. 

The third proviso of section 5 of that act read in part: 


* * * That no mark which consists merely in the name of * * * [a] corporation * * * 
shall be registered under the terms of this Act. 


That provision had no relation whatsoever to the question of confusion in 
trade or unfair competition. Hence, applications to register merely corporate 
names were rejectable without any reference to the question of confusion. 

Appellee here, in fact, first applied for registration under that act, but its 
application was summarily refused, the name of appellant being cited as a statu- 
tory bar. Appellee thereupon converted its application into one under the Lanham 
Act, which has no provision such as that which was present in the third provision 
of section 5 of the 1905 Act, a portion of which is quoted, supra. 

Another vital change respecting the registration of trade-marks relates to the 
phrase “same descriptive properties.” 

Section 5 of the 1905 Act read: 


Sec. 5. That no mark by which the goods of the owner of the mark may be 
distinguished from other goods of the same class shall be refused registration as a 
trade-mark on account of the nature of such mark unless such mark— 

* * e + 


* * * Provided, That trade-marks which are identical with a registered or known 
trade-mark owned and in use by another and appropriated to merchandise of the 
same descriptive properties, or which so nearly resemble a registered or known trade- 
mark owned and in use by another and appropriated to merchandise of the same 
descriptive properties as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers shall not be registered: * * *. (Italics supplied.) 


For the foregoing the Lanham Act substitutes the following in section 2 thereof: 


No trade-mark by which the goods of the applicant may be distinguished from 
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the goods of others shall be refused registration on the principal register on account 


of its nature unless it— 
* * 2 * — 


(d) Consists of or comprises a mark which so resembles a mark registered in the 
Patent Office or a mark or trade name previously used in the United States by 
another and not abandoned, as to be likely, when applied to the goods of the applicant 
to cause confusion or mistake or to deceive purchasers: * * *. (Italics supplied.) 


In view of the foregoing changes, the Assistant Commissioner, in the course 
of his decision in the instant case, said: 

* * * It is no longer necessary to establish that the goods of the parties possess the 

same descriptive properties, as was previously required under Section 5 of the Trade- 

Mark Act of 1905, and it has been held by the Patent Office in ex parte matters 

that the new section provides a more flexible test which will require refusal of registra- 

tions in cases where there is likelihood of confusion, mistake or deception, even 
though the goods fall into different categories, while presumably permitting registra- 

tion in the case of goods which fall within the same general class, but where it is 

apparent that confusion is unlikely. Ex parte Quaker Hair Goods Co., 627 O. G. 

927, 82 U.S. P. Q. 445. 

It is noted that the decision in the cited case, like that in the instant case, was 
rendered by Assistant Commissioner Daniels. It is our opinion that he correctly 
stated the legal effect of the change in statutory language. 

We agree also with his further statement that “it is still necessary, however, 
to establish likelihood of confusion,” and we anticipate that, at least for a time, 
difficulties probably will arise frequently over this question in the administration 
of the new act. 

As stated, in substance, in the decision of the Examiner of Trade-Mark In- 
terferences quoted, supra, appellant is the owner of five registered marks which 
include the word “Alligator,” printed with different styles of type, but which do 
not include a pictorial representation of an alligator, and the registrations antedate 
the claim by appellee for beginning use of its mark. 

In addition to the registered marks pleaded in the notice of opposition, there 
were introduced in evidence labels showing caricatures of alligators in different dis- 
torted poses. They are not carrying canes nor smoking cigarettes, but seem to be 
trudging through heavy showers of rain, whereby, we assume, it is expected that 
they will be associated in public thought with raincoats and other waterproof 
garments of the kind manufactured by appellant. Some of the labels show the 
word “Rainwear” arranged on them. These are in different styles of type and their 
location on the labels varies with reference to the word “Alligator” and the distorted 
figure. 

It is noted that the Examiner of Trade-Mark Interferences stated: 

* # * opposer’s use of caricatures of an alligator in various positions in connection 


with some of its advertisements of its rainwear and sportswear prior to 1946 is not 
disputed by applicant and is deemed established by the evidence. 


However, he added: 
There is no positive proof that any alligator caricature or even normal pictorial 
representation of an alligator was ever actually used by opposer as a mark on any of 
its goods sold in commerce. (Italics supplied.) 
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The use of the distorted figures by appellant seems to have been in newspaper 
and magazine advertisements, window displays, and the like, and not for application 
to the goods being so advertised. 

With its original application under the 1905 Act appellee also filed specimens 
of its labels, one of which is contained in the record. It shows the word “Cigarettes” 
in script below the word “Alligator” in the oval described. The word “Cigarettes” 
is not shown in the drawing filed with appellee’s application for registration and 
so actually forms no part of the application involved. 

It is obvious that there is practically no resemblance in appearance between the 
composite registered marks pleaded by appellant and the composite mark which 
appellee seeks to register. Each contains the word “Alligator,” it is true, but the 
style of type used in printing it in appellant’s registration clearly is different from 
the style of that used by appellee. 

If this were a case under the 1905 Act, that difference would be immaterial in 
view of the arbitrary prohibition of the registration of a corporate name, but the 
situation is quite different under the 1946 Act where the question involved is 
likelihood of confusion respecting origin of the merchandise. 

When determining the matter of resemblance, it is elemental that composite 
marks must be considered as entireties. 

To find the features which appellant particularly emphasizes as establishing 
resemblance between its marks as used and that of appellee as it was stated to be used 
when the latter’s application was filed, resort must be had to the labels presented 
rather than to the drawings, or prints, of the marks themselves, and it is our very 
positive view that even the labels of the respective parties do not disclose any 
resemblance upon which a finding of likelihood of confusion properly may be 
predicated. Appellee’s word “Cigarettes,” which as hereinbefore stated is not in- 
cluded in the design for which registration is sought, is in script that does not 
simulate the style of appellant’s word “Rainwear” nor other of its word notations 
not included in any one of its registrations. As for the respective grotesque alligator 
figures, they appear to us about as dissimilar as distorted figures of any animal could 
very well be. It is not established to our satisfaction that appellee’s mark, either 
as it is proposed for registration or as it is shown to have been used with the word 
“Cigarettes” included, so resembles any one of appellant’s registered marks, or any 
mark or trade name previously used in the United States by appellant, that it 
would be likely, when applied to the goods of appellee, to cause confusion or 
mistake or to deceive purchasers. 

However, even if we be deemed mistaken as to the matter of resemblance 
between the marks of the respective parties, surely no confusion or deception possibly 
can be likely to arise from the registration and use of appellee’s mark when the 
character of the merchandise of the respective parties is taken into consideration 
as, of course, it must be. 


Upon this the Examiner of Trade-Mark Interferences said: 


It is the opinion of the examiner that the respective goods of the parties are so 
completely different in nature, classification and use, and are sold through so widely 
different trade channels, that there is no likelihood of confusion, or mistake in 
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trade or deception of purchasers by the simultaneous use of the respective marks 
of the parties on their respective goods. 


Pursuing the same thought the Assistant Commissioner declared: 


Since the goods differ to such a substantial extent I am not convinced that 
even the widest recognition of opposer’s mark would cause a potential customer of 
cigarettes to associate them with the opposer’s products or suggest that they emanate 
from the same source even when bearing the same mark. 


We are in entire harmony with those holdings. 

Sufficient has been said, we think, concerning appellant’s reliance upon section 
2 (d) of the Lanham Act. 

Appellant suggests that the registration “can” be denied under section 2 (a) 
of the Lanham Act which, in effect, prohibits the registration upon the principal 
register established by the act of a mark which 


Consists of or comprises immoral, deceptive, or scandalous matter; or matter which 
may disparage or falsely suggest a connection with persons, living or dead, institutions, 
beliefs, or national symbols, or bring them into contempt, or disrepute. 


The brief for appellant suggests the applicability of the phraseology “falsely 
suggests a connection with persons, living or dead,” but it fails to point out any 
persons living or dead with whom there is a suggestion in the mark of any connec- 
tion, and we fail to discern any applicability of the phraseology to the state of 
facts here existing. 

With respect to sections 44 (g) and 44 (h), also invoked by appellant, the 
Commissioner said: 

* * * These deal with rights of foreign nationals and do not relate to registrations, 

and are not considered pertinent. 

Appellant alleges that there was error in the interpertation of those portions 
of the sections, but fails to point out satisfactorily wherein the error lay. We do 
not discern their applicability here. 

We commend to those interested in the interpretation of the Lanham Act a 
careful reading of the decisions by the tribunals of the Patent Office in the instant 
case. 

The decision of the Commissioner is affirmed. 


O’ConnkELL, J., dissenting: 


The court in the prevailing opinion of this case has enunciated the novel 
doctrine that compared with the Act of 1905, the Trade-Mark Act of 1946 provides 
a positive sanction for the complete, over-night appropriation of a long-established 
mark and well-known trade name previously used in the United States by another, 
and not abandoned, provided the appropriated mark or trade name under the 
Act of 1946 is applied by the applicant for registration to unrelated goods. 

The case at bar thus reverses the field with respect to previous trade-mark 
decisions of this court, such as Radio Corp. of America v. Rayon Corp. of America 
(Radios and rayon fabrics), 31 C. C. P. A. (Patents) 808, 139 F. 2d 833, 60 
U. S. P. Q. 246; and Tidy-House Paper Products, Inc. v. Tidy House Products Co. 
[Unrelated household products, Appeal No. 5768], 38 C. C. P. A. (Patents) 1099, 
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1103, 189 F. 2d 280, 89 U.S. P. Q. 599. If the decision of the majority in the instant 
case is sound, and a revolutionary result has been actually attained because of a 
change in the law of trade-marks, many of our previous and outstanding judgments 
must be reopened and reversed. 

The precise point here in issue was determined with a directly contradictory 
result, however, by the court in Safeway Stores, Inc. v. Dunnell, 9 Cir., 1949, 172 F. 
2d 649, 80 U.S. P. Q. 115, certiorari denied, 337 U. S. 907. The Circuit Court of 
Appeals there cited numerous cases of this and other federal courts establishing 
that a trade name had been denied registration to an applicant under the Act 
of 1905 for use on unrelated goods and that— 

The principle of these cases, decided under the Trade-Mark Act of February 

20, 1905, is now incorporated in the Lanham Act, 15 U. S. C. 1051 et seq., 15 

U. S. C. A. §1051 et seq., which became effective July 1947, after the judgment in 

the district court and prior to the taking of this appeal and, under section 47(b), 

60 Stat. 445, 15 U. S. C. A. $1051 note, is here applicable. It prohibits registration 

as a trade-mark of a mark “which so resembles * * * a mark or trade name previously 

used in the United States by another and not abandoned, as to be likely, when applied 

to the goods of the applicant, to cause confusion or mistake or to deceive the pur- 

chasers * * *.” 15 U.S. C. §1052(d), 15 U. S. C. A. §1052(d). Even though “Safe- 

way” was not appellant’s “name” within the literal language of the old statute, 

as we hold it is, it is plainly appellant’s “trade name” within the express language 

of the Lanham Act. 


The majority in defining its position in the instant case directly overlooked 
the specific provisions of the Act of 1946 by which the registrant of an unabandoned 
trade-mark is entitled to effective protection by the courts, and the tribunals of the 
Patent Office, against acts of unfair competition;! that the term “trade name” 
employed in the statute is thereby defined to include the name of a corporation 
engaged in trade or commerce and capable of suing and being sued in a court of 
law;? and that the omission from the new act of the prohibitory corporate name 
provision of the Act of 1905 was to permit the advantages of registration to marks 
which constituted the dominant portion of a corporate name which that corporation 
had acquired through prior use.® 

The record discloses that during the past forty years appellant has been the 
manufacturer of the “Alligator” brand of rainwear, also sportswear, ponchos, and 
miscellaneous items, such as tobacco pouches, aprons, and beauty caps; that the 
high quality of appellant’s merchandise and the hundreds, even thousands, of dis- 
tinguished merchants and dealers throughout the nation who have handled appel- 
lant’s goods have given appellant’s products a reputation for class and distinction; 
that appellant’s nationwide advertisements in publications such as Life, Collier’s, 


1. Cf. Daphne Robert, “The New Trade-Mark Manual,” pages 165-180, 191-192. See 
also sections 44 (g), (h), and (i): Schechter Corp. v. United States, 295 U. S. 495, 532; 
Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., 3 F. Supp. 487: Ronson Art 
Metal Works, Inc. v. Fink, 73 U. S. P. Q. 124, 126; Tecla Corp. v. Tecla, Ltd., 15 T. M. R. 
494; Derenberg, “The Patent Office as Guardian of the Public Interest in Trade-Mark Pro- 
ceedings,” Vol. 14, Law and Contemporary Problems, pages 288, 305-306, Duke University 
School of Law, 31 Journal of the Patent Office Society, 647, 675. 

2. Sec. 45. 

3. Robert, “The New Trade-Mark Manual,” pages 57-58, citing Cracker Jack Com- 
pany v. Aspergren Co., 15 T. M. R. 427. 
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and The Saturday Evening Post have been continued month after month, year in 
and year out; that appellant’s dealers everywhere have likewise advertised appel- 
lant’s goods very extensively in local newspapers and maintain elaborate window 
and floor displays which feature appellant’s goods and the trade-mark “Alligator,” 
which is also the name of the appellant corporation; and that appellant designed 
an original caricature and consistently used the same for several years prior to 1946 
in a trade-mark sense to lend distinctiveness and animation to its wide variety of 
advertising. 

Section 45 of the Act of 1946 provides that an owner’s mark shall be protected 
if it is placed in any manner on the goods or on “the displays associated therewith.” 
Appellant’s mark, commercial signature, and caricature, actually used by appellant 
for years, are likewise entitled to protection at common law, apart from registration. 
Reproduction herewith of the words and caricature of applicant’s mark, together 
with appellant’s commercial signature and advertising layout, all of which is collated 
from the exhibits of record, disclose the precise extent of the applicant’s appropria- 
tion. 

One who pirates a trade-mark, like one who steals an invention or a copy- 
righted book or play, may be expected to introduce minor variations to conceal and 
shelter the piracy. The only significant difference between the contested matter 
here in issue is, as stated by the examiner, that appellant’s original caricature is not 
like that of appellee’s “carrying a cane and a cigarette and blowing smoke rings.” 
Against such burlesque, the examiner and the commissioner at the outset should 
have applied the equitable principle of estoppel; a new and specific obligation with 
which each of them, as well as the courts, have been endowed by the provisions of 
the Act of 1946 so as to avoid the injustices which resulted under the limitations of 
the Act of 1905.5 

While the use of cigarettes may bring real or imaginary comfort to hosts of 
people, such use is regarded by hosts of others as an unsanitary, repugnant habit, 
dangerous not only to the health of the smoker, by reason of inherent tar and 
nicotine, but also to property and timberlands throughout the country by reason of 
fire. The rule that a judge is not to shut his eyes to what everybody of intelligence 
knows, the Circuit Court for the District of Columbia held, applies for obvious 
reasons with peculiar force to proceedings in the Patent Office. Re Excelsior Shoe 
Co., 40 App. D. C. 480, 481. 

A number of cases of actual and inevitable confusion in trade were estab- 
lished here by the record but were ignored. It is common knowledge that emergency 
rainwear is sold adjacent to or from the same shelves as cigarettes and tobacco 
in chain stores such as United, Schulte, Whelan, and Peoples. Furthermore, no one 
exercising authority in the matter should reject the authorities hereinbefore cited 





4. Lucky Heart Laboratories, Inc. v. Morton G. Neumann, 33 C. C. P. A. (Patents) 
Lag ao F. Od 519, 520, 69 U. S. P. Q. 393; Yale Electric Corporation v. Robertson, 26 
5. Sec. 19. In all inter partes proceedings equitable principles of laches, estoppel, and 
acquiescence, where applicable may be considered and applied. The provisions of this section 
shall also govern proceedings heretofore begun in the Patent Office and not finally determined. 
See also Robert, “The New Trade-Mark Manual,” pages 220-221. 
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by appellant whereby courts of competent jurisdiction have previously established 
that smoker’s supplies on the one hand and clothing and sportswear on the other 
may have an almost identical relationship.® 

The majority correctly holds that use of the bewildering or “bugbear” term, 
“goods of the same descriptive properties,”? has been abolished by the Act of 1946. 
However, for the abolished term, and on the same basis, use of the new and un- 
authorized idea of “closely related” goods may not be substituted as the test for 
confusing similarity. The phraseology employed in the Trade-Mark Act of 1905, 
namely, “goods of the same descriptive properties,” and “goods of the same class” 
have been heretofore judicially determined to be related goods within the purview 
of the statute. Philadelphia Inquirer Co. v. Coe, 133 F. 2d 385, 386, 389, certiorari 
denied, 318 U. S. 793. It would appear therefore that under the procedure estab- 
lished here by the majority the court in reality adheres to the application of the 
provisions of the Act of 1905. Compare Muralo Co. v. National Lead Co., 36 App. 
D. C. 541, and The White Company v. Vita-Var Corporation, 37 C. C. P. A. 
(Patents) 1039, 182 F. 2d 217, 86 U. S. P. Q. 84. 

Perhaps, as some crusader and certain government officials suggested in the 
halls of Congress during the hearings regarding the enactment of the Act of 1946,§ 
a company which has owned a trade-mark of world-wide reputation for forty or 
fifty years has had the mark long enough and should be required now to share it 
with others who don’t have the money to advertise or market the same kind of 
goods under the same trade-mark. That concept was wholly rejected by Congress, 
however, and the new Act must now be enforced by the courts as the provisions 
thereof were written and incorporated into the law. 

Appellant’s mark is nowise descriptive of the goods with which it is used and 
under the law is a strong and fanciful mark entitled to broad protection. Sunbeam 
Furniture Corp. v. Sunbeam Corp., 191 F. 2d 141; Yale Electric Corporation v. 
Robertson, 26 F. 2d 972. However, appellant apparently must have recourse to the 
United States District Court in order to obtain relief. John Morrell & Co. v. 
Doyle et al., 97 F. 2d 232. 

For the reasons hereinbefore stated, the decision of the Commissioner of Patents 


should be reversed. 





MERRITT-TAYLOR, INC. v. C. B. SHANE CORPORATION 
No. 5872—C. C. P. A.—March 27, 1952 


TraDE-Marks—Marxs Not ConrusinGty SrmmLar—Particutar INSTANCES 
“Season-Aire,” held not confusingly similar to “Season Skipper,” used on goods of 
the same class, under 1946 Act. 
C. B. Shane Corp. v. Desmond’s, 139 F. 2d 502, 60 U. S. P. Q. 196, overruled. 


6. Alfred Dunhill of London, Inc. v. Dunhill Shirt Shop, Inc., 3 F. Supp. 487; Ronson 
“ << a Inc. v. Fink, 73 U.S. P. Q. 124. See also Safeway Stores, Inc. v. Dunnell, 
172 F. 649. 
7. Greyhound Corp. v. Robinson Houchin Corp., 89 U. S. P. Q. 621; Robert, “The 
New Trade-Mark Manual,” pages 58-59. 
- = “Introduction,” by Edward S. Rogers, page xi, Robert, “The New Trade-Mark 
anual.” 
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Appeal from Commissioner of Patents. 

Trade-mark opposition by C. B. Shane Corporation against Merritt-Taylor, 
Inc. Applicant appeals from decision sustaining notice of opposition. Reversed. 
Milton Friedman, for Applicant-appellant. 

Ephraim Banning (John Rex Allen of counsel), for Appellee. 
Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON, and WorLEy, 

Associate Judges. 

Jackson, J. 

The appellant filed an application for the registration of its trade-mark 
“Season-Aire” on February 3, 1948, serial No. 548,664, as applied to “Ladies’ 
Coats and Suits.” First use of the trade-mark in commerce among the several 
states was stated in the application to be December 11, 1947. The application 
was examined and passed for publication pursuant to section 12 (a) of the Trade- 
Mark Act of 1946, and the mark was duly published in the Official Gazette of 
October 26, 1948. On November 9, 1948, appellee filed its notice of opposition 
to the said registration. 

In the notice, appellee set out that it is the owner of the trade-mark “Season 
Skipper” for “Overcoats and Topcoats for Men, Women, Boys, and Girls,” which 
mark had been duly registered in the United States Patent Office on February 13, 
1940, No. 375,283. It alleged that the trade-mark of appellant sought to be 
registered is substantially identical with that of appellee and that if appellant’s 
mark were registered it would be a source of damage and injury to appellee and 
that the concurrent use of the respective marks would cause confusion or mistake 
or deceive purchasers as to the source of the products. 

Appellant, in its answer, denied the material allegations set out in the notice 
and, as an affirmative defense, alleged that the goods of the parties are unlike, dis- 
similar and unrelated, and that the marks of the parties when used concurrently 
are not likely to cause confusion or mistake or to deceive the purchasers. As a 
second affirmative defense it is alleged by counsel for appellant that the word 
“Season,” as a trade-mark or a part thereof, cannot become the exclusive prop- 
erty of appellee and that that word as part of appellee’s trade-mark and other 
combinations is in common use by persons and firms other than the appellant and 
that combinations containing the word “Season” have been permitted registration 
and are still registered in the Patent Office as valid and subsisting marks by 
others than appellee. 

Shortly after the filing of appellant’s answer, counsel for appellee filed a 
motion for summary judgment, basing it upon the decision of this court in the 
case of C. B. Shane Corp. v. Desmond’s, 31 C. C. P. A. (Patents) 779, 139 F. (2d) 
502, 60 U. S. P. Q. 196, wherein we held that the notation “Seasonaire” was 
confusingly similar to appellee’s mark “Season Skipper.” 

The Examiner of Interferences denied the motion. He stated that the de- 
cision of the court relied upon by appellee might bind the examiner in the instant 
proceeding upon the available facts, but that appellant, who was not a party to 
that case, was not so bound and that it was entitled, as a matter of right, to an 
opportunity to introduce evidence which it might deem relevant and material to 
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the issues herein, citing Avrick et al. v. Rockmont Envelope Co. (C. C. A., 10th), 
69 U. S. P. Q. 431. The examiner stated that under the pleadings another issue 
was present, namely, that of priority of the use of the parties, and he held, for that 
reason, Rule 56 of the Federal Rules of Civil Procedure was inapplicable, citing 
Gallo v. E. & J. Gallo Winery, 74 U.S. P. Q. 136. The examiner pointed out that 
the record date of first use alleged in the notice of opposition was prior to the 
earliest date of use set out in the application for registration, but concluded that 
appellant might not, under the established practice, be restricted in its proof to 
the dates so asserted, since in its answer appellant denied appellee’s claim of 
priority. 

Counsel for appellant presented a motion to amend the application for regis- 
tration so that it would substitute for “Ladies’ Coats and Suits” the words “Ladies” 
Summer Wear Suits.” For the reason that the proposed amendment involved, in 
the opinion of the examiner, a possible material change in the issues during the 
time allowed for taking testimony by appellee, the amendment could not be 
entered without the consent of appellee, citing Eastman Kodak Co. v. Faraday 
Electric Corp., 78 U. S. P. Q. 132. 

The Examiner of Interferences, in his decision, observed that neither party 
had taken testimony nor was represented at the hearing although both had filed 
briefs. He described the mark of appellant as being associated with certain ancil- 
lary pictorial matter which in fact shows the mark to be composite in character, 
consisting of the words “Season” and “Aire” separated by a palm tree bending 
in a breeze. Because the allegation of appellee’s priority was established by its 
registration which is long prior to appellant’s first date of use, the only issue before 
the examiner was whether the marks of the parties are of such a character as to be 
reasonably likely to cause confusion in trade. 

The examiner stated that since no evidence had been filed pursuant to his 
decision on the motion for summary judgment the pertinency of the C. B. Shane 
Corp. case, supra, had to be considered as a precedent and in that respect it was 
immaterial that the present case was brought under the act of 1946, whereas that 
case arose under the act of 1905. Ex parte Westgate Sea Products Co., 84 U. S. 
P. Q. 368. The examiner stated that the facts in the instant case warranted no 
different conclusion with respect to likelihood of confusion than was reached by 
this court in the C. B. Shane Corp. case, supra. He therefore sustained the notice 
of opposition and adjudged that appellant is not entitled to the registration for 
which application was made. 

Appeal was taken to the commissioner from the decision of the examiner and 
the Examiner-in-Chief, acting for the commissioner, affirmed the decision of the 
examiner for the reasons given by him. From that decision this appeal was taken. 

In the C. B. Shane Corp. case, supra, the Examiner of Interferences held the 
involved marks therein to be reasonably likely to cause confusion to the public 
or deceive purchasers when used concurrently on the goods of the parties. The 
First Assistant Commissioner of Patents reversed the decision of the examiner 
holding that the notice of opposition should have been dismissed because in his 
opinion the marks are dissimilar. 54 U. S. P. Q. 29. 
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It may be observed here that the mark of appellant in that case was “Des- 
mond’s Seasonaire” and the Assistant Commissioner stated that for the purpose 
of that proceeding it must be presumed that the applicant would use the mark 
as registered, citing Lucien Lelong, Inc. v. Elgin American Manufacturing Co., 23 
C. C. P. A. (Patents) 1139, 83 F. (2d) 690, 29 U. S. P. Q. 536. He stated that 
although the word “Desmond’s” was disclaimed it was nevertheless a part of the 
mark and should be considered in determining the question of confusing similarity 
of the marks as a whole. In his opinion “Season Skipper” and “Desmond’s 
Seasonaire” did not look alike, sound alike, nor have the same significance and for 
that reason came to the conclusion that there was no reasonable likelihood that 
the concurrent use on the goods of the parties would confuse the public or deceive 
purchasers. 

On appeal to this court the decision of the Assistant Commissioner was 
reversed. C. B. Shane Corp. v. Desmond’s, supra. In deciding that case we 
held that the dominant part of appellee’s mark consisted of the word “Seasonaire” 
and that since the word “Desmond’s” had been disclaimed in the mark, apart from 
it, the appellee could not rely upon its use standing alone. Then, for the reason 
that we held that the marks were confusingly similar, as applied to the goods of 
the same descriptive properties, the decision of the commissioner was reversed. 

In all essential matters, the issue here, considering the marks alone, is the same 
as the issue in the C. B. Shane Corp. case, supra, namely, whether the marks of 
the parties are so closely related that their concurrent use would be likely to result 
in confusion of origin. 

It is clear that in the absence of proof no specific differences in the goods of the 
parties can be considered. 

We are in agreement with the tribunals in the Patent Office that the goods 
of the parties pertain to the same class of merchandise, but upon a careful recon- 
sideration of our decision in the C. B. Shane Corp. case, supra, we are of opinion 
that the court arrived at an erroneous conclusion there in holding the involved 
marks to be so similar that confusion was likely to occur. 

We are now of opinion that the marks “Season Aire” and “Season Skipper” 
do not look alike, do not sound alike, nor have they the same significance nor 
would their concurrent use on the goods of the parties result in confusing the 
public or in deceiving purchasers. 

Accordingly, the decision of the Examiner-in-Chief is reversed and insofar as 
the decision in C. B. Shane Corp. v. Desmond’s case, supra, is inconsistent with 
this decision, it is hereby overruled. 

O’ConnezeELL, J., dissents. 


RE: GOODALL-SANFORD, INC. 
No. 5861—C. C. P. A.—March 27, 1952 


TraDE-MarKs—ConFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of the words “Palm Wave,” arranged above pictorial 
representation of ocean waves, held confusingly similar to words “Ocean Wave,” used 
on similar goods, under 1946 Act. 
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Appeal from Commissioner of Patents. 

Application for registration of trade-mark by Goodall-Sanford, Inc. Applicant 
appeals from refusal of registration under 1946 Act. Affirmed. 

BENJAMIN Burrows, for Applicant-appellant. 
E. L. ReyNotps (CLARENCE W. Moore of counsel), for the Commissioner of 

Patents. 

Before Garrett, Chief Judge, and Jackson, O'CONNELL, JOHNSON and Wor Ey, 

Associate Judges. 

Garrett, C. J.: 

This is an appeal from the decision of an Examiner-in-Chief of the United 
States Patent Office acting for the Commissioner of Patents on order of the 
Secretary of Commerce, 15 Federal Register 6554, 639 O. G. 643, issued under the 
provisions of Reorganization Plan No. 5 of 1950, 15 Federal Register 3174. 

The question involved is that of the right of appellant to have registered, 
under the Trade-Mark Registration Act of July 5, 1946, often referred to as the 
Lanham Act, a composite mark consisting of the words “Palm Wave” arranged 
above a pictorial design representing ocean waves, for use on “piece goods entirely 
of cotton, mohair, wool and synthetic fibres combined in one fabric or combina- 
tions of any of such component parts, made in one fabric.” 

Appellant’s application, serial No. 574,428, was filed February 24, 1949. 

In the application, use of the mark in interstate commerce was alleged to have 
begun on October 7, 1948. 

The Examiner of Trade-Marks, whose decision the Examiner-in-Chief 
affirmed, refused the application in view of a registration, No. 385,680, of the words 
“Ocean Wave” issued March 11, 1941, to Cohn-Hall-Marx Co., upon an applica- 
tion filed October 29, 1940, under the Trade-Mark Registration Act of February 
20, 1905, for use on “COTTON, RAYON, ACETATE AND/OR SILK PIECE 
GOODS.” 

The Examiner-in-Chief stated the issue as follows: 

The goods to which the respective marks are applied are in part identical and 
otherwise closely related and the only question is whether concurrent use of the 
two marks on the respective goods would be likely to cause confusion or mistake or 


deceive purchasers. 

He further said: 

* * * The word “Wave” is common to and the dominant part of both marks; 
its significance as the dominant part of applicant’s mark is enhanced by the illus- 
tration of the ocean waves appearing there below. I am inclined to agree with the 
examiner that the single descriptive word “Palm” is not of sufficient significance to 
distinguish applicant’s mark from the prior registration when applied to the same 
type of goods. 

It appears clear that applicant’s mark, taken in its entirety, when used on its 
goods would be likely to cause confusion or mistake or to deceive purchasers when 
used concurrently with the prior registration “Ocean Wave.” 

The decision of the examiner of trade-marks is affirmed. 


In the brief on behalf of appellant before us it is argued that the word “Palm” 
is the dominant part of its mark. If it was so regarded and intended at the time 
the appellant’s application was filed, it is difficult to understand why it should put 
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the ocean wave drawing in the application instead of a drawing which would 
represent the waving of a palm tree. 

The decision of the Examiner-in-Chief speaking for the Commissioner of Pat- 
ents is affirmed. 

Worley, J., dissents. 





HOLLAND-RANTOS COMPANY, INC. v. HENRY LABORATORIES, INC. 
No. 5846—C. C. P. A—March 18, 1952 


TraDE-Marxs—Marxs Not ConrusinG_ty Sim1tLAaR—ParTICULAR INSTANCES 
Composite mark consisting of letters “H. L.” within an equilateral triangle, the top 
side of which is in a horizontal position, held not confusingly similar to composite mark 
consisting of letters ““H R” in block form beneath a diamond shaped figure, the top of 
the letters being contiguous to the bottom lines of the diamond, under 1946 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Holland-Rantos Company, Inc. against Henry 
Laboratories, Inc. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Edward G. Roe for Opposer-appellant. 

A. Yates Dowell for Appellee. 
Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JoHNSON, and WorLEy, 

Associate Judges. 

Jackson, J.: 

On February 16, 1948, appellee filed an application for registration of its trade- 
mark for “Douche Powder For Feminine Hygiene,” serial No. 549,804. On Janu- 
ary 27, 1949, appellant filed its notice of opposition to the registration. 

Neither party took testimony but both filed briefs and were present at the 
hearing. 

The mark sought to be registered is composite in character in which the letters 
“H. L.” appear within an equilateral triangle, the top side of which is in a 
horizontal position. A shadow is cast from the triangle on the left side thereof and 
the words “Feminine Hygiene” in script are written across the lower part of the 
triangle below which is the word “Powder” also in script. The words are dis- 
claimed apart from the mark, as shown. 

In its notice of opposition, appellant relies upon its mark “H R,” registration 
No. 505,674, dated January 18, 1949, as applied to “Vaginal Jelly.” The com- 
posite mark of appellant shows those letters in block form beneath a diamond- 
shaped figure, the top of the letters being contiguous to the bottom lines of the 
diamond. 

It has not been denied that appellant is the prior user of its mark. 

The Examiner of Interferences in his decision held that by reason of the close 
relationship of the goods of the parties confusingly similar marks when used simul- 
taneously upon those products would prevent the registration sought. 

It was contended by appellee that a comparison of the marks shows that there 
can be no possibility of confusion by reason of the letters in its mark and the differ- 
ently formed design appearing thereon. 
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The examiner agreed with the contention of appellant that the dominant 
features of the two marks are the letters “H R” and “H. L.” respectively. 

It was his opinion that the triangle appearing in one mark and the diamond- 
shaped design in the other was not sufficient to eliminate confusion which was 
likely to arise from the use of what the examiner held to be the dominant features. 
The examiner compared the marks herein with those which appeared in R. C. 
Williams & Company, Inc. v. Wyandotte Chemicals Corporation, 69 U. S. P. Q. 
410; and those in the case of West Disinfecting Company v. Cliff C. Owen, 35 
C. C. P. A. (Patents) 843, 165 F. (2d) 450, 76 U. S. P. Q. 315, stating that the 
letters appearing on the marks of the parties herein are as confusingly similar as 
those which appeared in the two cited cases. He further cited the case of Crystal 
Corporation v. Manhattan Chemical Mfg. Co., Inc., 22 C. C. P. A. (Patents) 1027, 
75 F. (2d) 506, 25 U.S. Pat. Q. 5, in which it was said that “We think the weight 
of the authorities strengthens the conclusion that appellant is entitled to a monopoly 
of a lettered trade-mark for baby powder to the extent that no newcomer has the 
right to adopt any lettered trade-mark which, by reason of similarity, would pro- 
duce confusion.” The opposition was sustained by the Examiner of Interferences. 

The Examiner-in-Chief agreed that the involved products are too closely related 
to permit the registration of the same or confusingly similar marks. He also stated 
that the different forms of the respective products would only increase, rather than 
lessen, likelihood of confusion as to origin if the same or confusingly similar marks 
were used by the parties. 

The Examiner-in-Chief disagreed with the decision of the Examiner of Inter- 
ferences with respect to the similarity of the marks. He noted that the examiner 
was of opinion that the letters appearing in the marks are the dominant features 
of them, but stated that the examiner paid no attention to the designs. He held 
the involved designs not to be so subordinate that they should be disregarded when 
the letters are not identical. Therefore, he concluded that the letters in appellant’s 
mark were formed so as to constitute an integral part of the whole design, and, 
as set out, are not remotely similar to the mark of appellee. 

The Examiner-in-Chief discussed the West Disinfecting Company case, supra; 
the Crystal Corporation case, supra; and the R. C. Williams Co. case, supra, and 
was of opinion that those cases did not involve situations similar to the issue pre- 
sented in this case where there is but one letter in common to the two marks and 
each mark includes a design different from the others. 

From the decision of the Examiner-in-Chief this appeal was taken. 

We do not think it necessary to re-examine our often pronounced holding that 
precedents in trade-mark cases are of very little, if any, importance in litigation such 
as this. 

We have no doubt but that a visual examination of the respective marks shows 
that they are entirely dissimilar. It is obvious that the letters do not look alike, nor 
sound alike, and when taken as they should be in connection with the designs, 
we do not find sufficient similarity to justify a holding that there would be likelihood 
of confusion to the trade. Furthermore, it appears to us that from the nature of 
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the products of the parties and the use to which they are put, purchasers would be 
extremely circumspect in their choice. 


We find no error in the decision of the Examiner-in-Chief and therefore the 
decision appealed from is affirmed. 





